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COMPLAINT 


To the Honorable Judges of the United States District! Court for the 
District of Columbia 

1. Plaintiff,| Harold W. Ballew, is a citizen of the United States and 
a resident of Schenectady, New York. Plaintiff Julius R. Ballew is a citi- 
zen of the United States and a resident of Seminole, Texas. 

2. Defendant, Robert C. Watson, is the Commissioner of Patents 
of the United States, a legal resident of the District of Columbia, and is 
sued in his official capacity. 

3. This complaint is filed in accordance with the patent laws of the 
United States 35 USC 145. 

4. Plaintiffs on November 3, 1953 obtained patent No. 2,657,752 
entitled Magnetic Fishing Tool, said patent containing claims 1 to 6, 

- inclusive. 

5. On October 20, 1955 plaintiffs, acting under 35 USC 251, made 
application for a reissue of said patent and complied with the provisions 
of law applicable to applications for reissue. 

6. On September 20, 1956 the Patent Office Examiner finally re- 
jected all of the claims of said application for reissue excepting claims 
1 to 6 which were allowed, said claims 1 to 6 having been present in the 
said patent. 

7. Plaintiffs, in accordance with law, appealed to the Patent Office 
Board of Appeals on March 15, 1957, but the Patent Office Board of Ap- 
peals in a decision dated November 29, 1957 supplemented by a correction 
dated December 4, 1957, sustained the Examiner in his rejection of the 
appealed claims Nos. 7, 8, 9, 11, 18 and 19, although it held some of the 
grounds of rejection used by the Examiner to be improper. 

8. The rejection of the appealed claims by the Primary Examiner 
and the Board of Appeals was incorrect and not in accordance with law. 

8. The claims whose allowance is sought in the present proceeding 


are as follows: 
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7. A magnetic fishing tool for removing metallic objects fromthe 
bottom of a well or the like, comprising an elongated cylindrical casing, 
a substantially cylindrical magnet slideably disposed within said casing 
for reciprocable movement from a lower position adjacent to the lower 
end of the casing to a substantially raised position within the casing, 
said casing having means limiting the extent of downward movement of 
the magnet within the casing, passage means in said casing extending 
longitudinally thereof to provide for the flow of fluid downwardly there- 
through from above said casing to therebelow, other passage means 
through the wall of said casing adjacent to the upper end thereof and pro- 
viding discharge means for fluid moving upwardly to the exterior of said 
casing, and means for supporting said magnet and casing from a fluid 
conduit drill string, said supporting means having passages for conducting 
fluid from said drill string to the passage means in said casing at its 
upper extremity. 

8. A magnetic fishing tool for removing metallic objects from the 
bottom of a well or the like, comprising an elongated cylindrical casing, 
a substantially cylindrical magnet slideably disposed within said casing 
for reciprocal movement from a lower position adjacent to the lower end 
of the casing to a substantially raised position within the casing, passage 
means in said casing extending longitudinally thereof to provide for the 
flow of fluid downwardly therethrough from above said casing to there- 
below, and means for supporting said magnet and casing from a fluid 
conduit drill string, said supporting means having passages for conducting 
fluid from said drill string to the passage means in said casing at its up- 
per extremity. 

9. A magnetic fishing tool for removing metallic objects from the 


bottom of a well or the like, comprising an elongated cylindrical casing, 


a magnet disposed within said casing for reciprocal movement from a 
lower position adjacent to the lower end of the casing to a|substantially 
raised position within the casing, said magnet having a cross-section 
substantially filling the interior of the casing but leaving unfilled space 
therebetween for the passage of fluid, passage means in said casing ex- 
tending longitudinally thereof to provide for the flow of fluid downwardly 
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therethrough from above said casing to therebelow, and means for sup- 
porting said magnet and casing from a fluid conduit drill string, said 
supporting means' having passages for conducting fluid from said drill 
string to the passage means in said casing at its upper extremity. 

11. A magnetic fishing tool for removing metallic objects from the 
bottom of a well or the like comprising a hollow cylindrical casing, elonga- 
ted substantially cylindrical magnet means disposed centrally within said 
casing and having its side walls spaced from the inner walls of the casing 
to provide an annular space between said casing and said magnet, passage 
means within the wall of said casing and extending longitudinally thereof 
to provide for the! flow of fluid downwardly therethrough from above said 
casing to therebelow, other passage means extending through the wall of 
said casing adjacent to the upper end thereof and providing discharge 
means for fluid moving upwardly through said annular space to the ex- 
terior of said casing, and means for connecting said magnet means and 
casing to a fluid conduit type drill string, said connecting means having 
passages for conducting fluid from said drill string to the longitudinally 
extending passagé means within said casing at the upper extremity thereof. 

18. For use with a string of drill pipe in a well, fishing means adapt- 
ed to circulate fluid from the string of pipe into a portion of the well to be 
fished, said fishing means comprising a member having an upper end por- 
tion threaded for connection to the drill string and having an axial bore 
for the passage of fluid received from said string, a' vertically disposed 
substantially cylindrical magnet mounted on said member adjacent to its 
lower extremity and adapted to attract metallic particles in the well bore 
when the drill string is lowered into close proximity to such particles, 
casing means mounted on said member and surrounding said magnet and 
spaced therefrom and providing passage means longitudinally of said mag- 
net between said magnet and casing means, said casing means having 


means to positively maintain the magnet substantially centrally of said 


casing, said member having means providing communication from said 
axial bore to said passage means whereby fluid received through said drill 
string may be conducted through said axial bore to the lower extremity of 
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the magnet and to the portion of the well bore where such metallic particles 
are located in order to loosen and free such metallic particles from other 
materials and from the well bore so that said magnet will cause such met- 
allic particles to adhere to the magnet and be lifted from the bore hole as 
said drill string is lifted. 
19. For use with a string of drill pipe in a well, a fishing tool for 
attachment to the lower end of the drill pipe, said fishing tool comprising 
a member having an upper end portion threaded for connection to the drill 
pipe and having a central bore for communication with the bore of said 
drill pipe, a cylindrical casing carried by said member, a vertically dis- 


posed substantially cylindrical magnet, means engaging said casing and 


mounting said magnet centrally of said casing beneath said member and 
positioning it with its lower end portion adjacent to the lower end of the 
casing, said magnet being spaced from said casing, and means longitudin- 
ally of and along the sides of said magnet for connecting the bore with 

the lower end of said magnet. 


9. No appeal has been taken to the United States Court of Customs 
and Patent Appeals from the decision of the Patent Office Board) of Appeals. 

10. The claims whose allowance is sought are directed to a magnetic 
fishing tool particularly adapted for removing metallic objects from the bottoms 
of very deep wells, particularly in the oil industry, which structure was not 
known or used by others before the invention thereof by plaintiffs and which 
has proved to be a very important invention as indicated by its acceptance to 
a large extent by the oil well drilling industry. The application for reissue and 
the claims sought herein conform in every way with the requirements of law 
and the rejection thereof by the Patent Office tribunals was contrary to law. 

11. Plaintiffs make proffert of a copy of the aforesaid application 
and of the papers in the file thereof. 

WHEREFORE, plaintiffs pray for judgment that the Commissioner 
of Patents be authorized to issue to the plaintiffs Letters Patent|of the United 
States including aforesaid claims 7, 8, 9, 11, 18 and 18 or for any part thereof 
as the fact of the case may appear and for such other and further relief as 


may be just and equitable. 


January 27, 1958 | /s/ A. Yates Dowell, Jr. 
| A. Yates Dowell and 
A. Yates Dowell, Jr. 
1345 Pa. Ave., N.W. 
Washington 4, D. C. 
Attorneys for Plaintiffs 


[Filed March 12, 1958] 


ANSWER TO COMPLAINT 


To the Honorable the Judges of the United States District Court for the 
District of Columbia. 

1. The defendant admits that plaintiff, Harold W. Ballew, is a citi- 
zen of the United States and a resident of Schenectady, New York. The 
defendant also admits that plaintiff, Julius R. Ballew, is a citizen of the 
United States. The defendant asserts that he is without knowledge or in- 
formation sufficient to form a belief as to the truth of the allegation that 
plaintiff, Julius R. Ballew, is a resident of Seminole, Texas. 


2. The defendant admits that he is the Commissioner of Patents 
of the United States and is sued in his official capacity. The defendant 
denies, however, that he is a legal resident of the District of Columbia. 
The defendant states that he is an official resident of the District of 
Columbia. 


3, 4. The defendant admits the allegations of paragraphs 3 and 4 


of the complaint. 


5. The defendant admits that on October 20, 1955 plaintiffs, acting 
under 35 USC 251, made application for a reissue of their patent No. 
2,657,752, granted November 3, 1955. The defendant denies, however, 
that plaintiffs complied with the provisions of law applicable to applica- 
tions for reissue. 

6, 7. The defendant admits the allegations of paragraphs 6 and 7 
of the complaint. 
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8. The defendant denies the allegations of the paragraph of the 
complaint first numbered 8. 


8. The defendant admits the allegations of the paragraph of the 
complaint secondly numbered 8. 


9. The defendant admits the allegation of paragraph 9 of the com- 
plaint. 


10. The defendant asserts that he is without knowledge or information 
sufficient to form a belief as to the truth of the allegation that the claims 
whose allowance is sought are directed to a magnetic fishing tool particu- 
larly adapted for removing metallic objects from the bottoms of very deep 
wells, particularly in the oil industry. The defendant denies that such 
structure was not known or used by others before the invention thereof by 
plaintiffs. The defendant asserts that he is without knowledge or informa- 
tion sufficient to form a belief as to the truth of the allegations that such 
structure has proved to be a very important invention as indicated by its 
acceptance to a large extent by the oil well drilling industry. The defend- 
ant denies that plaintiffs’ application for reissue, Serial No| 541,874, filed 
October 20, 1955, and the claims sought herein conform in every way with 
the requirements of law and the rejection thereof by the Patent Office 
tribunals was contrary to law. 


11. The defendant admits the allegations of paragraph/11 of the 


complaint. 


FURTHER ANSWERING, the defendant asserts that the plaintiffs 
are not entitled to a reissue patent on their reissue application involved 
in this civil action containing any of claims 7, 8, 9, 11, 18 and 19 of the 
reissue application, for the reasons given and in view of the references 
cited in the final rejection, the Examiner's action dated March 8, 1957, 
the Examiner's answer, and the decision of the Board of Appeals dated 
November 29, 1957, as corrected on December 4, 1957, in that applica- 
tion. Profert hereby is made of copies of said final rejection, action, 
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answer, decision, correction of decision and references. 
Respectfully submitted, 


/s/ C.W. Moore 
Solicitor, U. S. Patent Office 
Attorney for Defendant 


[Certificate of Service] 


EXCERPTS FROM TRANSCRIPT OF PROCEEDINGS 
* * * * * 


Washington, D. C. 
February 9, 1960 


* * * * * 

THE DEPUTY CLERK: Ballew, et al., vs. Watson. 

THE COURT: Is the moving party ready? 

MR. DOWELL: Yes, Your Honor. 

THE COURT: Very well, you may proceed. 

MR. DOWELL: May it please the Court: This is a suit against the 
Patent Office to authorize the issuance of a patent. The application in- 
volved is for a re-issue patent, but the issue is not any different than it 
is in the case of an original patent. Actually, the only issue in the case 
is whether the difference between the subject matter of the application, 
which in this case is a fishing tool for an oil well, and the tools that are 
disclosed in the prior art patents would have been obvious at the time 
the invention was made to a person having ordinary skill in the art. 

* * oe * * 

MR. DOWELL: That is correct, Your Honor. 

If I may use the blackboard, and Your Honor has, of course, seen 
these oil well derricks -- 

THE COURT: Yes. 

MR. DOWELL: Those derricks, at the time that an oil well is 

drilled are used to support pipe which may be about 90 feet long 
and by connecting together a succession of such pipes they can lower those 
pipes into the ground. At the lower end of the pipe is a cutting tool or a 
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cutting bit, of which I have an example here in court. 

Your Honor, these come in different sizes. At the top|of a hole -- 
the hole may be, for example, about 36 inches across. Then they drill 
one not quite that large and so on down. This is a tool that ils used in the 
very deep portion of the well. These wells, Your Honor, are of different 
depths, some of them, I would say, on the average that these wells run 
from about 5,000 feet deep or approximately one mile, down|to sometimes 
20 or 25 thousand feet deep, or approximately four or five miles. 

* * * * * 

Now, when something of this type drops into the hole, it prevents 
the drill from operating and unless the object can be removed from the 
hole, it means that all of the effort and the work that has gone into that 
must be abandoned. 

Well, these holes, Your Honor, cost -- even for a fairly shallow 
hole, say a hole of perhaps 12,000 feet deep, the cost of a hole such as 
that runs about ten or fifteen dollars per foot which means that if you drop 


something down the hole and it is lost there and you can't retrieve it, you 


have lost a very substantial investment. 
As you progress, though, below 12,000 feet, the cost of these holes 
becomes progressively larger, and a hole that is about 25,000 feet, Iam 
informed, may cost $250,000 or more. In fact, they tell me that a hole 
that deep may cost up to three to four million. 
It requires anywhere from about two weeks up to several months' 
time to drill an oil well. And, of course, all of this work is done on a 24- 
hour day, seven days a week basis. There is so much money and equip- 
ment tied up in these, that it goes on all the time. 
In this country, I am informed that approximately 36,000 wells are 
drilled per year and that at any given time approximately 1700 are being 
drilled. I am also informed that this problem of the drill bit breaking off 
or something dropping in, happens in approximately 80 per cent of 
the wells that are drilled'so this is a very real problem. 
Now, if Your Honor please, I would like to describe the tool of the 
present invention. 
I have here a miniature model (indicating). This is not an actual 
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tool, it is just a miniature model made so that Your Honor can see what 
the tools are constructed like. I have also the drawing of the patent in 
suit. 

* * * * * 

MR. DOWELL: Your Honor, the lower part of this tool is in two 
main parts. There is an inner core, surrounded by an outer casing which 
doesn't show in this drawing too well, but let me try to draw it here. 
(Illustrating on blackboard.) 

Your Honor, the inner core cone consists of a large cylindrical 
magnet and the outer casing is simply a hollow cylinder which surrounds 
this large cylindrical magnet. The upper part has the connection, of 
course, for the pipe and the liquid comes down and goes down the sides 
of the magnet. 

Now, in the operation of this, and let me place an "M" on this, 
indicating that this is the magnet. In the operation of this tool, the liquid 
flows down and around the sides of the magnet so that it comes out down 
here at the bottom of the tool close to the sides of the hole. The result 

is that it tends to wash off dirt, sand, debris, whatever there is on 


the object, and it also -- and very importantly -- tends to maintain the 
object in the center of the hole so that it can be easily contacted by this 


centrally located magnet. 

* * * * * 

Your Honor, although there are about five or six claims which the 
Patent Office has rejected, I think it might simplify things if we consid- 
ered simply one claim and, perhaps, the others could stand or fall as to 
the decision on it. 

x * * * * 

MR. DOWELL: Your Honor, the patent laws, and I refer now 
to 35 U.S.C. Section 251, provides specifically for the re-issue of 
patents. And it is under that section that this application is made. 

* * * * * 

The Patent Office has not raised any question at all which ques- 
tions the applicability of this Section. The original patent, Your Honor, 
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issued in 1953, and if this re-issue patent which we are now seeking should 
issue, its time would extend from November 3, 1953 for the usual term of 
17 years. 

Your Honor, as I said, I think it might assist the Court to consider 
only one claim at this time, namely, No. 18. As Your Honor knows, and 
as the attorney for the Patent Office points out in his Memorandum of 
Law, the question of patentability is determined by what is contained in 
the claims. For this reason, it is important to consider those. 


* * * * * 


Now, if Your Honor please, let this circle here represent (illus- 


trating on blackboard) the bottom of the tool as though you were looking 


at it this way (indicating). 
THE COURT: What you are leading to is by that arrangement -- you 
said that this water or, rather, this liquid that you had on its side was so 
placed there that it would wash off the object that is down there that you 
want to get out, and that your apparatus has these sides so as to stay away 
from the center. 
MR. DOWELL: That is correct. If I may show the Court this mini- 
ature model, you will see at the bottom of that the holes which are around 
the sides. 
THE COURT: Yes. 
MR. DOWELL: And if we let this little metal object representing 
something that is picked up, Your Honor can see that the holes are not 
covered up by the object. 
THE COURT: Yes. 
MR. DOWELL: And that, Your Honor, made the difference in a tool 
of this type between a success and failure, because, as if in|the prior art 
the holes are in close to the center, then, in the first place,|the liquid 
coming out tends to wash the object to the side of the hole where it 
cannot be picked up and if it should be picked up, then the liquid coming 
out of the holes is blocked by the object there, and something has to give, 
and the result was that the object is either washed off or the tool can't 
drain as it is lifted out. 
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* * * * * 


MR. ROEMING: May it please the Court: The Patent Office is 
completely in agreement on the matter that the fact that this is a re-issue 
application presents no problem in this particular case. This case is 
just like any other case where an application is brought to this Court with 
some claims allowed and only some of the claims rejected. 

Now, in the original patent, six claims were allowed and those claims 
have again been allowed in this reissue application. The only question is 
that the Patent Office, by the allowance, has conceded there is an invention 

disclosed in the application. However, the Patent Office does not 
concede that the claims presently before the Court define the invention in 
such a way as to distinguish patentability from the prior art. Of course, 
it follows that the claims that have been allowed are much more specific 
than those claims that are now before the Court. 

When, in such situation, of course, all the evidence which plaintiff 
is now about to adduce is insufficient if it merely proves that there is an 
invention in the application, because that point has already been conceded. 
Plaintiff's purpose here is to prove that he is entitled to the particular 
claims which have not been allowed and in view of that, in my closing 
argument, or if a brief is allowed, I shall scrutinize very closely the 
testimony that is taken as to its pertinence to those claims that have not 
been allowed rather than to its pertinence as to those that have been 
allowed. 

THE COURT: How many claims are there in all made now that 
have not been allowed? 

MR. ROEMING: Six -- one through six have been allowed, and 
those are the claims which are originally in the patent of 1953. Seven, 
eight, nine and eleven have been rejected. 

This point becomes important because in the trial brief, it is in- 
dicated in advance, testimony will be taken that there is a long-standing 

problem in the art and this invention provides the solution and, 
apparently also, there will be indications of commercial success. 


Now, evidence of commercial success must be pertinent to the 
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claims in question, not to the disclosure. In other words, the very points 
which produce the commercial success must be in the claims. 

Similarly, the Office raises no question but that applicant has patent- 
able subject matter in this case as indicated by the allowed|claims. How- 
ever, when he takes evidence to show that he achieved the solution, it must 
be clear that that solution is defined in these claims and that this commer- 
cial success and successful solution is not merely what is already allowed 
in the more specific claims. 

If I might illustrate in greater detail what I have in mind -- could I 
use this drawing ? 

MR. DOWELL: Help yourself. 

_ MR. ROEMING: I believe that in illustrating particularly in this 
drawing, we have very greatly oversimplification of what is actually dis- 
closed in this case, and I should like to go into greater detail as to what 
is here disclosed. 

There are several features which contribute to the successful fish- 
ing out of magnetic pieces which have been broken off. One of these fea- 
tures, as has already been stressed in this respect, is that this particular 

construction, and I distinguish it from that, does provide means of 
bringing water down through the string and through a passageway on the 
outside, near the outside of the casing, and that passageway then leads 
the water in here (indicating), and I am having difficulty holding this -- 
Iam sorry, Mr. Dowell, I think if you would help me on that. 

(Whereupon, Mr. Dowell assisted Mr. Roeming with the chart.) 

MR. ROEMING: There is a passage which provides that the mud or 
fluid can come down near the outside of the casing here and then, in this 
construction, it should be noted that the magnet is slidable in here. It does 
not -- It is not fixed at the bottom of the tool but it is in a raised position 
originally. 

Now, as this mud comes down, if it could not go back toward the 


center, it would necessarily, as shown, if we are using this figure, (in- 
dicating on blackboard) oversimplifying in this manner, if the fluid comes 
down here it has no place to go but on the outside of this tool. 
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Now, if the fluid goes to the outside of the tool it is not directed 
to the center where the object to be fished may have to be located. Now, 
the whole point is in the disclosure to cause the fluid to come toward the 
center and to flush away any sand which may be on the metal object. 

Now, means is provided in this disclosure by having an additional 
wall in here which provides an interior passage by which the fluid may 
rise, when it gets up to a certain point in here, there is an exit shown 
here where the fluid then goes out in the general casing and then rises. 

One of the essential features is that it should be'noted the fluid goes 
down and through the center of the tool and up. 

It is only after that has taken place -- and that, of course, happens 
when this string and tool hit the bottom. But after this bottom has been 
hit, the bottom of the well, the string continues and this magnet then 
comes down and contacts the supposed object. 

Now, in addition, at the bottom of this tool, there is a tooth device. 

THE COURT: A what? 

MR. ROEMING: A sharp tooth device, and in the original location 
of the tool, it is turned and that tooth device, in addition, aids to locate 
the object and with the flushing of the water causes it to come to the cen- 
ter. 

Now, as this string continues after this portion has hit the bottom, 


this being slidable in there, the magnet then comes down and locates the 


metal object and there is a switch here, this being an electromagnet. 
(Indicating on patent drawing.) 

There is no permanent magnet which is distinguishable. We will 
go into that later. But there is a switch here that operates when this is 
slid down and causes energizing of the magnet, and then, of course, the 
taking hold of the object. 

Now, after that has occurred, the string is started to be withdrawn 
and the magnet rises again. But after it has risen to a certain point, it 
hits this switch, the magnet is de-energized and as a result of that, the 
object is dropped. Provision is made by flexible fingers at this point 
which form a basket. Now, when this object is drawn through it, these 
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fingers give way after the magnet has been raised and the object is held 
above the basket, when the magnet is de-energized and the |object is 
dropped, it drops on these fingers or basket and is held by this basket 
that it is withdrawn by. 

In other words, it is not withdrawn the full length of the pipe by 
the magnet. Now, that is the full tool. That tool has been claimed with 
many of these additional features in the claims that have been allowed. 
Now, as I indicated previously -- 

THE COURT: You mean that this basket-effect that opens up and 
closes after the object gets in it, that the claims all have that? 

MR. ROEMING: The allowed claims have that. 

THE COURT: That is what I meant. 

MR. ROEMING: And none of the claims before the Court claim 
that basket effect. And I should like to call attention to the|fact, and we 
are finished with the drawing, thank you very much, Mr. Dowell. 

In Claim 18, Your Honor, remember there is a long whereby clause 
at the end which states the result and effect. 

THE COURT: Which claim is that? 

MR. ROEMING: Claim 18, the one Mr. Dowell just discussed for 
the Court. 

Now, that whereby clause, I submit, requires more structure be 
in that claim than that claim recites, particularly in view of the fact, 
and in the most elementary form, it doesn't provide any provision for 
causing the flow of the fluid which has come down the pipe string to 
come to the center because on a simple structure as here indicated and 
as I pointed out previously, the only place the water or fluid can go is 
up the sides. In other words, it is not directed towards the center, it 
would tend to rise exteriorly of the tool. 

I think, in making these comparisons, I have called to the Court's 
attention the fact that when this evidence, that is about to be taken -- it 
must be pertinent to the features which produce the commercial suc- 
cess and which have oft provided the solution in the art. And it is not 


merely a selection of a few features which are claimed in the claims 
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now before the Court that I submit have produced the successful 
results. 

Now, it has been suggested that this case can be simplified by con- 
sidering only Claim 18. Now, first of all, Claim 18 is not the broadest 
claim. I submit that Claim 19 is broader and it is suggested in the trial 
brief that that claim might be dropped. But there's no such offer has 
been made here and, furthermore, I don't think it is material because the 
position of the Patent Office, as stated in the decision of the Board of 
Appeals, makes three separate rejections; Claims 7, 8, 9 and 11 are re- 
jected on a certain! combination of references, namely, Brantly, Notley, 
Murphy, and Kirby. 

A second group, Claims 18 and 19, are rejected on the patents of 
Murphy, et al., taken alone. 

Claim 19 is additionally rejected on either one of the patents to 
Athy or Bivings. 

THE COURT: Which is the last one you mentioned? 

MR. ROEMING: Bivings. 

THE COURT: No, I mean the number. 

MR. ROEMING: Claim 19. In such a situation, while claims 7, 8, 
9, and 11 might say go with the broadest claim where they are all re- 


jected on the same references, that might be a position in which the Of- 


fice can acquiesce, but I am in no position to acquiesce in a position of 
this case by intermingling claims which have been rejected on different 

prior art. In other words, each of these claims has to stand on 
the basis that it was rejected by the Patent Office and the Board of Ap- 
peals. 

I have no authority of any kind under the statute to take a different 
position here. 

* * * * * 

Now, as to commercial success, I have listed there under para- 
graphs 5 and 6, the basic rules as to that, namely, where absence of 
patentable invention is clear, commercial success is immaterial, but 
where there is doubt and if there is substantial evidence of commercial 
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success, that commerical success must be directly attributable to the 

specific combination of elements recited in the claims and) not merely to 

the disclosure or to other claims which are not before the Court and I 

have cited their authorities from the United States Supreme Court, 

Seventh Circuit and Second Circuit. 
* * * * * 

MR. DOWELL: The purpose of mentioning Claim 18 is because 
that claim, I think, points out the essential features of the invention on 
which its commercial success depends. So, I think for the purposes of 
this trial, if we talk about those features, we are talking about the real 

issue in the case. 

Now, it is true that in certain claims the feature of the magnet 


being reciprocal in the casing is mentioned, but those claims, I am quite 


sure, also include these other essential features. Therefore, it seems 
to us if we talk about Claim 18 and the particular features that I men- 
tioned in my opening, that we are really talking about all we need to 
cover so far as this case is concerned. 
* * * 
FRANK WOLFE 
called as a witness on behalf of the plaintiff and, having been first duly 
sworn, was examined and testified as follows: 
DIRECT EXAMINATION 
BY MR. DOWELL: 
Q. Would you please state your name and your age and your ad- 
dress? A. Frank Wolfe, age 64, Seminole, Texas. 
Q. What is your occupation? A. Retired at present} 
Q. Prior to your retirement what was your occupation? A. I was 
Regional Manager. 
Q. For what type of organization? A. Drilling and production. 
Q. What company were you with? A. Gulf Oil Corporation. 
Q. Sir? A. Gulf Oil Corporation. 
THE COURT: Would you mind giving me your last name, again? 
THE WITNESS: Wolfe, W-o-1-f-e. 


THE COURT: Thank you. 
BY MR. DOWELL: 

Q. What type of work were you in? A. Drilling and production. 

Q. Of what? A. Oil and gas. 

Q. What did you actually have to do in connection with that work ? 
A. I helped set up'the plans to drill wells and to produce them. 

Q. In other words, you were concerned with the actual drilling of 
oil wells? A. That is correct. 

Q. How long had you been in that type of work? A. Since 1913. 

Q. Will you tell us briefly the type of work that you actually did 
since 1913? A. From 1913 to '15 I was driller's helper. From'15 to '30 
I drilled or had charge of drilling. From '30 to '59 I had charge of drilling 
both cable tools and rotary. 

Q. What area did your operations cover? A. Mostly the mid- 
continent field and the Rocky Mountain area. 

Q. When you said mid-continent, what does that mean? A. That 
would cover the States of Kansas, Oklahoma, Texas, Louisiana, Arkansas, 
New Mexico. 

Q. How deep are these -- Strike that. 

What was the approximate depth of the oil wells that you drilled and 
supervised? A. They run from an average of 5,000 up to 14,000 feet 
deep. 

Q. Can you give an approximation of their cost? A. It depends on 
the depth of your wells. The shallower the well is the less it costs. For 
the 5,000, it would run about three and a half or three seventy-five per 
foot, that is for the actual drilling. That does not include the casing or 
other cementing services. That is just for the actual drilling. 


Deeper wells, say, from 9,000 up to 14,000, will run up on an aver- 
age of $180,000 to $250,000, that is, to complete them. 
Q. Were you the top man in charge of the drilling of these wells? 


A. I was. 

Q. You mentioned that more recently you were employed by Gulf 
Oil Company. A. That's right. 

Q. Which other companies have you worked with? A. I went to 
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work for the Devonian Oil Company in January of 1922. They were 
bought out in 1948 by Warren Petroleum, and I was retained by the War- 
ren Petroleum as Division Manager for them. Later on I was Regional 
Manager and Warren was purchased by the Gulf in '56. 
Q. Have you ever done any drilling outside of the United States? 
A. Not to speak of. The only drilling I done was in France, drilled some 
water wells in 1918. 
MR. DOWELL: Your Honor, as an indication of this witness' 
qualifications, I would like to show Your Honor this article from a trade 
magazine which concerns the witness. I don't think we need to offer that, 
but Your Honor might be interested in it. 
THE COURT: Would you like to see this Mr. Roeming? 
MR. ROEMING: I will concede the witness is an expert. 
BY MR. DOWELL: 
Q. Mr. Wolfe, in your drilling of oil wells, have youjhad anything 
to do with fishing tools? A. Yes, sir, I have had considerable experience 
with fishing tools. 
Q. Tell us just briefly what is the problem that requires a fishing 
tool? A. They are so numerous it would be pretty lengthy to enter into 
that, but approximately 80 per cent of your wells have fishing jobs. Some 
of them, the tools break off, some of them the casings collapse, some- 
times cores are lost. There are over a thousand different kinds of fish- 
ing tools. 
Q. Well, let's direct our questions here to fishing tools for rela- 
tively small metal objects. What is your experience in connection with 


fishing tools for recovering relatively small metal objects? A. I have 


used practically all the existing fishing tools. 
Q. Over what period of time? A. Over the last 20-30 years. 
Q. Are you familiar with the fishing tool of the present application 
which I will refer to as the Ballew tool? A. Iam. 
Q. When did you become familiar with it? A. When that tool was 
first brought out on the market, which I believe was around '49 or '50. 
Q. Now, would you tell us, prior to that date, which you said is 
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approximately 1949 or '50, tell us what kind of fishing tools were used? 
A. For fishing small junk out of the hole? 

Q. Well, can you tell us about the construction and the operation 
of previous fishing tools for recovering small metal objects? A. Accord- 
ing to the kind of a/hole you are fishing in, whether your hole was caged 
to the bottom or lined with stell casing, whether it was what we call a dry 
hole where no fluids were in, or whether it was a deeper well where you 

had several thousand feet of what we call open hole, the hole is not 
caged or lined. You want to know what kind of tools we used? 

Q. Yes. A. We used the various tools that were available at that 
particular time. 

Q. Well, can'you tell us what they were? A. Some of them were 
magnets that were let down inside of the drill pipe or casing, and some 
were baskets, some were cores where we had to take a small core, on 
hard formations -- 

Q. What do you mean by a core? A. A core is where you cut a part 
of the earth or the formation and supposedly trap your particles of steel 
on top of them. 

Q. What degree of success did you achieve with these prior fishing 
tools? A. A fair degree. They needed improvements. You hada little 
success with each of them as you went along. 

Q. Were there cases when the tool simply didn't recover the fish? 
A. Yes, sir. 

Q. And if that occurs, what's the result? A. You had to skid the 
derrick or move the derrick and start another hole, plug and abandon the 
one that you were drilling in. 

Q. You said that you first saw the Ballew tool in about 1949 or '50. 


Would you please tell us what are the important features of it? A.It'sa 
strongly constructed tool that you can run into a hole of any depth and 
regardless of the condition of the hole. It has a large cylindrical magnet 
which is one of the strongest magnets we have in the trade today. It is 
attached to the drill pipe. It also has holes around the magnet so that 
you can go in, wash down if necessary over any tools that are lost, and 
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when you are coming out of the hole you will probably have, according 
to the depth of the well, as much as 70 to 100 barrels of mud trapped in 
the drill pipe. 

That has to come out of the drill pipe as it is raised jout of the hole. 
And the holes being on the outside, you stand a much better chance of get- 
ting out of the hole whatever you are fishing for. 

Q. Is this tool different than previous tools? A. It is. 

Q. What do you regard as the important difference?) A. I regard 
the most important differences, the stronger magnet, the stronger con- 
struction of the tool, and the holes on the outside which let) you wash over 
any tool and let your fluid drain out of your pipe. 

Q. What has been the reaction of the industry to the |introduction 

of the Ballew fishing tool? A. It has generally been accepted as 
the best tool in the magnets. 


Q. Did your company use it? A. Yes, sir. 
Q. Did it use any other tools after the Ballew tool came out? A. 


We did not. 
Q. In your travels around the country, what is your impression 
of the extent or use of the Ballew tool in recent years? Aj It has been 
very thoroughly accepted in the oil fields as being one of the top tools on 
the market. 
Q. Are there any other tools for the purpose about which we are 
talking, that have remained in use? A. Yes, there are some of the tools 
about which we are talking have remained in use, but they are used very 
little. 
Q. Well, can you make any estimate as to the percentage of, well 
jobs that are fished with the Ballew tool? A. I'd say about) 80-85 per 
cent. 
Q. What other type tool is still used? A. They have some hydraulic 
tools, pump tools, and there are some other magnet tools.) Some of them 
are becoming obsolete very fast because it takes more time to run them, 
it takes waiting for some of them. Some of them it takes a special 


truck to run them with, special services. 
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Q. Well, is it correct to say that your impression is that this 
tool is replacing all other tools? A. It's replacing magnet tools. 

Q. What can! you say about the difficulty or ease of using the 
Ballew tool? A. It's one of the easiest tools used that there is on the 
market and one of the fastest. You can run it in a hole fast. If you hit 
ledges or outcroppings, that have been washed out from the outside, you 
are not afraid of hurting that tool. You get down on the bottom and put 
from 50 to 200 thousand pounds of weight on it and you are not going to hurt 
that tool. 

Q. You mentioned speed. What's the importance of speed? A. That 
has a lot to do with the price, contract price that's drilling, that is paid. 
The faster you can drill the wells, the cheaper the contract price is on 
those wells, less cost to the companies. 

Q. Any timeispent in fishing, is that all lost time? A. That is all 
lost time. 

Q. Let's assume that you have an ordinary fishing job that may 


be around 15,000 feet. In the average case, how much time does it take 
to fish out the object? A. That would depend on how many trips you had 


45 to make with your -- how much junk you had in the hole to start with, how 
many trips you had to make and go in and fish that junk out. 

Q. What's aniaverage situation? A. 15,000, it would take approxi- 
mately 8 hours to make a round trip. From the time you left the bottom 
to the time you got'back on bottom, and it could require more time than 
that. 

Q. You say that sometimes you don't recover all of the junk on one 
trip? A. That is correct. 

Q. So it is important, too, and you save a lot of time if you recover 
it all on one trip, then? A. Yes, sir. The stronger the magnet is, the 
better chance you do have of recovering more than one piece or several 
pieces if you have them in there. 

Q. When you first saw the Ballew tool in 1949 or '50, did you begin 
to use it then? A. Yes, sir. 

Q. And have those under your supervision been using it ever since 


then? A. That's correct. 
Q. Have they used it exclusively or have they used ee tools 


for this purpose, also? A. We have used it almost exclusively. 

Q. When you say "almost,"’ what do you mean? A. Sometimes, 
according to the condition of your hole, if there was something that we 
can't run or if there was sone thing we couldn't obtain one,/such as for 
the proper size hole we'were wanting-- 

Q. In other words, if you could get a tool of the proper size you 
used it, but in some cases, though, why, you simply couldn't procure a tool 
for the particular application you were in? A. That's right. 

MR. DOWELL: Your Honor, I would like now to refer to the prior 
art patents. The Patent Office has rejected the claims because they say 
they lack invention over these prior art patents. So far as Claim 18 is con- 
cerned, it was rejected over the patent to Murphy, et al., 2}493,992, with 
the additional reason that other practices as are shown in patent to Athy 
were also known. 

So far as that claim is concerned, these two patents and these so- 
called practices or whatever they are, are all that we have |to consider. 
But in order to give a complete picture here, because other claims are 
in this action also, we will discuss all these patents. There are just six 
of them, and I would like to offer Your Honor copies of them now. 

THE COURT: Very well. 

MR. DOWELL: You have copies of these, of course. 

BY MR. DOWELL: 

Q. Mr. Wolfe, I hand you a copy of the patent to Murphy, et al., 
2,493,992, and ask you if you have seen this patent. A. I have. 

Q. Would you describe the fishing tool that is shown in that patent ? 

MR. ROEMING: Just a moment, please. Your Honor,| apparently 
these patents are going to be identified in evidence only when I offer them, 
and for that reason it might be convenient to identify them at this time in 
the manner in which they will be offered as Defendant's exhibits. 

THE COURT: Very well. 

MR. ROEMING: Might I then identify the patents? The Murphy 
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patent, as Defendant's Exhibit 1-E. 

THE COURT: 1-E? 

MR. ROEMING: 1-E. And the patent to Athy, as Defendant's Ex- 
hibit 1-A. The patent to Bivings, which has been handed to Your Honor 
will be identified as Defendant's Exhibit 1-B. The patent to Brantly as 
Defendant's Exhibit|1-C, and the patent to Kirby as Defendant's Exhibit 
1-D, and the patent to Notley as Defendant's Exhibit 1-F. 

THE COURT: Thank you. 

MR. ROEMING: Thank you. 


(Patents referred to above were marked Defendant's 
Exhibits 1-A; 1-B; 1-C; 1-D; 1-E and 1-F for 
identification and received in evidence.) 


THE COURT:| It might make your record clearer if you would 
identify the patent by the exhibit number when questioning the witness 
and the record will have it identified. 

MR. DOWELL: Your Honor, at this time I will offer as Plaintiff's 
Exhibit 1, a certified copy of the file, wrapper and contents of the applica- 
tion in suit. 

THE COURT: Very well. Admitted. 


| (Wrapper and contents of file were marked Plain- 
| tiff's Exhibit No. 1 for identification and received 
in evidence.) 


BY MR. DOWELL: 
Q. Mr. Wolfe, referring to the Murphy patent, Defendant's Exhibit 


1-E, would you please describe the tool that is shown in that patent? A. 
That is a tool with a basket on the bottom attached to the bottom of the 
drill pipe. It is washed down to the tool then the pipe has to stand still 


until this electric magnet is run down on a Special cable which is a very 
dangerous practice. 
On a deep well you wouldn't run that tool at all. 
THE COURT: You wouldn't what ? 
THE WITNESS: You would not run that tool at all. 
BY MR. DOWELL: 
Q. Why do you Say it is a very dangerous practice? A. On the 
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danger of sticking in the hole. It's the hole caving in -- 
Q. Just a moment. You said sticking. Are you referring to the 
pipe, itself, becoming stuck in the hole? A. That is correct. 
Q. What is the reason in this Murphy patent that that might occur ? 
A. Your drill pipe has to stand still without any circulation while you 
are running the magnet. 
Q. What is the reason for that? A. Because you can't] move that 
drill pipe. It has to stay down over that, whatever you are washing over. 
Q. What is the reason that with this Murphy patent you cannot 
circulate while the magnet is being let down? A. On account of your cable 
on top. 
Q. You mean that it is necessary, in order to let the magnet down 


into the drill pipe, to stop the circulation from the top of the pipe? A. 
That's right. 
Q. What would the approximate size, I am speaking of diameter, be 


of a magnet such as that shown in the Murphy patent, Defendant's Exhibit 
1-E? A. It would be very small, not over one and three-quarters, one 
and seven-eighths. 
Q. What's the reason that it is so small? A. Because it has to go 
down on the inside of your drill pipe and your drill pipe is +- outside 
diameter in deeper wells runs about three and a half which would make 
the inside diameter two inches, two and a half, and you have to have enough 
clearance to run this magnet down the drill pipe. 
Q. And is it true that if a magnet is small that it is not as strong 
as one that's larger ? A. That is true. 
Q. Now, what's the reason that you can use a larger magnet in the 
Ballew tool than you can in the Murphy tool? A. It has a large cylindrical 
magnet in the inside of your circulation and it comes down on the outside. 
Q. Is the Ballew tool lowered down the bore of the pipe? A. No, 
sir. 
Q. But in the case of the Murphy patent, the magnet is let down 
the bore of the pipe? A. On the inside of the drill pipe. 
Q. If we assume that we are talking about the same sized pipe, let's 
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assume we are talking about pipe of a particular size, what would be the 
comparison in diameter of the size of magnet that you could use with a 

Ballew tool as compared with the Murphy tool?: A. It would be at 
least four times longer, perhaps more than that. 

Q. Do you mean four times larger in diameter? A. That's 
correct. 

Q. In the case of the Murphy patent, I believe you said that the 
circulation must be stopped before you let the magnet down into the pipe? 
A. Yes. 

Q. What is used to let that magnet into the pipe? Is that let down on 
a cable such as indicated by the numeral 31? A. It is let down on a cable 
with a special service truck. 

Q. Is that very costly? A. Yes, sir. 

Q. What do these cost, about? A. From -- depending on the depth 
of the well, from $150 up to four or five hundred dollars. 

Q. Let us assume, using this Murphy tool, that you circulate then 


you cut the circulation off and let the magnet down into the hole. Is there 


a reasonable likelihood that the magnet will make contact with the object? 
A. There's a possibility that it could. 

Q. What else might occur? A. Your mud would let, or settle back 
down again and cover it up. 

Q. And if that happens, what is the result? A. You wouldn't catch 
it. 

Q. Do you find in this Murphy patent any suggestion of using circu- 
lation at the same'time that you fish with the magnet? A. No, I don't. 

Q. Now, would you refer to the patent to Athy, Defendant's Exhibit 
1-A? Have you looked at this patent? A. Yes. 

Q. Oh, just a moment, please. Let's go back again, for a moment. 

Referring back to the Murphy patent, Defendant's Exhibit 1-E, 
have you ever seen this tool in use? A. Yes, sir. 

Q. When? A. It's been several years ago, I don't remember just 
the exact time, but I have seen it in use. 

Q. Do you know whether it's being used today? A. Not to my 
knowledge. 
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Q. Would you characterize it as a satisfactory tool?) A. No, I 
wouldn't. 


Q. You say that you saw it several years ago. Do you recall, was 
that before or after you first saw the Ballew tool in 1949 or '50? 
A. I believe it was afterwards. 


Q. But you don't recall for certain, though; that right? A. That's 


right. 

Q. Now, looking at the Athy patent, Defendant's Exhibit 1-A; have you 
ever seen a tool like it in use? A. No, I have not seen this tool in use. 

Q. Would you describe this tool and its operation, please? A. This 
tool is a magnetic tool. It has a horseshoe magnet which is not nearly as 
strong as the cylindrical magnet. The holes coming out at the bottom are -- 

Q. Excuse me. You say the holes; are you referring to the holes 
indicated by the No. 16 in Figure 3? A. Sixteen. 

Q. All right, proceed. A. The center of your magnet. Your magnet 
is in two parts. 

Q. Intwo parts? Are you referring to the parts indicated by the 
numerals 11-A? A. That is correct. 

Q. On the sides of the tool? A. That is correct. 

Q. All right. A. That tool is not as strong or as strongly construc- 
ted, either. 

Q. Why do you say that? A. You have your split magnets in there 
and as I mentioned before, in going into holes, set down on ledges, you 
are more apt to split a tool like that. 

Q. Well, what can you say as to the circulation in this tool? A. 
That tool can be circulated. 

Q. Would you compare the circulation in it with that in the Ballew 
tool? A. Your holes are more in the center of this tool, and you are more 
apt to wash your metal parts or junk to the side than you are in the Ballew 
tool. 

Q. Well, what if you do, what difference does that make? A You 
wouldn't catch whatever you are fishing for. 

Q. Why not? A. When it gets out to the side of the hole you just 
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don't catch it. It gets away from the strength of your magnet to pick it 
up. 

Q. Does the fact of the location of the holes 16 in Figure 3, does 
that have any affect on the operation of the tool as it is being lifted out 
of the hole? A. Yes. According to the depth of your well, you would 

have 75 to 100 barrels of mud drain out of that drill pipe. 

Q. You mean, now you are talking about liquid that is contained in 
the pipe at the time! that the pipe is lifted out of the hole? A. That's 
right, and in that washing process if it comes in contact with your fish 
or metal parts that you are fishing with, they are apt to be washed off in 
there. 

MR. ROEMING: What was that last -- I didn't hear it. 

THE WITNESS: Washed off. 

MR. ROEMING: Thank you. 

BY MR. DOWELL: 

Q. You mentioned some thing about the necessity for tools being 
strong. Is it the custom in drilling to rest the weight of the pipe on 
the tool? A. Not all of it. 

Q. Not all of it? A. But on occasion, occasionally when you are 
going into the hole with your drill pipe you are going in pretty fast and 
if you strike a ledge or outcropping, sometimes you get the whole weight 
of the drill pipe on there before you know it. 

Q. Now, if we assume we are talking about a hole that is, say, 

12,000 feet deep, what is the weight of the drill pipe that would be 


resting on the tool? A. Approximately 170,000 pounds. 
Q. Is it then true that all of that weight might, at some time, come 


to rest on the fishing tool, also? A. It is. 

Q. So that, unless you have a very strong fishing tool, the tool 
itself might be broken up? A. That's right. 

Q. Would you give a little more explanation why you characterize 
the Athy tool as being comparatively weak, physically,as compared to the 
Ballew tool? A. You have your whole horseshoe magnet in this, you have 
two of them. Horseshoe magnet is not nearly as strong as your cylindrical 
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magnet. By having those two pieces, it is a much weaker tool than 
they built in the one piece. 

Q. Do you find in the Athy patent any suggestion of having the cir- 
culation down the sides of a central magnet? A. I do not. 


Q. Is it apparent to you how you could change or modify either the 
Murphy patent, Defendant's Exhibit 1-E, or the Athy patent, Defendant's 
Exhibit 1-A, in order to produce a tool such as the Ballew tool? 

MR. ROEMING: May I raise an objection to that question? While 
the witness is undoubtedly qualified as an expert along the lines he has 


indicated as a drilling expert, he hasn't been qualified as an expert 
in every phase of drilling tools. Therefore, I think that this is an opinion 
question in the field in which he is not qualified as an expert. 

THE COURT: Well, let's have the question read. 

(Whereupon, the pending question was read by the reporter.) 

THE COURT: I will overrule your objection. 

You may answer. 

THE WITNESS: The Murphy tool certainly could not be changed for 
that or to that. Your two-horseshoe magnets in this other|tool of Athy's, 
they couldn't be constructed so as to put a cylindrical magnet in there. 
You have your two sections to that. Your holes coming down the center. 
They are not nearly the same. 

BY MR. DOWELL: 

Q. I refer you now to the patent of Brantly, Defendant's Exhibit 1-C, 
and ask you if you have seen this patent? A. I have. 

Q. Have you ever seen tools like it? A. Yes, sir, Ihave run them. 

Q. Sir? A. Ihave run them, used them. 

Q. Will you describe this tool? A. This tool has teeth on the bot- 
tom of it, where junk or metal parts in the hole -- you go down and cut a 
core which is a part of the earth, and these metal parts, supposedly -- 

Q. Wait a minute. Excuse me just a moment. 

You said a core. Does this large dark shape in Figure 2, which 
does not seem to have any number on it -- I beg your pardon, it is No. 
22 -- is that what you call the core? A. That is correct. 
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Q. And is that simply some earth there that's been cored out? A. 
That's right. 

Q. Is the idea to cut out a core of earth with the hope that the object 
will be either in or onthe core? A. That is correct. 

Q. All right. Would you continue, please? A. I would like to add 
one more thing to this. In hard formations you couldn't use that tool at 
all because you wear your teeth off before you cut a core. 

Q. In other words, this tool is only useful in soft ground? A. That 
is correct. 

Q. Does this patent show any magnet at all? A. No, sir. 

Q. Is the tool of this patent, Defendant's Exhibit 1-C, in use now- 
adays? A. There might be a few of them used in some places, but they 
are practically obsolete for all practical purposes. 

Q. At approximately what dates were tools such as this one used? 
A. Used possibly 12 to 15 years ago. 

Q. Do you recall the last time that you authorized the use of a 
tool such as this in your company? A. Not the exact number of years, 
but it's been several years ago. 

Q. And is it true that your company has discontinued the use of 
tools such as this? A. That is right. That is correct. 

Q. I refer you now to the patent of Notley, 2,169,922, Defendant's 
Exhibit 1-F, and ask you if you have seen this patent? A. Yes, I have 
seen that one. 

Q. Will you describe the tool that is shown in this patent? A. This 
is what is known asia clean-out bailer, and that is a hydraulic tool. 

Q. Does it also dig up a core? A. No. 

Q. Does it use any magnet? A. No. 

Q. Can you tell us just briefly how it operates? A. This tool, 


being a hydraulic tool, it creates a surge in the bottom of your well 
which supposedly should lift junk up into your bailer. Usually the inside 
of your tool, of your bailer, is small and you can't pick up any large pieces 
with this type of bailer. 
Q. Have you used these tools? A. I have. 
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Q. Are they in use still? A. Some of them are in use. 

Q. Are they? A. Could I state why? 

Q. Yes, go ahead. A. According to the different kinds of drilling 
equipment that you have, different tools are used. If you have cable tools 


with wire lines, then you would use something that you run on a line. On 
rotary tools, where you have drill pipe you would run something that you 
use on drill pipe. 

Q. What type is this one used on? A. This is just cable tools. 

Q. In other words, this tool, then, isn't used on a drill pipe applica- 
tion then; is that correct? A. It could be, but it's not generally used. 

MR. ROEMING: Could I have the answer to the previous question 
read back ? 

THE COURT: All right. 

(Whereupon, the answer to the question referred to was read 
by the reporter.) 

MR. ROEMING: Thank you. 

BY MR. DOWELL: 

Q. Can you give any estimate of the extent of use of this tool shown 
in the Notley patent ? A. It's used very little. I couldn't give you the per 
cent, but it's used very little. 

Q. Now, I refer to the patent of Kirby, No. 2,539,435, Defendant's 
Exhibit 1-D, and ask you if you have seen this patent? A. Yes. 

Q. Would you describe the tool that this patent. shows? A. This 
shows a tool being lowered by a wire line with a magnet on the bottom 
of it, or by a cable, I might say. 

Q. Is it possible to use this tool in the type of situation, or in the 
type of a drilled hole in which you use the Ballew tool? A. No. 

Q. What's the reason for that? A. You have to let your drill pipe 
stand still, either not work it up or down or not rotate it, which is not 

good practice in -- which is not good practice. 

Q. You say that in the Kirby patent the tool is let down on a cable. 
Is that the cable indicated by the numeral 2 at the top part of Figure 1? 


A. That's right. 
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Q. And is that a basically different type of drilling than with pipe 
such as we have been talking about? A. Yes, as a general rule, it is. 

Q. In this type of drilling, is any circulation used? A. No. 

Q. In this Kirby patent, is there any means thereby which liquid 
might be circulated? A. I don't see any. 

Q. In this Kirby patent, is there any device by means of which this 
tool might be attached to drill pipe? A. I don't see any. 

Q. Is the tool of the Kirby patent being used nowadays? A. Very 
little. 

Q. Do you recall that there was a time when it was used to a larger 
extent than now? A. Most tools, when they came out, if they were any 
better than the preceding tools, were used until a better tool was put on 


the market. 
Q. Do you recall whether this tool was particularly successful, or 


not? A. It was fairly successful. 

Q. Do you recall the approximate date when it first came out on the 
market? A. It would be about -- I'd say between 12 and 15 years ago. 

Q. Sir? A. It would be between 12 and 15 years ago. 

Q. Now I will ask you to refer to the patent of Bivings, 2,595,632, 
Defendant's Exhibit 1-B. | 

MR. DOWELL: Your Honor, in connection with this patent, I don't 
believe that the Patent Office is still relying on it. It was relied on by 
the Examiner but then the Board of Appeals, I believe, decided not to rely 
on it any more, is that correct? 

MR. ROEMING: Well, no; I believe this: That only as to Claim 19, 
did the Board of Appeals sustain the rejection of the Examiner on Bivings. 
I can cite the page. 

MR. DOWELL: Your Honor, so far as we are concerned, we are 
willing to drop Claim 19. With that understanding, can we disregard this 
patent ? 

MR. ROEMING: Just a second. Let me look at it. 

(Brief Pause.) 
MR. ROEMING: I would say this: The patent is in the record. If 
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any subsequent testimony, or in statements that are made by an 
expert, which contradict any statement in that patent, to that extent the 
patent is incorrect and it will be available for use. I won't) say I rely 
on the Bivings patent on the patentability itself. We'll only rely on what 
the Board and the Examiner said. If Claim 19 is withdrawn, I won't men- 
tion it again as to patentability. But I will use it to convey or contradict 
the witness insofar as it would contradict his testimony. That is the only 
reservation I have on it. 
* * * 
THE COURT: Is Claim 19 in or out? 
MR. DOWELL: We withdraw it, Your Honor. 
* * * * * 
MR. DOWELL: Your Honor, I think we will make some reference 
to this patent that was discussed before lunch time, Bivings, 2,595,632, 
which was received as Defendant's Exhibit 1-B. 
BY MR. DOWELL: 
Q. Have you seen this patent, Mr. Wolfe? A. I have. 
Q. Are you familiar with a tool of a type that is shown in that 


patent? A. I have run the se tools. 
Q. You have? A. Yes, sir. 
Q. When did you use tools of this type? A. Around 1950. 
Q. Would you describe this tool and its operation? A. This is a 
hydraulic fishing tool to trip it so that it causes a lot of surgance in the 
bottom of your hole, to trip the fluid, and it is not too practical a tool 


because your surgance in the bottom of your well causes your well to 


cave. 
Q. You mean that it caused the side of the well to cave in? A. 
That's right. 
Q. But did you find that that was a characteristic accompanying 
the use of this tool? A. Yes. 
Q. What's the reason for that? A. It causes your hole to cave. 
This tool will cause your hole to cave and the surgance of the fluid will 
cause the hole to cave and you are liable to stick your drill pipe or stick 


your tool. 
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Q. What's the feature of this tool that causes the hole to cave in 
which is not true of the Ballew tool? A. This type of tool here, which 
causes surgance up and down your hole -- 

Q. Causes what? A. Surgance, s-u-r-g-a-n-c-e. 

Q. What does this mean? A. Causes the fluid to go up and down 
your hole, to balance. 

Q. And it isithat characteristic you say that causes the hole to 
cave in? A. That's right. 

Q. Does this tool include the features of the Ballew tool such as 
this tool normally would be let down a pipe? A. This tool is let down on 
a pipe. 

Q. Would you explain this, please; isn't the member 38 a cable? 
A. It could be a cable or it could be let down -- it could be run either 
way. This tool is designed to run either way. This is a cable type here. 

Q. Isee. Is there anything in this patent showing the use of a tool 
with circulation coming around the sides of the magnet? A. There is not. 

Q. Now, you say that you actually used this tool? A. I have. 

Q. Was that! while you were with Gulf Oil Comey A. Or the 
companies before it, yes. 

Q. For what period of time did you use this tool? A. This tool 


come out in about the '50's or maybe shortly before the '50's. It's been 


several years ago since this tool came out. 

Q. For what period of time did you personally use this tool? A. 
Not very long. 

Q. Well, do you mean for -- how long do you mean? A. Possibly a 
year. 

Q. Was the tool then discontinued? A. It was. 

Q. Is it being used now-a-days? A. Very little. These tools 
are practically obsolete now. 

Q. Was its use discontinued by your company? A. Yes. 

Q. For what reason? A. Better tools came out. 

Q. Now, I would like to refer to the tool shown in all of these 
patents, Defendant's Exhibits 1-E, 1-A, 1-C, 1-F, 1-D, and 1-B, of which 
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you have copies there before you, and ask you whether any of these tools 
meet the need for a fishing tool in the industry. A. Not fully. 
Q. Are any of these tools, shown in these patents, in|substantial 
use now-a-days? A. No, they are not. 
Q. What tool is the principal fishing tool in use now-a-days? A. 
For fishing small junk and metal particles, the Ballew toollis. 
Q. The Ballew tool? A. Yes. 
Q. That's the tool which has been described by me in court? A. 
That's correct. 
Q. Going back again to this fishing bit which is attached to the 
lower end of the drill pipe, can you say what is the approximate length 
of time that such a tool lasts? A. From approximately six|to twenty- 
four hours. 
Q. And what happends to these drilling tools? A. The teeth wear 
off, the bearings wear out, and on that particular one, you have one 
stuck -- that one is ready to tear up, something is going to |happen to that 


one. 


Q. Now, when something happens to these tools, do the parts of 


them sometimes fall off the tool? A. Yes, sir, they do. 
Q. And that condition, then, may require a fishing job? A. Cor- 

rect. 
Q. Now, I show you this object which, in my opening remarks 

was referred to as a cone of a fishing bit, and ask you if that corresponds 

to the tooth members on this tool which I have here. A. They do. 
Q. And this object has apparently become quite worn? A. Right. 
Q. Is this object a cone that was actually lost off a taol and 

fished out of a well? A. It is. 
MR. DOWELL: Would Your Honor care to examine these so you 

may see the problem ? 

(Whereupon, the object in question was handed to the Court.) 

THE COURT: I should think you would wear out carrying this 

around. 
MR. DOWELL: Your Honor, I don't like to weight the record down 
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with such objects, but it might serve some purpose. 

THE COURT: Very well. 

MR. DOWELL: So I would like to offer this drilling bit as the 
Plaintiff's Exhibit 2. 

THE COURT: Very well. 


(Drilling bit was marked Plaintiff's 
Exhibit No. 2 for identification and 
received in evidence.) 


MR. DOWELL: And this worn out cone from another drilling bit 
as Plaintiff's Exhibit 3. 
THE COURT: Very well. They are both admitted. 


(Worn Cone was marked Plaintiff's 
Exhibit No. 3 for identification and 
received in evidence.) 


MR. DOWELL: Your Honor, this is a miniature model of a fishing 
tool which we say includes the principal features of the application in its 


detail; of course it is not exactly like the patent drawing. I wonder if 


Your Honor thinks it would serve any purpose to offer it? 

74 MR. ROEMING: I would object to the introduction of that. Iam all 
for the introduction of the others, but I don't think that represents what's 
shown in the drawing, at all. I noted that previously -- I mean, for my 
own benefit. If it were an exact model of the drawing, I would have no 
objection, but I don't think that is. 

MR. DOWELL: We were just asking what the Court would like. 

We are not trying to -- 
BY MR. DOWELL: 

Q. Mr. Wolfe, is it true that in the case of some wells that you 
may have to go fishing several times? A. Yes, sir. 

Q. Is this fishing usually something that's quite costly? A. Yes, 
it is very costly; it can be very costly. 

Q. I believe you testified that this is -- that you have been concerned 
with fishing since you first became connected with oil wells, back around 
1913? A. That's right. 

Q. In your estimation, in your opinion, what is the importance of 
the Ballew fishing tool in the overall picture of fishing tools? A. For 
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picking up cores, any kind of metal object, which can be magnetized, the 
Ballew tool is the ultimate in fishing tools today. 

75 MR. DOWELL: You may cross-examine. 
CROSS-EXAMINATION 
BY MR. ROEMING: 

Q. Are you familiar with the catalog of the company that puts out the 
Ballew fishing tool? A. I know of the Ballew fishing tool. |I don't know as 
I have seen their catalog. 

Q. Do you know what company manufactures it? A. /It's the Ballew 
Fishing Tool, I believe. 

Q. They have their own company ? 

Now, you apparently have had much experience with these tools ? 
A. Yes, sir. : 

Q. Have you ever seen a Ballew fishing tool that did not have in it -- 
and I am using the original patent here, from which the re-issue is being 
taken -- did you ever see a Ballew fishing tool which did not have this 
tooth section at the bottom, labeled 34, here? A. Yes. 

Q. You did see such a Ballew fishing tool? A. Yes. 

Q. Now, did you ever see a Ballew fishing tool that did not have 
this basket? A. Never saw it with the basket. 

76 Q. You never saw it with a basket? A. No. 

THE COURT: Which figure on there? 

MR. ROEMING: This is Figure 2 of the patent and this is the same 
figure as was shown in this large reproduction here this morning. Iam 
just using this as a matter of convenience. 

THE COURT: Yes. I was trying to look at it. I don't|/find 2, though. 

MR. ROEMING: Figure 2 is the long drawing on the side here. 

THE COURT: Thank you. 

BY MR. ROEMING: 

Q. Now, you say you have never seen it with this basket with these 
fingers? A. I have never run one of them with a basket. 

Q. Have you ever seen one that did not have the magnet movable, 
slidable in the tool? A. In his tool? 
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Q. In the Ballew tool, yes. A. Well, I never tore into one of them 
but the magnet has always been on the bottom of the tool. 

THE COURT: What are the fingers numbered on this ? 

MR. ROEMING: The fingers were numbered 32 on the bottom and 
constitute the basket. 

THE COURT: Thank you. 

MR. ROEMING: At the very bottom of the tool. 

THE COURT: Yes; I find it. 

BY MR. ROEMING: 

Q. Now, you don't know whether this was movable, or not, in the 
tools that you used? A. The magnet wasn't movable as far as I know. 

Q. If it wasn't movable, I ask you this question: Was it at the 
bottom of the casing? A. It was at the bottom of the casing, or nearly 
at the bottom. 

Q. In that case, how do you get resurgent, this surge effect to move 
this into the center if the magnet would be nearly at the bottom? A. The 
holes are on the outsidethat you circulate through. 

Q. To the exterior? A. Yes. The holes are on the outside. 

Q. Now, may I ask you this question: When you are speaking of 
holes, and I noted earlier in your testimony you emphasized these holes, 


are you speaking that these holes 43, as shown in Figure 4, which permit 


the circulation of fluid, which come up through the center of the tool and 

then exit? A. No, sir, the fluid don't come up through the center of the 

tool. It goes down)close to the outside and comes up on the outside of 
your tool. 

Q. Well, you are giving us a description of this tool which is at 
complete variance|with the description here in the patent and the applica- 
tion. 

May I then ask you this question: Will you, looking at the patent and 
using numbers, describe to the Court how this tool works? A. I'll say 
in Figure 4, 41, those are the holes. 

THE COURT: Those are what ? 

THE WITNESS: Holes. 
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THE COURT: Holes? 

THE WITNESS: Yes. That come through the bottom of the tool 
and the circulation goes upward on the outside. 

BY MR. ROEMING: 

Q. Will you state that again? Is there circulation in holes 41 up- 
ward or downward? A. Downward. 

Q. And you state, then, where does the liquid go from there after 
you have come to the bottom of holes 41? A. On the outside of your tool. 

Q. And you say that it all comes out the outside of the tool, the 
circulation is all on the outside of the tool? A. Yes. 

Q. Now then, what do you suppose is the function of/holes 43 as 


shown in Figure 4 and as shown in dotted lines ? 
MR. DOWELL: Your Honor, may I object to this line of questioning ? 
Actually, the questioning now is going into details which are not at all 


important here for the reason that they are not before this Court. 

Now, I said earlier that the drawing in the patent shows the details 
with which we are not concerned at this time and the witness now is being 
questioned regarding those details which were not mentioned at all on my 
direct examination and which are not covered at all in the claim before 
the Court, so this line of questioning is entirely irrelevant. 

MR. ROEMING: As Your Honor will recall, in my opening state- 
ment I indicated how important it is in this case to relate the evidence of 
commercial success and successful solution to the claims that are now 
before the Court and not to take broadly the statements of commercial 
success which is not of itself relevant if the only thing it pertains to is 
the claims already allowed, and my line of questioning at this time is to 
determine wherein the witness is aware of commercial success of a 
specific tool. 

I started out particularly to question him whether the tools with 
which he is familiar had certain characteristics. Those characteristics 
to which I have referred have already been claimed and allowed in claims 
one to six. Now, if he is familiar with tools, I have been questioning him 
along the line as to whether any Ballew tool does not have certain of these 
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characteristics and in the course of that questioning he has made 
statements which absolutely contradict Mr. Ballew's own specifications 
as to how this patent works, and the effect of those statements is not only 
to indicate that the witness is not too familiar with the tool as to which he 
testified as to their commercial success, but he is also contradicting 
Mr. Ballew's description of his own invention. 

a * * * * 

84 MR. ROEMING: I have been trying to get at the fact as to whether 
he can tell us what structure was in the tool to which he attributes 
commercial success. 

THE COURT: You want him to describe it to you? 

MR. ROEMING: Yes. 

MR. DOWELL: We don't have any objection to a question of this 
type, Your Honor. 

MR. ROEMING: I have already asked such a question. 

BY MR. ROEMING: 

Q. For example, I have asked whether the tools that you are 
familiar with had a basket, consisting of the fingers. A. Some of them 
did and some of them did not. 

85 Q. But that's a different answer than I got before. 


THE COURT: Mr. Roeming, when you stand close to him, he turns 


his head and looks at you. This air conditioning drowns out the voice and 
I can't hear. If you would stand back away from him I think we could all 
hear better. 

MR. ROEMING: Sure. 

THE COURT: If you will have to go back over there to hand him 
papers that will be all right, but if you are not doing that, if you will stand 
away from him we will all be able to hear better. 

MR. ROEMING: Sure. 

BY MR. ROEMING: 

Q. Now, that is a materially different answer. Before you answered 
that there were no baskets in the tools that you had seen. 

THE COURT: Do you know what he means by baskets ? 
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THE WITNESS: I know what he means by baskets. A basket is 
easily removable. Some of them put a basket on, some of them take them 
off. They are very easily removable. 
MR. ROEMING: For Your Honor's benefit, the basket includes those 
fingers, 32. 
THE COURT: You know, if they are so easily removable, I would 
think just using them would disconnect them. 
THE WITNESS: They have been broken very easily. 
MR. ROEMING: May I call Your Honor's attention in Figure 2 of 
the patent that the basket is retained which is element 28, at the bottom, 
a lip. 
THE COURT: Yes. 
BY MR. ROEMING: 
Q. Now, in view of the fact that you now concede that you have seen 
tools with this basket effect, and I ask you the same question I asked you 
before: When there is a basket on the tool, is it not true that the magnet 


in the tool that you saw was uncessarily reciprocal in the tool? A. No, it 


was not. 
* * * * * 

Q. At this point, 1am merely trying to get to this basket information. 

If there is a basket at the bottom of the tool, having these fingers in 
the tool that you saw, what was the function of that basket?) A. What tool 

are we talking about ? 

Q. The one that you saw, the one you call the Ballew|tool. Iam not 
looking at the patent. A. Ask that question again, please. 

Q. Yes. In the tool that you saw, having the basket with the resilient 
fingers at the bottom, what was the function of those fingers? A. It could 
be to get hold of loose parts if they dropped off or fell off. 

Q. If they fell off what? A. The magnet. 

MR. DOWELL: Excuse me again. Iam sorry, Your Honor. I think 
there is confusion here. I don't think it has been established that the wit- 
ness has seen the Ballew tool itself with fingers on it. 

MR. ROEMING: He just stated, hetestified that he had seen the tool 
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with the baskets on it. Now, Your Honor ,Ihave been in this District 
Court on many patent cases where commercial success has been tried 
to be proved and this is the first instance where I have had an objection 
on this point. 

MR. DOWELL: Your Honor, I am just trying to keep the record 
straight. 

THE COURT: I don't believe you said the Ballew tool when you put 
the question. 

88 MR. ROEMING: Your Honor, I will rephrase the question again. 
BY MR. ROEMING: 

Q. In the tool that you saw and you called the Ballew tool, and you 
have conceded that you have seen baskets with these fingers in that tool, 
again Task: What is the function of that finger? A. I have saw those 
fingers in other baskets as well. 

Q. That is not the answer to the question. We know that the prior 


art in this case shows fingers of that type. But Iam asking you the question, 


in the Ballew tool that you testified to, you are the only evidence of the 
Ballew tool in actual use before this Court at this time, that is based on 
your testimony, that you consider the Ballew tool to be the ultimate in 
fishing tools. 

Now, in that Ballew tool which you have seen in commercial use, 
you have conceded that you have seen them with these baskets with the 
fingers at the bottom. You have already testified that and I have just, in 
my last question, asked you what was the function of those fingers and you 
answered that it was to hold any junk that was released from the magnet 
or that fell off the magnet, is that not correct? A. If that was on the tool. 

Q. Ibeg pardon? A. If it was on the tool. 

Q. When it was on the tool, not if? A. If it was on the tool. 

Q. You testified you have seen it on the tool, have you not ? 

MR. DOWELL: I object, Your Honor. 

THE COURT: I think you are putting too much in the question. 

MR. ROEMING: Shall I break it down? 

THE COURT: I think that would be better. 
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First, have you ever seen the Ballew tool, and, then, was the basket 


used. 
THE WITNESS: I will say, no, I haven't, I never used it that way. 

* * * * * 

BY MR. ROEMING: 

Q. You have testified to the effect that this Ballew tool, to which you 
are talking, has a cylindrical magnet, is that not correct? |A. That is 
correct. 

Q. Now, was that cylindrical magnet not an electro-magnet ? 

Let me put it differently. 

Was it an electromagnet or was it not? A. I don't know what kind 
of a magnet it was. 

Q. That's a satisfactory answer. 

But you did testify that it was a very strong magnet?|A. That is 
correct. 

Q. Now, did the Ballew tool that you have actually seen in operation 
produce a flow of fluid toward the center of the space under the tool when 
it was resting on the bottom? A. No, the holes were straight down and 
the fluid would have to go down. 

Q. It would have to what? A. It would have to go down. That is, 
to a certain extent. You get a certain amount of turbulence|in the bottom 
of that hole no matter which way the holes were, but the holes were pointed 
straight down. 

91 Q. But you cannot say whether the fluid, after it hits the bottom, 
whether it goes inward or whether it goes outward? A. No, sir. 

Q. You testified as to the patent Murphy , Defendant's Exhibit 1-E. 
Incidentally , at this point I should like to offer in evidence, Defendant's 
Exhibit 1, which includes Exhibit 1-A through 1-L. 

THE COURT: Very well, admitted. 


(Defendant's Exhibits 1-A through 1-F, 
inclusive, have previously been admitted 
in evidence. 


(Defendant's Exhibits 1-G through 1-L 
inclusive, were marked for identification 
and received in evidence.) 
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THE COURT: You have seen them all, haven't you, Mr. Dowell? 
MR. DOWELL: Yes, that's correct. 
MR. ROEMING: May I state, in addition to the patents we referred 
to previously , this exhibit does also include the decisions of the Examiner 


and the Board of Appeals. 
THE COURT: Very well. 
BY MR. ROEMING: 
Q. Now, do you have a copy of the Murphy patent there? A. Yes, 


Q. And that is Exhibit 1-E. You testified to the effect that when the 

magnetic magnet in that Murphy apparatus disclosed in the patent is 
lowered into the hole, that then you cannot have a flushing of mud, is that 
not correct? A. In most instances, that would be correct. 

Q. Would it be possible to have a flushing of mud in spite of the 
fact that you have that cable? A. It would be possible. 

Q. In the Ballew tools that you saw in use, were there cables? 

A. No, sir. 

Q. Do you know what compensation was made to avoid the cable? 
In other words, how was the magnet energized? A. No, sir, I cannot tell 
you that. 

Q. Looking again at the same Murphy patent on page -- rather, in 
column 5, that is the exhibit 1-E, column 5, there are no page numbers on 
that patent, merely they give the numbers at the top of the columns. 

THE COURT: What figure is that ? 

MR. ROEMING: Column 5. I am going to speak from the text of the 
Murphy patent, column 5. There are no page numbers. It is Defendant's 
Exhibit 1-E. 

THE COURT: All right. 

BY MR. ROEMING: 
Q. In the Murphy patent, in the first full paragraph of column 5 
93 and in the ensuing paragraph and a half, there is a description of 
electrical indicating means by which it can be ascertained that the object 
to be picked up has been contacted by the magnet. 
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Will you check that? A. I don't know as I have the right page, or 
not. 
Q. Column 5 of the Murphy patent, not the drawings: See, there are 
no page numbers, there are just column numbers at the top of the columns. 
Beginning at about line 11, there is a description of electrical indi- 
cating means which indicate when the magnet has picked up something. 
THE COURT: Does that begin with the word "preferably"? 
MR. ROEMING: Yes. 
"Preferably , the apparatus of the present invention incorporates 
suitable electrical indicating means at the well head to ascertain 
whether the electromagnet has contacted and picked up the object 
15." 
Since I don't intend to go into the details of the construction, might 
I interrupt at this point, and if you want to read further after I ask the 
question, I will take additional time. 
94 BY MR. ROEMING: 


Q. My only question at this point is this: You have indicated that 


the Murphy patent structure has been used and I would say|this: Have you 
had experience with a tool having such indicator? A. Yes\, sir. 
Q. Is it a useful device in fishing? A. I'll answer you this way: 
It has been used. 
Q. Now, you have testified to the effect that it takes a long time 
to sink a drill pipe and to bring it out again, and sometimes you have to 
do this repeatedly before you get everything out. Isn't this| indicator a 
very useful device when you have your tool down and you have an indica- 
tion that you really picked something up? A. It is useful but the magnet 
that you have to use on it is so small that it renders your tool practically 
useless in a deep well. 
Q. But you did admit the Murphy patent has been used? A. Yes, 
it's been used. 
Q. Now, you made a statement before in your testimony today to 
the effect that the Ballew tool is very useful for picking up|small junk. 
Now, that terminology "small junk," of course, doesn't mean much to 
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non-experts in the art. 

What other type of junk is there than small junk, and would you 
describe what is excluded from your statement? A. What is excluded? 

95 Q. Yes. In other words, you said the Ballew tool was very useful 
in picking up small junk. Now, what other kinds of junk are picked up 
that the Ballew tool isn't particularly good for? A. I'd say in picking up 
large pieces, probably weighing more than 25 or 30 pounds. 

Q. Well, if you had a piece that was 25 or 30 pounds or more, would 
you use this? A. You'd have to use some of the different kinds of fishing 
tools, maybe some built with a pin on it where you can get hold of it or go 
to some other kind of fishing tool. 

Q. In other words, then, the Ballew tool, even in its commercial 
success, is of a very limited application? A. I would say it will pick up 
anything out of the hole that will weigh up to 25 -- say, an average of 
25-30 pounds, something like that, such as sledge hammers, hammers, 
large bolts, nuts, or anything that might fall in the hole or drop in the hole, 
such as pieces of pipe, pieces of your casing chew, and there's a very 
large number of things that can get into a hole or break off in a hole where 
everything you use is still down in that hole. 


Q. Now, you have given a figure there of 25 or 35 pounds and you 


have testified previously that you think that one of the very strong points 
of the Ballew tool, as you knew it, was that it had a much stronger magnet ? 

A. Yes, sir. 

Q. Than others. Now, I call your attention to the fact, if you will 
look at your Athy patent, Defendant's Exhibit 1-A, Athy, and if you will 
look at the last page of that patent at column 3, line 35, you will find there 
a statement that this magnet of Athy, which you considered to be much 
weaker, is said by the patent to lift as much as 100 pounds. 

Would you care to make any comment on that? A. I'll stay with 
what I've had success with. 

Q. But do you stand on your statement that a Ballew tool, then, 
would lift only about 35 pounds? A. I would rather let Mr. Ballew answer 
that question. 
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Q. Is he going to be a witness ? 
MR. DOWELL: Yes. 
MR. ROEMING: Okay, we'll pass that. 
BY MR. ROEMING: 
Q. In the patent to -- 


MR. ROEMING: I beg the indulgence of the Court on this. I have a 


long list of notes here. 
THE COURT: That is quite all right. 
(Brief pause.) | 
BY MR. ROEMING: 


Q. You testified as to the Bivings patent, which is Defendant's 
Exhibit 1-B, that the surgance of that tool causes cave-in of the hole 
walls. Now, you will look at Bivings, page 1, either Figure|1 or 2; now 


there is shown there a casing, rather, a lining of the hole which, in Figure 


3, page 2, is labeled 12. 


As I recall it, this morning, Mr. Dowell in answer to lone of the 


Court's questions as to how these holes were maintained so that they 


didn't collapse, and we are referring specifically to this aes Mr. 


Dowell indicated that the liner casing was placed in that ho 


e. 


Now, doesn't Figures 1 and 2 of Bivings show such liner casing 
labeled 12, in Figure 3?: It's also shown in Figure 3 and actually labeled 
12 there. A. There is some, some holes where you have as much as 


8,000 feet of open hole. Some holes are cased to the bottom. 


according to the condition of your hole when you start fishing. 


It's just 


Q. But if you have a hole which has a lining of the wall as shown 


in Bivings and as was indicated there, to be a common expedient , how 


would you collapse the hole, actually, with the use of Bivings and not, 


say, with the tool of any other tool including that of the applicant's here, 


whose name at the moment escapes me. 
MR. DOWELL: Ballew. 
BY MR. ROEMING: 
Q. Ballew. Would you comment on that? 


You testified positively that the surgance of the tool Bivings would 
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cause cave-in. Why wouldn't any other tool, as you have testified as to 
the Ballew tool give the same result? A. You take, with your hydraulic 
pumps, you fill that pump, and when you fill that pump, that pump is 
filled hydraulically and that creates a surgance at the bottom of your hole. 

Q. Yes, but you are also pumping mud down through that Ballew 
tool? A. Well, that's different from creating a sudden surgance and 
the pumping of mud. 

Q. Describe what difference to us and explain it. Why is there a 
distinct difference between the producing of this fluid action in Bivings 
and the producing of action in any one of the art either in prior art or 
Ballew to have the walls collapse in one and not the other? A. Inthe 
Bivings tool, it loads hydraulically and when it does that, it loads with 
all your hydrostatic column of maybe 12,000 feet which goes down and 
makes a fast surgance then quits and stops, and that's all until you load 
that again. With pumping action you have a continuous flowing action 
from the bottom of your hole to the top. 

Q. That is as it is in Bivings? A. No, Ballew. 

Q. With pumping action, you say? A. Yes. 

Q. But the patent to Bivings has a pump. Will you check your 


patent to Bivings and look at element 36, Figure 2 and the description 
of it? 
Now, just a minute; I'll check for the text description. The pump 


is labeled 56 and there is a description of the column 5 of Bivings. It 
states, at line 44, column 5, ''and the hydraulic pump'56 will force water 
down from the tube 68." On that, will you explain? A. It forces it down 
but it's just for a period of just a few seconds. 

Q. Now, on what basis -- Where, in the patent to Bivings, is there 
any indication that that pump operates for only a few seconds? A. I 
don't know as I can show you that, but from actual experience I know that 
to be correct. 

Q. Now, as to the use of the Ballew tool, as to what you testified as 
to commercial success -- I believe you indicated that about 80 per cent 
of this fishing for small junk was now done with that tool, is that correct ? 
A. Yes. 
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Q. Earlier this morning, Iam saying this entirely from recollection 


100 -- on what basis are you speaking, for the industry as a whole or 


the territory in which you operated or for the company by |which you were 
employed? A. I would say, for the industry as a whole, from the various 
industrial magazines that I take and from talking with other men of other 
companies and other parts of the oil industry is where I get my findings. 
Q. In other words, your information on this figure of 80 per cent 
is hearsay? A. It is hearsay. 
Q. It is not firsthand knowledge? A. Well, yes, you know, go in 
the fishing tool factories where they produce nothing but fishing tools, in 
the factories and where they rent them, you can find out there what tools 
are going out, what tools are being used for certain kinds of jobs, and you 
can get it from them. 
Q. When you used tools, did you rent them or did you own them in 
Gulf Oil Company? A. Both ways. The common tools we/|owned, and the 
special tools we rented. 
MR. ROEMING: That's all I have of this witness at this time. 
MR. DOWELL: I have just a couple of questions, Your Honor. 
REDIRECT EXAMINATION 
BY MR. DOWELL: 
Q. On cross-examination you were asked what kinds of magnets 
were used in the Ballew tool that you had seen, and I understood you to 
say you didn't know whether those tools were the permanent or the electro- 
magnet type; is that correct? A. That's correct. 
Q. You didn't have any opportunity to actually examine such tools? 
A. No, I didn't examine them. 
Q. Well, if you didn't examine them, well then, how do you know 
what type tools they were? A. You try them out and you see, you knew 
that you had steel in the hole to fish out. You would try out the tool to 
see how hard a magnet or how hard a pull it would take to pull your articles 
away from the magnet. 
Q. Well, now, did you actually supervise fishing jobs where these 
tools were used? A. Yes, sir. 
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Q. And in supervising these jobs, did you actually look at the tool, 
or not? A. Lots of them I did, some of them I never saw. 

Q. In the tools that you looked at, did they use any source of electri- 
cal power? A. Some of them did. 

102 Q. Some of'them did. You weren't particularly concerned whether 
they used electrical power or not? A. Yes, Iwas, because we had to 
have electrical power, it takes another service truck to generate that 
electricity that you don't have around the ordinary drilling well, and it 
takes more time. 

Q. Now, these Ballew tools, do you require any extra trucks for them 
with power? A. No extra trucks, no. 

Q. So, then, isn't that clear that they were not the electrical type 
of tools? A. Yes, sir. 

Q. In the tools that you looked at of the Ballew tools, do you recall 
that they had an opening in the top for liquid? A. Yes, sir. 

Q. Do you recall anything about the arrangement of the holes at 
the bottom of the tool? A. They come out around the side. 

Q. As in this model that we have (indicating)? A. That's right. 
That's about all you will see in the tool. You couldn't tear into it or see 
the inside of one. | What you see there in your hand is just about what you'd 
see of a fishing tool of that kind. 

Q. What does an ordinary fishing tool weigh, of the Ballew type? 

103 A. It would be just a guess on my part, I'd say about 250 or 300 
pounds. I could miss that, either way. 

Q. Too heavy to pick up and examine? A. Yes, sir. 

Q. With reference to the Murphy patent, Defendant's Exhibit 1-E, 
you indicated that it would be possible, with the tool of this patent, to have 
the liquid circulation, is that correct? A. It can be done with or without, 
it's harder to do it with, you put on the circulating head and it would be 
pretty difficult to rotate with. You might work it up and down, reciprocate 
it, but it would be pretty hard to rotate. 

Q. Was that the usual way that the Murphy tool was operated? 


A. Yes, the Murphy tool usually was reciprocated up and down the hole, 
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worked up and down the hole. Part of the time it was left)/set still on the 
bottom. 

Q. My question was: Was the Murphy tool usually operated with 
circulation at the time that the magnet was let down? A.| It's possible 
that they could. It's possible that it could, not usually done. 

Q. I refer now to the Murphy patent, column No. 4, lines 45 to 50 -- 
column No. 4 of the written part, which reads, "After rotation of the drill 
string has been discontinued and fluid circulation stopped, the Kelly is 

104 disconnected from the drill string 13, and electromagnet 14 secured 


to a cable 31 is lowered into the drill string 13, cage 11, and trap means 
to the bottom of the well." 
From reading that, does that indicate that there is circulation at 


the time the electromagnet is lowered into the casing? A. No, that does 
not indicate it. 

Q. What does the term "Kelly" mean? A. Kelly is about approx- 
imately 40 feet long, square, square in shape and in your |rotary cable you 
have a square that this goes down and you can raise or lower this approx- 
imately 40 feet. It is usually used in connection with your drilling so that 
when the Kelly is down, so to speak, you put on another joint pipe and 
another joint pipe is added to your drill string. 

MR. DOWELL: That is all, Your Honor. 

RECROSS-EXAMINATION 
BY MR. ROEMING: 

Q. You testified that when you say Ballew tools were being used 
that there were no power trucks present? A. That is correct. 

Q. Now, are you aware of the fact that you can have an electromag- 
net operated in a tool having a battery in the tool? A. No, I don't believe 
Iam. 

105 Q. Thank you. 
MR. DOWELL: That is all, Your Honor. 
(Witness excused.) 

MR. DOWELL: We would like to call our next witness now, if 

we may. 
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THE COURT: All right. 

MR. DOWELL: Mr. Snead, will you take the stand? 

Whereupon, 

JAMES SNEAD 
called as a witness on behalf of the plaintiff and, having been first duly 
sworn, was examined and testified as follows: 
DIRECT EXAMINATION 
BY MR. DOWELL: 
Q. Please state your name, age and address. A. My name is James 
Snead. I live at 1006 North West Seventh, Andrews, Texas. 
. And your age, if you don't mind? A. Sixty-one. 
- What is your occupation, sir? A. Drilling superintendent. 
- What do you drill? A. I drill for oil, oil wells. 
. For howlong a time have you been in this type of work? 
106 . About 37 years. 

Q. For which companies have you worked during this time? A. Gulf 
Oil Corporation. 

Q. What has been the actual nature of your work? A. Well, super- 
vising , drilling and completion of wells or plugging, if they are dry. 

Q. Over what area have you worked? A. Well, the mid-continent 
area, consisting of Michigan, Colorado, Kansas, Oklahoma, Texas and 
Canada. 

Q. In your work have you been working alongside the previous wit- 
ness, Mr. Wolfe? A. Yes, Mr. Wolfe and I worked together a couple of 
years. ; 

Q. But during the rest of this time, have you worked separately ? 
A. Yes, sir. 

Q. In your work have you used fishing tools for recovering small 
metal objects from oil wells? A. Yes, sir. 

Q. When did you first use a tool for this purpose? A. I believe it 
was about '49 was the year. 

Q. 1949? A. Yes. 


Q. My question was: When did you first use any type of fishing 
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tool at all? A. Well, I have used fishing tools for that purpose for, well -- 
107 ever since I have been in the oil fields. When you start drilling you 
lose that stuff in the oil. I misunderstood your question. /I thought you 
meant the Ballew tool. 
Q. When did you become familiar with the Ballew tool? A. About 
'49; I believe that was the year. 
Q. Now, what kind of fishing tools had you used prior to that time ? 
A. Well, mostly the first ones were homemade tools. I think the first 
one I ever run was what they called the poorboy basket in|the oil fields. 
That is a piece of pipe with fingers, you put weight on it and close up the 
fingers. 
Another one is the side-door basket. That is a piece of pipe welded 
at the bottom and with hole cut in it and you try to get around and dump 
this stuff up in the hole in the side of the pipe. That's the kind of tools 
we used mostly. 
Q. How successful were these tools? A. They weren't successful 
but they were all we had to work with. 
Q. Do you know whether or not other tools were tried out? A. Well, 


yes, they begin to get these various kinds of tools on the market, but most 
of them I didn't run. 
108 Q. Did you see them run? A. I seen some of them run, then I had 
blueprints of them, and the way they worked and our research department 
would look up the statistics of these tools and they would recommend them 


or not recommend them. If they worked adequately and we seen they 
weren't the kind of tools -- there was a danger to run them -- why, we just 
didn't run them. 
Q. Now, would you describe what you regard as the|important features 
of the Ballew tool? A. Well, it is a very good tool. It has several features 
incorporated in it that these other tools didn't have. 
In the first place, it's very simple to run. Prior to this tool some 
of these tools had to have an expert out there to run them which cost around 
$35 to $50 a day. With this tool any driller can run it and/we don't have to 
have an expert out there to run it, and then some more features about this 
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tool, it has certain circulation that goes outside of the container that holds 
the magnetic tool down through the outside of the magnet and then you can 
pump through it, you can clean out bridges if there are any bridges. 

Q. What is a bridge, now? A. Well, a bridge is a place the cuttings 

109 will fall in the hole and they will start collecting in a small place in 
the hole and eventually bridge it clear over and you have to pump those out 
before you can get to the bottom with any kind of a tool. You can pump 
those out with that and keep the tool free and then you can -- the way they 
have the circulation built in the bottom of the tool, some of these tools the 
circulation comes out near the center. 

Q. You mean some of the Ballew tools or other tools? A. No, other 
magnetic tools. His does not. Circulation is from a number of holes clear 
around the entire perimeter. 

Q. The Ballew tools you are talking about? A. I am talking about 
the Ballew tool. That is inclined to clean off the fish -- then it is inclined 
to crowd this fish off if it doesn't it holds it because all this water goes 
straight down and the fish is held inside of this circular bunch of water 
and it goes straight down. Some of the other tools they came out with, 
the circulation came out of the bottom, and it was inclined to push it out 
of the way and you |couldn't keep it before you get your tool. If you didn't 
get your magnet on it you just couldn't pick it up. 

Q. What type of a magnet did the Ballew tool have that you used? 

110 A. A permanent type magnet. 

Q. And you say that the circulation came down the tool and around 
the sides of the magnet? A. That's right. 

Q. Were the!|circulation holes toward the outside or toward the 
central part of the tool? A. Well, they are right near the outside of the 
tool. They are around the entire tool. 

Q. What has been your experience with the use of this Ballew tool? 
A. It has been very successful. 

Q. You have actually used it? A. Oh, yes, yes. 


Q. Have youjused it on a very large number of jobs? A. Oh, yes, 
yes; I wouldn't have any idea how many, but there's been a lot of them. 
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Q. Do you use other tools for fishing out small junk, too? A. No, 
no, I don't use anything but that. 
Q. When did you discontinue using other tools? A. |Well, when they 
came out with this tool, this Ballew tool. 
Q. What has been your observation as to what tools others have 
used? A. Well, they have had trouble with those tools, some of them, 
111 they get stuck in the well and it complicates your fishing job. When 
you do that you have not only got one fishing job, you've got another one. 
When you leave some stuff in the hole you are not progressing very much. 
Q. My question, though, is: What has been your observation of the 
use of the Ballew tool by others in the industry? A. Well] it is generally 
used. It is the tool that is used almost exclusively for picking up iron. 
Q. What type of -- Strike that. 
What depth of oil wells have you been concerned with? A. Well, 
the deepest well I ever have been on was below 14,000 feet, 14,200 or 
14,300. 
Q. Have you used Ballew tools on deep wells? A. Yes. 


THE COURT: We will now recess for the day. 
* * * * 


Washington, 
February 10 
* * * * 
DIRECT EXAMINATION (Continued) 
BY MR. DOWELL: 

Q. Mr. Snead, at the conclusion yesterday, you were describing 
fishing devices for small metal objects which youknew about prior to the 
Ballew fishing tool, is that correct? A. Yes, sir. 

Q. Would you continue your answer, please? A. Describing the 
tools, you mean ? 

Q. Yes, of tools of that category which you knew about in existence 
prior to the Ballew tool. A. Well, there were quite a mee of tools 
that were manufactured prior to this tool. There were all the major tool 
companies that were striving to make a better tool, there was Bash-Ross 
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Tool Company , and Houston Oil Field Material Company, Boeing of Texas, 
and various other companies. 

Q. You say that these were companies which manufacture fishing 
tools? A. That is right. 

Q. Is it the custom for these companies to make the tools and then 

115 the tools are| rented out to the companies that are drilling the holes? 
A. That's right. 

Q. I refer you now to the prior art patents with particular reference, 
first, to Defendant's Exhibit 1-E, the Murphy patent; ask you if you have 
looked at that patent. A. Yes, sir, I have. 

Q. Have you ever seen a tool like that shown in the patent? A. Yes. 

Q. When did you see this tool? A. Well, about -- I think '48, '49. 

Q. Was it in use then? A. Yes, they were using it some, it's more 
or less in the experimental stage. 

Q. Did you use this tool? A. No, I did not. 

Q. Did you observe the use of this tool? A. No, I wasn't on the 
job where it was used. 

Q. Are you familiar with the extent of use of this tool? A. Well, 
yes, it wasn't used extensively. 

Q. Can you tell us briefly what this tool is and how it operates? 

A. Well, this is a tool that the bottom part of it is placed on the drill 
116 string and run down to the bottom and there's another machine set 
up with a wire line on it. 

THE COURT: A what? 

THE WITNESS: A wire line, it has this line, this wire inside of it 
and it is insulated. And then this magnet is lowered through the drilling 
string down through this tool to contact the fish or the metal on the bottom. 

BY MR. DOWELL: 

Q. In the use of this tool, do you have circulation of the liquid mud 
at the same time that you let down the magnet? A. No, you do not. 

Q. What is the reason that you do not in this tool? A. Well, when 
you run your drilling string in and start in with -- start through the pipe 


with this magnet, you have to take your circulating equipment off the top 
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of your drilling string and it would be impossible to pump through it 


because you'd just pump out the top of your drilling string so you shut 
your circulation off and then run this tool down through the string. 

Q. Now, in the interval of time between the shutting off of the circu- 
lation and the time that the magnet is let down to the bottom of the tool, 
is it likely that any debris can cover over the object that is being fished? 
A. Yes, yes. It could, yes; that's right. 

Q. Is that likely to occur? A. Yes, sir. 

117 Q. And if it occurred, would that impede the action of the magnet? 
A. Yes, it would. 

Q. Do you find in this patent any suggestion of mounting the magnet 
permanently in the tool? A. Well, no, this tool isn't designed for that. 

Q. Do you find any suggestion in this patent of circulating down around 
the outside of a magnet? A. No, you couldn't do that because if you pump 
around the outside you'd pump your magnet back out of the hole. 

Q. Would you please refer now to the patent to Athy, Defendant's 
Exhibit 1-A. Have you seen the Athy patent? A. Yes, sir. 

Q. Have you ever seen a tool such as this patent shows? A. No,I 
never seen this tool. 

Q. Have you ever heard of this tool being used? A. Yes, I have. 

Q. Over what period of time? A. Well, it wasn't used very long, 
I'd say a few months, or a few experimental runs. It wasn't a successful 
tool. 

Q. Are you able to understand the construction and the operation of 
the tool in this Athy patent? A. Yes, sir. 

118 Q. Would you describe it, please? A. Well, this tool was attached 
to the lower section of the drilling string and lowered into the hole to con- 
tact the metal, the object, the target for the fish. 

Q. What type of a magnet is used in this Athy tool? A. Well, this 
is referred to as a horseshoe magnet. 

Q. Would you compare that with the magnet in the Ballew tool? 

A. Well, the magnet in this tool is in two sections, and the magnet in the 
Ballew tool is a solid cylindrical magnet. 
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Q. Does that, make any difference in the power of the magnet ? 
A. Well, yes, yes. 
Q. What is the difference in them? A. Well, on this tool -- your 
metal on the bottom isn't always lying exactly the way you want it, of 
course, and with this tool here you probably contact your fish on one side 


of this magnet which would eliminate some of your lifting power, and then 
the construction of this tool, with this divided magnet, eliminates the 


possibility of circulation around the outside. 

Q. What difference does that make? A. Well, that makes all the 
difference in the world in your fishing, because if you don't have your 

119 circulation around the outside, when you lift your pipe and the mud 
falls out of if you run into any tight hole up the hole you have to circulate 
your tools loose and your fish is on the bottom of this, why, you will pump 
your fish off. 

Q. In other words, you are saying that because of the location of 
the circulation holes in this tool that the liquid coming out would likely 
knock off the object; is that correct? A. That's right. 

Q. Am I correct that in Figure No. 3, the two holes at the bottom 
of the magnet are shown by the No. 16? A. Yes, sir. 

Q. And you say that anything that the magnet picks up is likely to 
cover up those holes? A. That is right. 

Q. And thereby be knocked off the tool? A. That is right. 

Q. Now, does the location of the holes make any difference insofar 
as the picking up of the object, in the first place, is concerned? A. Well, 
yes. If your fish was setting in such a manner that you just contact one 
side of this magnet, it would have to be pretty -- rather light if you picked 
it up at all. 

120 Q. Well, insofar as the circulation holes are concerned, what 
difference does it make as to their location in initially contacting the 
object? A. Well, if you have your holesnearthe center, and you circulate, 
in the process of circulating and cleaning the debris off your fish, it is 
likely , it is possible that you would circulate your fish out of the way of 
the magnet, whereby, if the holes are around the entire perimeter of your 
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magnet, it is likely to hold your fish near the center where] you'd contact 
it with your magnet. And it is possible to circulate it and move it in near 
the center, with circulation around the entire perimeter. 

Q. In fishing for objects that are in a hole, are these objects likely 
to be loose and lying on top or are they likely to be covered up, or just 
what is the situation? A. Well, if you have two or three objects which 
are lying there which is likely, in the process of fishing for cones, you 
sometimes have all three of them. 

Q. When you say fishing for cones, are you referring to objects 
such as Plaintiff's Exhibit No.3? A. That is right. 

Q. And you say sometimes there may be more than one of those in 
the hole? A. That's right. Very often they are all three in there. 

121 Q. Do they sometimes become stuck in the hole? A, That's right. 

Q. So that it sometimes takes quite a bit of power to lift those out 
of the hole? A. That is right. 

Q. Is my understanding correct that if a magnet contacts an object 
flatwise, that the magnet will have more lifting power than if it only 
contacts an edge of the object? A. That is right. 


Q. And would I also be correct in assuming that more likely than 


not when a magnet comes down it will probably contact an edge of the 
object instead of contacting it flatwise? A. That's right. 
Q. So that you wouldn't necessarily get the full lifting power of the 
magnet for any particular situation? A. That's right. 
Q. Now, I would like to have you refer to the patent to Brantly, 
Defendant's Exhibit 1-C, and ask you if you have seen that patent ? 
A. Yes, sir, I have. 
Q. Have you ever seen a tool like that in this patent?) A. Yes, I 
have run this tool. 
Q. Oh, you have? A. Yes. 
122 Q. When have you used this tool? A. Well,I've used|it back several 
years ago, I'd say, well, '49, '50. 
Q. Would you describe this tool? A. Well, this isn't|a magnetic 
fishing tool. 
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Q. Sir? A.) This is not what is a magnetic fishing tool. This is 
what is known to the industry as a basket, and the object of this tool, you 
circulate conventionally with this tool. I mean, that's conventionally right 
down the string like you had a rock bed in it. Then when you get ready to 


core, your fish supposedly is lying right in the center of the hole and, in 


effect , you go down over your fish first and then you go ahead and cut a 
core out of the formation as you go, and these fingers -- now, I got ahead 
of myself a little bit. 

Before you do this you drop a ball in here and that shuts the circu- 
lation off down through the inside of the tool and the circulation then is 
diverted around the outside. And then you go ahead and cut this core and 
the core is -- 

Q. Excuse me, is this just a core of earth you are talking about ? 
A. That's right, the bottom of the hole. 

Q. All right. Proceed. A. Then these fingers in here are supposed 
to cut this core off a foot, or whatever amount of core you take, and then 

123 you pull it out of the hole and if your core happens to be in soft 
formation the fingers won't hold it and if you are in hard formation such 
as limestone, you can't take a core with this bit because your feet aren't 
as hard as the formation you are cutting and it won't cut it. 

Q. In other words, you are saying that this tool is useful if you are 
in soft earth but it 'cannot be used if it is in a hard formation? A. That's 
right. It is successful to a degree in soft formation if it isn't soft enough 
to let your core fall back through the fingers and drop the fish. 

Q. Well, do you have to go fishing very often in a hard formation? 
A. Very often. 

Q. Now, I ask you to refer to the patent to Notley, Defendant's 
Exhibit 1-F, and ask you if you have seen this patent? A. Yes, sir, I 
have. 

Q. Have you! ever seen a tool like that in the patent? A. No,I 
never run this tool. 

Q. Are you able to ascertain from the patent whether or not this 
uses any magnet? A. No, it doesn't use a magnet. Actually, what this 
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tool is known to the industry as is a bailer, circulating bailer. 

124 Q. Is it useful for removing small objects from wells? A. Well, 
no, this basket isn't very useful. This basket, you pump down through it 
and in the anular space between the tool proper and your hole, and then 
the circulation is reversed back up through your tool and you just literally 
try to lift this up in the basket with your pump pressure, which, if it is 
real small, you might do, but an object with much weight would be im- 
possible. 

Q. In other words, you are saying that with this you use the liquid 
pressure and attempt to wash the object up into the tool where it is caught? 
A. That's right. 

Q. But you say that that doesn't work in every condition? A. No, it 
does not. 

Q. Now, I ask you to refer to the patent of Kirby, Defendant's Exhibit 
1-d, and ask you if you have seen this patent? A. Yes, I have. 

Q. Have you ever seen the tool of this patent? A. No, I never run 
this tool. 

Q. Are you able to describe this tool? A. Yes, this is a wire line 
tool. This tool is lowered into the well bore by wire line and to contact 
this metal, and then it -- 

125 Q. Excuse me just a second. I would liketo make a point here. 

If you use a wire line, do you also use a string of drill pipe? A. Yes, 
that's right. This tool could be lowered either way through|the well bore 
or through the drill pipe. 

Q. Isee. All right, continue, please. A. Well, this tool is lowered, 


if you run your drill string you run this in the well bore on the bottom of 


your pipe and then you run it through the drill string. And if you don't 
run it through the drill string just on the well bore, you just let it down 
through the well bore on a wire line and this tool has a magnet. 

Q. Does this patent show any liquid circulation? A. |No, no. 

Q. In other words, this is simply a magnet let down into a well on 
the end of a cable? A. Yes, that's right. This is actually -- this tool 
was designed more for cable tool drilling rather than rotary drilling. 

MR. ROEMING: May I have that answer read back, please ? 
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THE COURT: Certainly. I will ask the reporter to read the question 
and answer. 
126 (Whereupon, the previous question and answer were read by 
the reporter.) 
BY MR. DOWELL: 
Q. When you speak of rotary drilling, you mean drilling of the type 


in which you let down a cutting bit such as Plaintiff's Exhibit 2, on the 


end of pipe? A. Right. 

Q. And that is what you mean by rotary drilling? A. Right. 

Q. But you say that cable drilling is a different type of drilling? 
A. That's right. 

Q. Iask you to refer now to the patent of Bivings, Defendant's 
Exhibit 1-B and ask you if you have seenthis patent? A. Yes, I have. 

Q. Have you ever seen a tool like that of the patent? A. No,I 
never run this tool. 

Q. Have you ever seen it, though? A. Yes, I seen this tool. 

Q. Are you familiar with its operation? A. Yes, sir. 

Q. Would you describe it, please? A. Well, this tool has a pump 
incorporated in the bottom part of the tool proper. 

127 THE COURT: You say it has what? 

THE WITNESS: It is incorporated in the tool, bottom part of the 
tool, this pump, there is a little electric pump in the tool that you lower 
into the well. Then there is a wire line to convey the electricity you run 
in connection with this, down to this pump, and it is designed to wash off 
the metal that you are fishing for and to create a turbulence in the bottom 
of the well which isn't very good. 

BY MR. DOWELL: 

Q. Do you know anything about the extent of the use of this tool? 
A. It isn't used extensively. 

THE COURT: It is used? 

THE WITNESS: It is not used extensively, no, ma'am. 

BY MR. DOWELL: 
Q. In your opinion is this a good tool? A. No. 
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Q. Why not? A. Well, when you lower this into the well, this tool 
sets here and if you have any fall out in your cuttings in the hole, it is 
likely to get stuck. 
Q. To get what? A. Likely to get stuck. 
Q. The tool is? A. Yes. 
128 Q. Does this tool provide for any circulation down around the out- 
side of the magnet? A. No. 
Q. Now, in your testimony thus far you have described several tools 
that you have known about, some of which are shown in these prior patents, 


and you have mentioned the names of some tool manufacturing companies 
that have worked on the manufacture of such tools. 


Would you now state over what period of time you have known about 
the use of these various types of fishing tools? A. Well,|that dates back 
to the time I first went to work in the oil fields. 

Q. And when was that, please? A. That was 1922. 

Q. Have any of these tools, with which you are familiar, prior to 
the Ballew tool, met wide acceptance? A. No, those tools' teeth, they 
were made and were used at that time until a better tool came out, but 
they were inadequate. 

Q. So, in your opinion, then, these prior tools did not successfully 
meet the need? A. That's right. 

Q. Can you tell us briefly what the principal reasons were that these 

129 prior tools were inadequate? A. Well, nobody had any better ideas. 

Q. Can you give us some reasons, though, can you pinpoint the 
reasons for the short-comings of these prior tools? A. Well, yes, they 
were -- they took a lot of time to run them, and you make|several runs 
before you get your fish, if you ever get it, and sometimes it even -- you 
never got the hole cleaned up and the hole was abandoned. 

THE COURT: Will you read that last answer, Mr. Reporter ? 

(Whereupon, the last answer was read by the reporter.) 
BY MR. DOWELL: 

Q. Does that complete your answer? A. Yes, I believe so. 

Q. When did you become familiar with the Ballew tool? A. That 
was 1949. 
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Have youiused the tool, the Ballew tool, since that time? A. Yes, 


. Are you familiar with the structure of the Ballew tool? A. Yes, 


Q. Have you ever taken it apart? A. Yes, sir. 

Q. I would like now to refer to Claim 18, Your Honor -- 

THE COURT: Very well. 

BY MR. DOWELL: 

Q. -- which is the principal claim with which we are concerned, and 
to ask this witness if the Ballew tool, with which he is familiar, includes 
the features of the claim. 

Mr. Snead, let us refer now, in this connection and to the next group 
of questions, to the commercial form of the Ballew tool with which you 
are personally familiar. | 

Was that tool)used with a string of drill pipe ina well? A. Yes, 


Q. Was there some means to circulate fluid down into the tool? 
A. Yes, sir. 

Q. Did the fishing tool include a member which had an upper end 
part threaded to connect to the drill string? A. Yes, sir. 

Q. Was there an axial bore in this part? A. That's right. 

Q. Did this part have a vertically disposed substantially cylindrical 
magnet mounted on it? A. Yes, it had a magnet mounted in the bottom of 
the tool. 

131 Q. Yes. Was there a casing mounted around that magnet? A. Yes, 
sir. 

Q. And was there some space between the casing and the magnet ? 
A. Yes, sir. 

Q. Was this spacing adequate to permit the circulation of the liquid 
mud? A. Yes, sir. 

Q. Was there some structure in the tool to hold the magnet in the 
central part of the tool? A. Yes, sir. 


Q. And was there some passageway at the upper part of the tool so 
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that the liquid could go from the bore down into the passage alongside of 
the magnet? A. Yes, sir, that's right. 

Q. Now, in the operation of the tool, was the liquid mud passed or 
pumped down the drill pipe into the top of the tool in its bore and then 
conducted down around the sides of the magnet? A. Yes,|sir. 

Q. Now, is that an accurate description of the commercial tool 
with which you personally were familiar? A. Yes, sir. 

132 Q. Prior to the time that you first knew about the Ballew tool, 
which we have just described, had you ever seen any fishing tool which 
included these features which we have just talked about? A. No, sir. 


Q. Had you ever seen any magnetic fishing tool which had a pro- 


vision for bringing the liquid down the sides of the magnet|? A. No, sir. 

Q. Is that feature, in your estimate, an important reason for the 
success of the tool? A. Yes, that is a very important thing. 

MR. DOWELL: Your Honor, I believe the reasons for this being 
important have already been brought out but if there is any question, though, 
in Your Honor's mind, I would be happy to go over it once more. 

THE COURT: Well, I believe I have it. 

MR. DOWELL: All right. Thank you. 

BY MR. DOWELL: 

Q. Prior to your knowledge of the Ballew tool, had you ever seen 
a fishing tool with a centrally located cylindrical magnet ?| A. No,I 
had not. 

MR. DOWELL: May I take a moment, Your Honor? 

THE COURT: Yes. 

(Brief pause.) 
BY MR. DOWELL: 

Q. With reference to the prior art patents, which you have on your 
desk there, Defendant's Exhibit 1-E, the Murphy patent; Defendant's 
Exhibit 1-A, the Athy patent; Defendant's Exhibit 1-B, the Bivings patent; 
Defendant's Exhibit 1-D, the Kirby patent; and Defendant's Exhibit 1-C, 
the Brantly patent; I ask you if you find, in any of these, any suggestion 
of a fishing tool with the important features of the Ballew tool which you 
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have described? A. No,I do not. 

Q. I ask you if you will look particularly at the patents to Murphy 
and Athy, that is, Defendant's Exhibits 1-E and 1-A. | 

Do you find in either patent a cylindrical magnet? A. No, sir. 

Q. Do you find in either patent any means to provide outside circu- 
lation down and around a magnet? A. No, sir. 

Q. Would it be apparent how you would modify the tools of either 
of these patents to \include the essential features of the Ballew tool? 
A. Well, there wouldn't be any way to do it without redesigning the tool. 

Q. Is that something which could be easily done? A. No, it 

134 wouldn't be easily done, you would just have to make a new tool. 

Q. Do you find any teaching or suggestion in these patents as to 
how you could do it? A. No,I do not. 

Q. If you consider a person having ordinary skill in the art, or 


having ordinary skill in making oil well fishing tools, do you think that 
from looking at these patents that he would know how to make the Ballew 


tool? A. I don't think so. These tools just aren't designed for that. 
MR. DOWELL: That is all. 
CROSS-EXAMINATION 
BY MR. ROEMING: 

Q. Are you familiar with the specifications and drawings of the 
Ballew application which is before the Court? A. Yes, I have seen that -- 
you mean this patent here ? | 

Q. Yes, the patent is the same thing. Do you have Patent 2,657,752 
of Ballew there? A. Yes, sir. 

Q. That's the same -- A. Yes, sir. 

Q. You stated that the Ballew tool with which you are familiar had 
a permanent magnet. Would you explain to the Court the difference between 
a permanent magnet and electromagnet? A. Well, an electromagnet is 

135 charged by electrical current and a permanent magnet is permanent- 
ly charged. 

Q. Without current devices? A. Well, I don't know how they are 
made, but they do not have to have current as you are running the tool. 
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Q. Looking at Figure 2 of the Ballew patent which corresponds to 


the drawing, of course, in this application, would you point out any major 
difference between the Ballew tool that you are familiar as and the tool 
that is shown there in the drawing? A. Well, in this drawing here, it 
shows an electromagnet, I believe, and the one Iam familiar with has a 
permanent magnet. 
THE COURT: Is this drawing that you have reference to the one 
that is marked? 
MR. ROEMING: Yes. Defendant's Exhibit 1-G is the same as the 
drawing in the Ballew patent. 
THE COURT: Thank you. 
MR. ROEMING: Incidentally, at this point, Your Honor, we have 
referred to the Ballew patent previously and you were handed a copy, I 
believe, by plaintiff's counsel earlier in the case. I should like to offer 
in evidence the Ballew patent which, of course, is apparent in the case 
for re-issue as Defendant's Exhibit No. 2. 
THE COURT: Very well. 
136 THE DEPUTY CLERK: Defendant's Exhibit No. 2. 


(Defendant's Exhibit No. 2 was marked 
for identification and received in evi- 
dence, as the Ballew tool, 2,657,752.) 


BY MR. ROEMING: 
Q. Now, have any Ballew tools that you have seen in actual use in 
the field been equipped with electromagnets? A. No. 
Q. Do you have any other differences in mind between the tool that 
you used and took apart and the structure shown in Figure 2 of either the 
patent to Ballew or the drawing as shown in Defendant's Exhibit 1-C ? 
THE COURT: Just a moment. Would you read that question back, 
Mr. Reporter ? 
(Whereupon, the pending question was read by the reporter.) 
THE WITNESS: There is one other difference here. This tool 
shows some lifters here in the bottom of the tool that I didn't see in these 
other tools. Now, that can be run or not run. 
THE COURT: What is the number of that? 
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THE WITNESS: That would be 28, I believe, or 32. 

THE COURT: 32? 

THE WITNESS: Wait a minute -- Figure 5, I believe. 

MR. ROEMING: Would the clerk read that back? 

137 (Whereupon, the last group of questions and answers were read 
by the reporter.) 
BY MR. ROEMING: 

Q. In other words, when you used the tool, the tool was run without 
such elements 33? A. Yes, sir, that's right. 

Q. Then, also, it was run without the tool 34? A. No, it had that 
on there. 

Q. It had the tooth 34? A. Well, it had a shoe like that right over 
there. I think that's the same thing. 

Q. In the tool that you are familiar with, by taking apart, was 
the magnet mounted in such a way that it was slidable within the casing? 
A. Reciprocal, you mean? 

Q. Yes, reciprocal. A. It was not. 

Q. It was not? Now, in the tool with which you are familiar, was 
there only one set of passages for conducting fluid on the side of the mag- 
net or was there two sets of passages ? 

For instance, I direct, parenthetically now, I will revert to the 
question, but in Figure 2 of the Ballew patent before you, there is a 
passage 41 which is described as carrying the liquid down. Then the 
specification describes that the liquid rises in the space between the mag- 

138 net and the wall, the interior wall but outside of the magnet. You 
will note there are two walls in this drawing. A. Yes, sir. 

Q. Then at the top of that space there is the hole 43 which, in the 
specification, is described as an exit passage. 

Furthermore, the specification describes the flow of fluid as down 
through 41 then up through the interior space and out of the hole 43. 


Mr. Dowell, lis that a correct statement of the description? 
MR. DOWELL: Probably is. I didn't catch all that you said. 
THE COURT: Would you like for the reporter to read it to you? 
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MR. DOWELL: Yes, I would,please. 
THE COURT: All right. Read it slowly, please. 
(Whereupon, the pending question was read by the reporter.) 
MR. DOWELL: I believe that the patent does include that description. 
BY MR. ROEMING: 
Q. Now back to my question. Is that in the tool that you are familiar 
with? 


Was there only one passage between the magnet and the outside 


139 wall or were there two passages in the manner shown in Figure 2? 


A. Well, there was -- are you talking about at the top of the tool where 
the water is diverted from the bore of the pipe into the tool, or the entire 
-- now this circulation goes clear around the whole anular space between 
these two tubes, and these passages at the top -- are you talking about 
these ? 

Q. No, Iam talking about exactly what I just described. In the 
tool which you took apart, were there both the passages 41, looking at 
Figure 2, which carry the fluid down and the interior passages between 
the interior wall and the magnet which carries fluid up --/was that structure 
in the tool with which you are familiar? A. No, the tool Iam familiar 
with is like that, the mud is diverted out through this circulating ports 
up here. 

Q. Now, which ports are those, would you give the number? A. 
Forty. 

MR. ROEMING: Just a second -- Iam checking this. There is a 
difference between 40 and 41. 

(Brief pause.) 
MR. ROEMING: I have located it. 
BY MR. ROEMING: 
Q. Now,Iam not speaking about passages 40, Iam asking only 
140 about passages 41, and that interior passage between the magnet 

and the inner wall. A. No, the tool that I seen had merely a container 
for the tube, that contained the magnet. Then the outer casing -- 

THE COURT: Then what ? 
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THE WITNESS: The outer casing and the anular space between the 
tube was circulated. 
BY MR. ROEMING: 
Q. This space was the one immediately surrounding the magnet, 
is that correct? A. That is the space between the case that holds the 
magnet and the casing outside proper. 


Q. Now, from mere inspection are you certain, then, that there were 
no holes 41 in that tool? A. I don't think so. The only space was in this 
magnet was the anular space where the mud came out'and down and went 


out the bottom. 

Q. Of course, from inspection of the tool you can't tell whether 
the mud is going down or up at that point? A. Yes, you sure can. 

Q. Now I will ask you, are you positive these holes 41 were not in 
that tool, the small holes within the outside casing? A. Well, I don't 
think they were. The only passage for mud in this tool was the passage 
in the anular space between the two tubes, and it went out the bit and down 
by the magnet. 

141 Q. Well, I still ask this question, in this form: Are you positive 
that in the tool you examined there were not the holes 41 in addition to 
that space between the interior wall and the magnet? A. Well, I think -- 

MR. DOWELL: Excuse me a second. May I clarify this? You have 
been referring to numeral 41 as representing holes. Actually, doesn't 
that represent an anular space there? 

MR. ROEMING: I am looking at Figure 4. 

MR. DOWELL: All right. 

MR. ROEMING: Isn't that correct that in Figure 4 those are shown 
as holes ? 

MR. DOWELL: Yes, that is correct. 

THE WITNESS: Well, this figure 4, this 41, that is your outlet 
there, that lets this fluid out by your magnet. 

BY MR. ROEMING: 

Q. You are now speaking of the patent description? A. Yes,I 

think that's right. 
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Q. Well, will you then please read the patent, will you read the 
patent at column 4, beginning at the top, the first sentence top line, 
bore 39 -- you don't have to read it out loud. 
142 THE COURT: Where did you want him to begin? 
MR. ROEMING: Column 4 of the Ballew patent, the first sentence, 
beginning with the words "bore 39." 
THE WITNESS: Yes, that's right. 
BY MR. ROEMING: 
Q. In other words, this description there is the correct one? 
A. Pardon? 
Q. That description is correct on the last sentence you just read? 
A. Yes, I think it is. I think 41 there is the anular space and it goes on 
out through these holes 40 at the bottom of the magnet. 
Q. Holes 40? Well holes 40 in Figure 2 are shown at the top of 
the tool. You will notice at the left of Figure 2, near the top, the figure 
40 shows the passage from the drill string into that space. A. Yes, 
that's right. That is where the fluid is diverted from the drilling string 
into the tube. 
Q. Yes. And you will note that that passage connects with the 
passage 41. A. Yes, sir. 
Q. Now,Iask you once more: In the tool that you are familiar 
with, are you certain that you did not have this double passage structure, 
namely, that of 41, which carries the fluid down, and the additional passage 
143 between the magnet and the inside wall which carries the fluid up 
through the hole 43? A. No, it didn't have that. 
Q. You are certain that it did not have the passage 41? A. It 
didn't have any way to pump the mud back up through the tool. It went 
outside the tool. 
Q. In other words, in the tool that you are familiar with the mud 


merely came down to the bottom and then went up the exterior? A. Out- 
side. In the anular space between the tool and the well bore. 

THE COURT: You are saying the one you saw only took this liquid 
down, it didn't take it back up? 
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THE WITNESS: Not back through the tool, Your Honor. It went 
down through this anular space between the tube that contained the magnet, 
and then the casing that protected the magnet. Down through that anular 
space between the tube, out the bottom and back out in the anular space 
between the tool and the well bore. 

* * * 
145 BY MR. ROEMING: 

Q. You used the term cable drilling and rotarry drilling before. 
Would you explain what you mean by cable drilling? A. Well, a cable 
tool drilling rig is -- they don't use the rotary method, it has in drilling 
-- they have a bit on the bottom of a wire line. 

THE COURT: They have a what? 

THE WITNESS: A bit. A bit like this that we use to drill with, 
and the cable tool bit is made solid and it merely is a churning effect, 
just picked up and dropped on the bottom to cut the formation, and rotary, 
of course, is a hole drill string on a cable tool, all the tools you have on 
the bottom, the bit and what is known as the stem, this bit screws into 
this and the cable is attached to the top of this and is merely picked up 
and dropped. And after they drill a little while, then they run a bailer 

146 in and bail the things out. They don't use circulating fluid at all. 
BY MR. ROEMING: 

Q. In your discussion of the Bivings patent, you used the term fall 
out, I believe that was used with reference to effects at the bottom of the 
hole. Would you explain what you mean by fall out? A. Well, that is in 
the process of drilling the cuttings that are in the hole, there is also some 
fluid in the bottom of the well even if it is cable tools, they drop some 
water in the bottom to expedite the penetration of the bit, and this mud 
that is in the hole, these cuttings are in suspension. Then when the 
movement of any tool that agitates or in any way keeps this stirred up, 


when that sets quiet, these cuttings will gradually work down through the 
mud and drop back to the bottom. 

Q. And that is the fall out? A. Well, I refer to it as fall out, yes, 
that's what I meant. 
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Q. You indicated in your testimony that there have been instances 
when wells have been abandoned because of inability to fish properly. 
How many such actual experiences have you participated in? A. Well, 
I wouldn't know, over a period of years there have been several. I'd 
say probably 12 or 15. 


147 Q. When did those occur? Did they occur early in your career? 


You indicated you started drilling in 1922, or did any of these, say, occur 
after 1945? A. Well, they occurred all the time. When you can't get 
the well cleaned out and get the tools up, why, the usual procedure is, 
the well is abandoned. 
Q. But you had about 15 of those in 37 years, then? A. Well, I'd 
say 15 to 20. I don't remember, but there have been several. 
Q. In the tool, the Ballew tool as you examined it and took it apart, 
did that tool have the holes 43 that are shown in Figure 1 of the Ballew 
patent or in Figure 1 of Defendant's Exhibit 1-G? A. No, no, sir. 
Q. It did not have those holes? A. No, sir. 
Q. Have you ever designed or built a fishing tool? A. No, sir. 
MR. ROEMING: That is all. 
MR. DOWELL: That is all, Your Honor, of this witness. 
(Witness excused.) 
MR. DOWELL: Your Honor, in order to clear up one point, I would 
like, if I may, to recall Mr. Wolfe to the stand. 
148 THE COURT: Very well. 
Whereupon, 
FRANK WOLFE 
was recalled as a witness by the plaintiffs, and, having been previously 
duly sworn, was examined and testified further as follows: 
DIRECT EXAMINATION 
BY MR. DOWELL: 
Q. Mr. Wolfe, in your testimony yesterday, I understood you to 
say that you had not looked at actual Ballew tools. Is that what you said? 
A. I have not seen them apart or examined them from the inside. I looked 
at them from the outside. I saw drawings on them. 
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Q. So when you said that you had not looked at them, you simply 
meant that you had not seen such tools apart? A. That is correct. 

Q. I would like to ask you now if the tools, the Ballew tools with 
which you were familiar, and which you saw from the outside and which 
you saw drawings of the inside, included these features: Were such tools 
for use with a string of drill pipe in a well? A. They were. 

Q. Was this string of drill pipe used for the circulation of liquid 
mud? A. Yes. 

149 Q. Did these tools have an upper part that was threaded for connec- 
tion to the drill pipe? A. Yes, sir. 

Q. And in this upper part was there a bore for the passage of the 
liquid? A. Yes. 

Q. Did these tools include a vertically disposed substantially 
cylindrical magnet which was mounted on this part? A. They did, the 
drawings showed that. 

Q. And did this magnet have its lower end down near the lower 
end of the tool? A. It did. 

Q. Was the magnet surrounded by a casing such that there was a 
space in between the magnet and the casing? A. Yes. 

Q. And was this space sufficient for the circulation of the liquid 
mud? A. It was. 

Q. Was the magnet mounted in the tool so that it was maintained 
in the central position? A. Yes, it was mounted in the tool so that it 
maintained that central position. 

Q. And was this tool used in such a way that the liquid came down 

150 into the top of the tool and then flowed across and down the sides 
of the magnet into the hole? A. Yes. 

MR. DOWELL: That is all. 

CROSS EXAMINATION 
BY MR. ROEMING: 

Q. You say your knowledge of the inner parts of this tool, which 

you are familiar with, was from drawings? A. That is correct. 


Q. Now, you have heard the questions put to the prior witness, 
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Mr. Snead, as to differences between the tool that he saw in use and the 
tool that is shown in Figure 2 of the Ballew patent , Defendant's Exhibit 
2. Do you have a copy of that before you? A. Yes. 
Q. Now I ask you what differences do you recall between what those 


drawings, that you examined, showed, and what the a in Figure 2 


shows? A. The other drawings showed a cylindrical magnet , permanent 
magnet and these show an electromagnet. 

Q. That is the only difference? A. There are some other differences, 
this one shows a basket on the bottom of it that is not on the other tool. 

Q. Will you explain what you mean by this one shows|a basket -- 
how about the drawings of the tool you are looking at? A. I don't know 

151 exactly what number refers to this basket. 

Q. For our purposes may I suggest that we assume that the fingers 
33 will be -- 

MR. DOWELL: You mean 32. 

BY MR. ROEMING: 

Q. -- 32, yes. 33 is the spring shown in Figure 5. 32. A. This 
basket was not in the tool that I run. 

Q. Did it have the tooth 34? A. 34, as I take it from this drawing, 
is the tube or the casing on the outer side; is that correct ? 

Q. It's the tooth. A. Yes, it had teeth on it like you see on the tool, 
and that, again, is optional. -- You can either run it without that or you 
can run it withthat. 

THE COURT: What is that numbered on this? 

THE WITNESS: 34. 

BY MR. ROEMING: 

Q. Now, in the tool as you examined it from the drawings that went 
with it, did that tool have the holes 33 as shown in Figure 1? A. No, sir, 
it did not. 

Q. Did that tool have both the passages 41 as shown in Figure 2, 
and the space between the interior wall and the magnet? AJ If I read 

152 this correct, that passage, that is downward passage. 

Q. Which one? A. 41. 
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Q. Go ahead, continue; you haven't answered the question. A. If 
I read this drawing'correctly , the figure 4 is a downward passage. 

Q. But you still haven't answered the question. The question is: 
The tool which you '-- for which you examined the drawings, since you 
did not take the tool apart, did the drawings for that tool show both the 
passage 41 and the space to the left, between the interior wall and the 
magnet? A. That is a space between the wall and the magnet for the 
passage of fluid. 

MR. ROEMING: That is all. 

MR. DOWELL: That is all of this witness, Your Honor. 

(Witness excused.) 
MR. DOWELL: We would now like to call Mr. Ballew to the stand. 
153 Whereupon, 
JULIUS R. BALLEW 
the plaintiff herein, was called as a witness in his own behalf and, having 
been first duly sworn, was examined and testified as follows: 
DIRECT EXAMINATION 
BY MR. DOWELL: 

Q. Please state your name, your age and your address. A. Julius 
R. Ballew, age 59, Seminole, Texas. 

Q. Are you one of the applicants in the present application for patent ? 
A. Yes, sir. 

Q. Who is Harold W. Ballew? A. He is a nephew of mine. 

THE COURT: Where is Seminole, Texas ? 

THE WITNESS: In the far western part adjoining New Mexico on 
the west. 

BY MR. DOWELL: 

Q. What is your occupation? A. At present Iam manufacturing 
some oil field equipment and renting and selling some oil field equipment 
to the oil fields. 


Q. What types of equipment, generally? A. Well, at present I 
have rental magnets, rental fishing tools and then I have an earth and 
core device that I have a patent on, and Iam selling that to the oil com- 
panies. 
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Q. How long have you been in this type of work? A. In the manu- 
facturing part ? 
Q. Yes. A. Oh; I have been in this since 1949. 
Q. What were you doing before that time? A. I was what we call 
a fisherman in the oil fields. I ran fishing tools for the companies and 
contractors that were drilling oil wells. I specialized in fishing objects 
and pipe out of the hole. 
Q. In what areas did you operate? A. In the mid-continent area. 
Q. Which includes what States? A. Texas, New Mexico, Oklahoma, 
Kansas, Colorado. 
Q. How long were you in that type of work? A. From 1936 to 1949. 
Q. What were you doing before 1936? A. I was a driller, drilling 
oil wells on a rotary rig. 
Q. For how long? A. Since 1923. 
Q. Does that period cover all of your adult life? A. No, sir, I 
was a helper on a rotary rig from 1919 up until '23, and then I became a 
driller, was known as a driller. 
155 Q. Prior to making the invention of your present application, did 
you use other types of fishing tools? A. Yes, sir, I did. 
Q. I believe you said that you were personally doing oil well 
fishing from about 1936 to 1949? A. Yes, sir. 
Q. Did you have any contact with oil well fishing before 1936? 


A. Yes, sir, all of my experience was leading up to this specialty work 
and on all drilling operations you have a certain amount of fishing jobs 


to contend with. 
Q. What are some of the major companies for which you have done 
oil well fishing? A. I have fished for Pan American Oil Corporation, 
Gulf Oil Corporation, Shell Oil Corporation, Amarada Petroleum, Cities 
Service, Magnolia Petroleum Company, and about all the companies 
that operate in the mid-continent, I have done fishing for them. 
Q. What was your connection with oil well fishing before you went 
into this business in 1936? A. Prior to 1936? 
Q. Yes. A. Asa driller, I had to help decide what tools to run 
for a particular job that was needed. 
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Q. Did the necessity to fish the small objects out of a well occur 

very often? A. Yes, sir, that was invariably we had that problem coming 
155-A up in the drilling and operation of a well. We invariably had that 

question come up. 

Q. By that do you mean that it occurred with practically every well? 
A. Not less than 80 per cent of the wells drilled would have that problem 
within the operation of beginning and finishing a well, someone would have 
that problem. 

Q. Would you tell us just briefly what causes a need to go fishing 
in an oil well? A.| There are quite a few reasons. You have a very hard 
formation on deeper wells to drill and the mechanics of the drilling bit 
and the drilling operation, you have to carry lots of weight on the drill bit 
and it is rolling and operating under a terrific hazard of sand and mud and 
turbulence and often it becomes disengaged from the main body or the 
main bit. 

Those rollers or cones become disengaged and sometimes in the 
operation of pulling the pipe out of the well and replacing the bit and 
going back to bottom, lots of times the drill string will become disengaged 
in this operation before you get to bottom, dropping several, maybe thou- 
sands of feet of pipe back to bottom and it shears off all of the rollers 


and cutters on the bottom because it acts as a ram hitting a hard object 


and something has'to give. So it breaks those objects off. There are 
156 several different reasons why we have fishing jobs. 

Q. Now with reference to fishing for relatively small objects, such 
as these cones that we have talked about, prior to making your invention, 
what kind of fishing tools or what means did you use to recover such 
objects? A. Oh, just nearly every one was closely connected with the 
job would have his! own idea as to what should be run to recover objects 
of this type. So a lot of different tools were made just as they became 
needed, they'd send to the machine shop and have tools made and it was 
a trial and error proposition. It just didn't work every time as no one 
could see the bottom of the hole and go down and take a picture of it other 
than by impression blocks, one tool would work in one case where it 
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wouldn't work in the following well. 


The difference in the position and things of that type. 
Q. How deep were these holes? A. They would vary. In the last 
few years, as we have had to go deeper and deeper for oil, I'd say in the 
early part of -- up until '30 and '35, 5,000 feet was a fairly deep hole. 
But later on we have had to go deeper and deeper and find different structures. 
Now we are going up to the extent of five miles deep. 
With one of our deeper wells, they have gone down to 25,000 feet. 
157 Q. Can you describe the physical structure and operation of some 
of these early attempts, these early tools for fishing? A, Yes, sir, the 
first thing we would have to do would be to secure a piece of casing, some- 
thing round, yet smaller than the well bore, so that it would go into the 
bottom to the drill string without becoming lodged in the hole. We had 
that part to start from. Then, usually, we would cut fingers, long fingers 
on the bottom of this piece of pipe, and attempt to apply pressure after we 
got to bottom with it, apply enough weight so that these teeth would not 
support the weight of the drill string and would naturally bend inward, 
forming a type of basket if you would want to call it that. 
In other words, we would try to close the bottom of this piece of 
casing on the bottom, hoping that maybe, with the help of God, there would 
be some kind of fish in there when we pulled it out. 
Q. Was that very successful? A. No, sir, it wasn't. It was a hit- 
and-miss proposition. A lot of times it would take four or five days, 
maybe we'd make the hole worse by losing parts of this casing in there 
and sometimes we'd have to skid the rig and abandon that |well and start 
a new well. 
Q. What is the loss if you have to abandon a well? |A. Asa rule 
158 you don't lose the total value of the hole because there is a certain 
amount of the hole that hasn't been cased and the casing is expensive, 
that is steel pipe, so you don't lose the full value of the hole, but I would 
say on a 5,000-foot hole, I'd estimate the skidding and the|rigging up in 
the beginning, the casing, and cement used would probably run in the 
neighborhood of $35,000 or $40,000. That would be the loss, to move 
over and start a new well. 
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Q. In that period of time you say that you made certain attempts to 
make fishing tools|that would work, you mentioned only one type. Did 
you also make other types? A. Yes, sir. I attempted to make another 
basket that would permit the fluid to float down through a piece of casing 
to the bottom by cutting a window up in the outside of the pipe and we 
attempted to wash by pump pressure, wash the particles up in this window, 
the pocket up in the side of the casing, which was a long, drawn-out pro- 


cedure to rotate enough to permit the fish to pass up on the outside into 


the window and by. rotating it would pick up, sometimes would pick up 
parts of the cones as it would then pass them. 

Q. Do you know whether any other people or companies, during 
this time, were trying to make a fishing tool? A. Yes, sir, everyone in 
the oil industry was trying to improve that particular thing. We were 
trying to make a better tool and cut the cost of drilling the oil wells. That 

159 has been one of the main reasons that the prices of oil products have 
been so high, is the cost of the drilling of the wells. 

Q. During the time that you say you were in the oil well fishing 
business, from 1936 to 1949, did that work bring you into contact with a 
lot of different companies? A. Yes, sir, I was mainly in contact with all 
the companies and\the contractors in the mid-continent basin. I knew 
pretty well who was in trouble. We always got that report right away as 
to who was having trouble with a well and I knew pretty well what was being 
used and what was going on. 

Q. By what means did you keep up with what others were doing at 
that time? A. We have salesmen, by the salesmen that make each rig 
daily , and sell this type of bit that we have there and a competitive type 
bit that call on every rig once a day. 

Q. By rig, what do you mean? A. I mean a drilling well, that is in 
drilling operation. They have those salesmen and every evening they give 
a report on how many wells and what wells they called on that day. We 
have other specialty men that call on wells. They would give their report 
and we were always in contact with Hughes Tool Company and Red-Roller 
Bit Trowel to find out who was in trouble and who had cones off. We would 
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find out what depth it was and what they were drilling in, and we would get 


that report from any well over the entire area by calling Midland. 

0 Q. Are you saying that information of that type was kept in a more 
or less centralized location and that you had access to it? A. That is 
correct, yes, sir. We got weekly reports published on all drilling opera- 
tions from Houston for the state of Texas, Tulsa for Oklahoma, and we 
would get those reports each week. But if you wanted to find out about a 
particular well you could call and get the information on a particular well 
any time during the day, practically, that you wanted to, to find out what 
that well was doing and the depth they were drilling. 

Q. What means of transportation did you use to take you to all these 
well locations? A. Well, I flew an airplane when I was operating this 
magnet, when I first started with it. I was flying; I would be called and I 
would load the tool on an airplane and fly it to the location and land on the 
road into the well and deliver it directly to the well. 

Q. You mean that you piloted your own airplane? 4. Yes, sir. 

THE COURT: How much does this Ballew tool weigh? 

THE WITNESS: The total weight now is approximately 125 pounds. 

BY MR. DOWELL: 

Q. Is that for one particular size of tool? A. No, there are many 
sizes. If you go to the larger size, they will go up to 250 or 300 pounds, 
Your Honor. But the smaller medium, ordinary size, the most run size 
would average approximately 100 pounds. 

Q. What do these tools cost on the average, these fishing tools of 
yours? A. The cost of manufacturing a tool of this type now is approx- 
imately $750 each. 

Q. Is that for the smaller size? A. Yes, sir, that is the smaller 
size and then the larger size for the machine work and the cost of the 
materials that will go on up to $1,000 or $1100 for the larger ones. 

Q. What is the cost of a small drilling bit such as Plaintiffs’ 
Exhibit 2? A. That bit would cost from $97 ta-$105, approximately, 
$97 -- but it would go up sometimes with the diffgent hardness of the 
cones, it will go up to $105 each. 

Q. What is the size of this bit? A. That is a threejand an eighth. 
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That cuts a very small hole. That is a three and one-eighth O.D. 
Q. What is the range of sizes of cutting tools of this type? A. That 
162 is about the smallest bit that they manufacture. They go on up to 
24 or 36 inches in size. 

Q. Do you know what the cost is of the largertools? A. Yes, sir; 
they go up to -- in the neighborhood of thirty-five to thirty-six hundred 
dollars for the largest ones that they make. They graduate in price as 
you come down in metal and size and machine work, they graduate down to 
approximately $97 for this smaller bit. 

Q. Do you know what these cutting tools weigh, about? A. The one 
here would weigh -- 

Q. This is Plaintiffs’ Exhibit 2 that you are referring to now? A. 
Yes, sir. This cone here will weigh approximately a pound and a half 
with the axle. If it should be sheared off, including the axles and the bear- 
ing, it would probably weigh a pound or a pound and a half, probably. 

Q. You are referring now simply to the cutting cone itself, not the 
entire tool, are you? A. That is correct. Iam referring to just the cone 
that is to be fished. 

Q. In the larger tools, what do these individual cutting cones weigh? 
A. The larger ones up in the surface area where you are cutting the big 
hole, they will average approximately 35 to 37 pounds for the big cones. 

153 Q. Can you give an approximation as to the cost of drilling an 
average well, say; 15,000 feet? A. If you include the casing and cement 
and the services, I have some friends that have shown me invoices in 
their offices, up to $452,000 for the total cost, that is, to the company for 
the drilling, for the pipe, the casing and the services. I have seen the 
invoice for $432,000 cost on a dry hole that didn't make any oil. 

Q. I think you said that since 1949 you have been in the manufacturing 
business? A. Yes, sir. 

Q. And that|since that time you have manufactured fishing tools as 


well as other items? A. In the manufacture of the fishing tools, ordinarily, 


I have let that out under contract to machine shops. I had machine shops 
manufacture the tool, the magnetic tool. 
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Q. Some attention has been called here to the fact that your patent 
drawing shows a relatively complex fishing tool whereas , the commercial 
fishing tool of yours is relatively simpler. You have been present in the 
court and heard this. 
Can you say approximately when you began using the present 
commercial form of your fishing tool? A. It was a gradual simplification 
of the tool due to suggestions of men that I would be working for with the 
tool. They would suggest that we don't need this, or why not make this 
164 little change, so I have gradually simplified the tool as much as 
we could. 
Q. How did you come to make this invention, you and your nephew? 
A. It was such a need of the industry that it had to be invented by some- 
one, and it just happened that I knew what we needed, so, therefore, we 
invented this tool from the fact that it was needed. 
Q. Will you describe the principal features of your commercially 
successful tool? A. Yes,sir. This is an upper portion that is threaded 
so that it will be engaged to the lower section of drill pipe, axially bored 
so that the mud passage can continue from the drill pipe downward through 
the tool. 
It has a magnet, bar or cylindrical type magnet mounted in the 
central portion of the casing, and the fluid passes into the upper portion, 
down and outside of the magnet, and in close proximity of the inside of 
the casing portion and then is released under pressure to the lower portion 
of the magnet tool, and as it follows the least resistance, the fluid is then 
drawn outside of the tool by low pressure on the outside. 
Q. Would you describe how it is used? A. It is used to circulate 
and keep the well bore in condition by the different applications of mud 
165 and by a continuous circulation while fishing, and it eliminates all 
the hazards of becoming stuck with the drill string and then by being able 


to rotate as the previous bit was rotated, you can loosen rocks and 
particles of drilling formation that has settled back on the cones, and if 
the cones are filled or imbedded or locked together, why, it has a tendency 


to rotate these cones loose so they can be attached to the magnet and be 
lifted from the well bore. 
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Q. What is the action of the circulation in your tool, what does it 
actually do when the tool gets down to the bottom of the hole? A. It 
washes the cuttings out and up from the outer body of the tool and it has 
a tendency to contain the fish inwardly to the center of the magnet so 
that it can better make contact. It doesn't wash the fish away from the 
magnet. That is, it has a tendency, by having circulation on the outer 
part of the tool, to'wash the fish to the center of the tool and the small 
cuttings outward. 

Q. Have you used this tool successfully since 1949? A. Iam 
fortunate to say the first run I made was a success. It was successful 
from the first run I made with it. 

Q. Now, in your present manufacturing work, do you ever go out 
on the jobs and observe the use of the tools? A. No, sir, we don't need 
to go out any more. The drilling crews are acquainted with the operation 

166 to the extent that they don't need an operator any more. They used 
to have to pay for the services of an operator, but we don't need to go out 
any more. They now know how to operate the tool and what it will do and 
they have been familiarized with the tool now to the extent that you don't 
need a special man to go out with the tool. They can pick it up or have it 
delivered to the well and run it themselves. 

Q. What do you know about the extent of use of your tool in the 
industry? A. I have visited several fishing tool companies that operate 
rental tools and I know that the tool is the mainstay fishing tool of all 
fishing tool companies that I have visited in the central part of the United 
States. 

Q. Is my understanding correct that the companies that drill the 
oil welis cali on a relatively small number of fishing tool companies for 
the fishing equipment? A. That is true. In each area there will be, maybe, 
two or three fishing tool companies in each area of drilling operations, 
and they have a selection to make there which company they will rent their 
tools from. There is competitive fishing tool companies that carry this 
type tool. 

Q. Is any other fishing tool being used to any substantial extent 
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for the purpose of picking up these rather small metal objects? A. I 
don't see any cone baskets much, but this magnetic fishing tool here is 
the one -- only one you see in any of the companies any more. If you see 
one, it is setting back in a dusty dark corner. They just don't run them any 
more. It is too much of a chance. This tool is safe and it is accurate. 
Q. Now, are these fishing tools of yours, that are being used, are 
they all tools that your company has made? A. Yes, sir. 
Q. Has your tool been made by any other companies? A. Yes, sir, 
there are some companies have the tool, its exact duplicate is being made 
by other fishing tool manufacturing companies. 
Q. I hand you now what was referred to yesterday as a miniature 
model of a fishing tool of the type under consideration. I wonder if you 
can tell us where this model came from? A. I had it made ina shop, in 
one of the shops I had making tools so that we could bring it up. 
THE COURT: Mr. Ballew, keep your voice up, please. 
THE WITNESS: Iam sorry. 
MR. ROEMING: May I, at this point, say something that is directly 
pertinent ? In view of all the testimony that has come out today, I would 
withdraw any objection to entering that model as an exhibit in the case. 
168 THE COURT: Very well. 
MR. ROEMING: I have a different picture of this case today than I 
had yesterday afternoon, and as long as it is being discussed, I would pre- 
fer to have it in as an exhibit. 
MR. DOWELL: Thank you, sir. 
THE COURT: Was that marked? 
THE DEPUTY CLERK: No, Your Honor. 
MR. DOWELL: I would like to, in that case, offer this miniature 
model to assist in understanding the fishing tool about which we are 
talking. 
THE DEPUTY CLERK: Plaintiff's Exhibit No. 4. 
THE COURT: Admitted. 


(Miniature model of fishing tool was 
marked Plaintiff's Exhibit No. 4 for 
identification and was received in 
evidence.) 
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MR. DOWELL: There is also a little piece -- a metal piece which 

I will also attach to the magnet of the miniature model for illustration. 
BY MR. DOWELL: 

Q. Mr. Ballew, with reference to this model, am I correct that it 
has an upper portion that has an inside thread which could be connected 
to a drill pipe? A. It does have, but, it could be a pin as well as a box. 
This happens to be a box. But a pin, similar to the bit there, would be 

169 still threadable to the drill string. It wouldn't necessarily be a box. 
It could be a pin, similar to that. 

Q. Well, what you are saying is that the top of this tool could either 
have an outside or|an inside thread? A. That is correct. 

Q. Do you know -- down at the lower end of this tool, there is in- 
side circular member there, which attracts this piece of iron, so I presume 
it is a magnet, is that correct? A. That is correct. 

Q. And this tool, at the bottom, has teeth on it. I believe it has been 
testified that the use of teeth is optional, is that correct? A. That is 
correct. You can run it either with or without the teeth. 

Q. And I observe that there is a casing around the outside of this 
tool and at its lower end there are quite a number of holes which extend 
along what you might call the sides of the magnet, is that correct? A. 
That is correct, sir. 

Q. Now, is it correct to say that in using this tool the liquid comes 
in the top hole and|then it flows outwardly and down just inside the walls 
of the casing and comes out these holes down here? A. That is correct, 
sir. 

170 Q. Do you recall the approximate amount that you spent in the 
development of this tool, the first tool of this type? A. In the develop- 
ment of the first tool I spent something over $7500 on the first tool that 
I made, or had made. 

Q. I ask you now to refer to the prior art patents. First, Murphy, 
Defendant's Exhibit 1-E, and ask you if you have seen this patent? A. I 
have seen this copy of the patent, yes, sir. 


Q. Have you ever seen a tool like this? A. No, sir, I have never 
seen the tool. 
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Q. Iask you to look at Defendant's Exhibit 1-A, that is the Athy 
patent and ask you if you have seen this patent? A. I have seen a copy 
of the patent. 
Q. Have you ever seen a tool like this? A. No, sir, this tool, to my 
Inowledge, wasn't in common use in the oilfields. 
Q. I ask you to look at the patent to Brantly , Defendant's Exhibit 
I-C. A. Yes, sir, I have seen it. 
Q. Have you seen this patent? A. Yes, sir. 
Q. Have you ever seen a tool like this? A. Yes, sir, I have run 
this tool. 
171 Q. You have? A. Yes, sir. 
Q. Would you describe this tool? A. This tool is a threadable tool 
on top to connect to the drill pipe after you have removed the bit, you can 
thread this to the drill string and it is lowered in the hole: It has central 
and an outer circulation to wash to bottom, to wash the cuttings down so 
that you can get to the bottom of the well. After you have gotten to the 
bottom, you lift the string up and discontinue or disconnect the pipe at the 
top and drop a ball and it goes down and closes your central circulation 
and forces the circulation down to the outside and on the outside of the 
cutting teeth of the basket. 
You lower it back to the bottom with the circulation being changed 
by the dropping of this ball and closing of the port, and then the idea is to 
cut a portion of the earth, by rotating and circulation, you cut a portion 
of the ground which we term as a core of the earth, and it is supposed that 
the particles to be fished will be brought out by the fingers in the bottom of 
the tool, will be brought out on top of this piece of core that is lifted back 
to the surface. 


Q. Does this tool have any magnet? A. No, sir, it does not. 


Q. Is this tool usable in most conditions that are met? A. No, sir. 
172 In harder formations the teeth on this tool will not cut the formations 
that we are having to cut today. In its day, it did achieve some sort of 
success due to the fact that the formations were softer and you could cut 
the core, but you are limited now. 
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Q. When did you use this tool? A. I used this tool in '36 and '37 
and on up to along in '47, '48. 

Q. Do you know if it is being used now-a-days? A. Very rarely 
it will be used in a soft formation by some contractor who wouldn't want 
to pay the rent of renting a magnet. He may use this for one piece of 
something that is dropped in the well. Sometimes it's a cheaper basket 
to run some -- so he will save money by running this and getting a forma- 
tion and picking up one piece. 

Sometimes they will do that for economical reasons. 

Q. Now, williyou refer to the Notley patent, Defendant's Exhibit 
1-F. Have you seen this patent? A. No, sir, I have not. I have seen the 
patent but I haven't seen this tool. 

THE COURT: Which one is this? 

MR. DOWELL: Notley, Your Honor, Defendant's Exhibit 1-F. 

173 BY MR. DOWELL: 

Q. And your answer was that you have not seen a tool as shown in 
the Notley patent? A. That is correct. I haven't seen the tool in its 
entirety , of that type. 

Q. Would you refer to the Kirby patent, Defendant's Exhibit 1-D? 
A. Yes, sir. I have seen this. 

Q. You have seen this patent? A. Yes, sir. 

Q. Have you ever seen a tool like this? A. Yes, sir. 

Q. Would you describe the tool? A. This tool is a magnet that is 
lowered into the ground by a cable and inside the cable, in the core of the 
cable, there is electrical current transmitted down to an electromagnet 
that is fixed in this tool. And by operating a generator out on the truck the 
people would attempt, if they got down to the face, they would attempt to 
pick up a fish by generating the electromagnet from outside of the well 
by a truck down through the well bore. But it wasn't operated when I saw 
it inside a drill pipe or anything like that. It was just lowered into the 
well bore. 


Q. Have you ever used this tool? A. I have been called upon on two 
different jobs back in '49, to compare the two tools, the magnetic cone 
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basket, which I had available at that time, -- I was called over to Snyder , 
Texas, to come out and see if my tool would do the job and this one failed. 
And Mr. Kirby was there on the job. I did attempt to see him get to the 
bottom but he couldn't and we tried the cone basket, the Ballew magnetic 
tool, and we were successful. We washed the bottom and got to the iron 
and retrieved it and got it out of the well. But it was a comparison of the 
two tools at the time. 

Q. What did you say the reason was at that particular time that 
Kirby tool failed? A. It wouldn't go to the bottom. I wouldn't go down 
where the iron was located. It wouldn't go down, wouldn't lower down to 
the iron to make contact. 

Q. Is that because there isn't any circulation in this Kirby tool? 
A. That is true. You don't have any circulation so you can't wash the 
particles off the iron to be fished. Therefore, it was unsuccessful. 

Q. Is this Kirby tool being used now-a-days? A. I haven't seen one 
of them since back in '49. I believe it is the last one I saw. He sold his 


truck and discontinued this tool. He was operating this ial that is when 


I knew the tool and him. Mr. Kirby was operating this truck and service 
there in Snyder, Texas. He sold his truck and generator and all of his 
175 equipment. So far as I know, no one has attempted to|use this type 

magnet since that time. 
Q. Will you look at the patent to Bivings, et al., Defendant's Exhibit 

1-B? A. Yes, sir. 
Q. Have you ever seen a tool like this one? A. No, sir, I haven't. 

I have never seen a tool like this. 
Q. In your opinion, how would this tool operate? A. Apparently 

this tool is energized by electrical current down through a cable. It 

shows two cables there, one, I presume, is to lower the tool to the bottom 

and it carries another cable, apparently an electrical cable, that will 

furnish electrical current down to a motor which is built into the tool. 

Apparently, it's a centrifugal pump that is operated by an electrical 

motor in the bottom of the tool, presumably to wash the iron or material 

to be fished clean on the bottom. And that having circulation, to continually 
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circulate the fluid from the top to the bottom; if you started operating 
this tool down on bottom it would more or less be like a little mole or 
something in the ground, you'd wash the cuttings up above you so there is 
no way of bringing it up so the tool would become stuck and become 
fastened in the well and you would have to fish the tool itself, out. 

176 Q. Will you look on page 2 of the patent drawing, on the Figure at 
the left, Figure 3, and down at the lower part of the tool you see the 
numeral 64. Do you find that? A. I find Figure 3. Now, in what number 
did you say ? 

Q. No. 64 at the lower part of the tool. A. Yes. 

Q. Now, since that is the circulation hole, what would be the effect 
if you circulated down through the center of the tool? A. It would havea 
tendency to wash any iron that it might come close to, it would have a 
tendency to wash it out from the outer edge of the hole and away from the 
magnet, if it contains a magnet. I believe this one does contain a magnet. 
This is the Bivings -- 

Q. Would that make it more difficult for the magnet to pick up the 
object? A. Yes, sir, it would have to contain the object on the outer edge 
of the tool, and would therefore be knocked off before it reached the sur- 
face, pulling it up through the well bore. 

Q. Now, let us assume -- let us jump back aoa to the Athy patent, 
Defendant's Exhibit 1-A. A. Yes, sir. 

Q. What type of a magnet is shown in this patent? A. This is what 
has always been called a horseshoe type magnet. It is in a circular con- 

177 struction with the two holes on the lower part similar to the descrip- 
tion of a horseshoe. 

Q. Well, how would you compare that type of magnet with your type 


in a fishing tool? A. This is a very inferior magnet to what I use in my 
tool. 


Q. Why is that? A. The structure of the magnet doesn't have enough 
material in the structure to contain or hold the magnetic power that is 
injected into a magnet. 


Q. This patent, this Athy patent, in its written part, in column 3, 
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down about line 35, says that the magnet is capable of attracting and 
holding objects weighing as much as 100 pounds. Do you read that? 


A. Yes, sir, I see there where it says as much as 100 pounds. 
Q. Do you know what weight objects it is possible to lift with the 
magnets in your tool? A. Yes, sir; I have run tests on my tool to know 


exactly how much, say, a five or six-inch magnet will lift without dis- 
engagement. 

Q. Would you tell us the results? A. In the Bash-Ross Tool 
Company in Oklahoma City, they asked me to fly one of the magnets up 
there to test it. They were in the process of renting or buying an interest 

178 in the magnet at that time and by means of a chain hoist that we 

could lift the magnet tool attached to a bar of iron, we had the exact 
weight of the bar of iron and we lifted 1800 pounds of iron with the chain 
hoist. 

THE COURT: How much? 

THE WITNESS: 1800 pounds. 

BY MR. DOWELL: 

Q. And this was on, you said, a magnet that was five| inches in 
diameter? A. That is correct, sir. 

Q. Is that your medium size of what is a comparative size of that 
magnet? A. That would be the average size magnet. The|larger magnets 
are needed not near so often as this size, that is the reason we wanted 
to try this particular size because it was the average used |magnet. 

Q. Now, am I correct that in that particular test the lower portion 
of the magnet was in flatwise contact? A. That is correct. 

Q. With the object? A. That is correct. It was a flat surface that 
totally covered the lower section of the magnetic fishing tool and the teeth 
were removed. We had the shoe off of it. 

Q. Now, in the average fishing job, is it likely that you are going 

179 to get flatwise contact of the magnet with the object itself? A. That 

would almost be an impossibility to find a flat surface on one of those 
cones where you would have a flat contact with your magnet. There is 
one position that it can stand up on its point and heavy end,/stand up, then 
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you would have closer flat surface to fish for, but that would be so rare, 
that you wouldn’t say that you would ever have a flat surface to fish for, 
a corner or an edge or blade sticking up, you've always got to figure on 
small surface contact. 

Q. Now, if there is less contact than you have on a flat surface, 
then is it true that the lifting power is also much less? A. Yes, sir, 
the smaller amount of contact that you make with any piece of iron, the 
greater amount of contact on face, meaning face of iron, in the magnet, 
the more contact you can make the more or greater lifting power your 
magnet has. 

Q. So that since you can only make contact, say, on an edge or a 
point or something of that kind, it is important, then, to have a very strong 
magnet there? A. Yes, sir; yes, it is. 

Q. If you used, in your tool, a magnet whose lifting power, instead 
of being 1800 pounds, was only 100 pounds, would your tool work? A. Not 

180 likely. It wouldn't be likely to pick up anything with a point contact. 
I don't believe it would be strong enough to pick up a cone that had a sharp 
point, just one little point and that's sometimes what you have. I don't think 
a hundred-pound lift would be anything like substantial to lift the cone. 

Q. Because, actually, the lifting power would only be a small fraction 
of the hundred pounds, is it not? A. That is correct. 

Q. What weight objects have you picked up with your fishing tool? 

A. I have picked up 300-pound objects out of a well. 

Q. What sort of objects? A. It was a piece of a drill collar with a 
bit. The bit and drill collar still attached. They broke off with a smooth 
break on top and we fished it out with one of my magnets. 

Q. That would be, then, equivalent to an entire tool such as Plaintiff's 


Exhibit 2, plus some pipe over it? A. Very heavy pipe above it, yes, sir, 
about 10 or 12 feet of heavy pipe above that. 
Q. And your tool picked up all that? A. Yes, sir. 
* * * * 
BY MR. DOWELL: 
Q. Mr. Ballew, you were discussing the patent to Athy, Defendant's 


183 
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Exhibit 1-A. Do you have this patent? A. Yes, sir. 
Q. What can you say as to the circulation that this t 


ool of the Athy 


patent provides? A. This drawing shows the circulation as coming down in 


the center more or less of the tool and would have a tende 


ncy to become 


stopped or it would have to force the fish outward which would make a 


pretty poor attempt to recovery on iron that is forced outward from the 


center of the magnet or the center of the hole. 
Q. Ifthe object were picked up, however, and it sho 


uld cover the 


hole, on hole 16 shown in Figure 3, what would the result be when the tool 


was being lifted out of the hole? A. In this respect -- a column of fluid 


is weighed by the height the column is contained -- and in 
instance a column of fluid contained in the drill pipe 


this particular 
would create 


a certain amount of pressure against the fish if it should be attached to 


the magnet in the central part of the fishing tool, why, the 
the column of fluid would have a tendency to force the fish 
should be picked up, it would be forced off before it would 


drainage of 
off, even if it 
be recovered 


at the top of the ground. 
Q. Suppose those holes were entirely covered up so the pipe could 
not drain, what would the result be? A. The column would have to be 
drawn from the well as a wet string or full of water, each joint would have 
to be broken off with the column full of water and it will not drain back so 
it's a pretty rugged operation to draw the drill pipe out, and it not being 
able to drain back into the well, and could create a blow-out, if the fluid 
is lifted off the formation, it could cause a bad well fire or a blow-out as 
we call it, the formations, pressure blowing out the fluid. 
Q. Would you say, then, it is essential that the pipe drain as it is 
being lifted out? A. Yes, sir, that is an accepted fact that| it should drain 
or must drain on order not to create a hazard. 
Q. Do you see in this Athy patent any suggestion of bringing the 
liquid flow down around the sides of a centrally located magnet? A. No, 
sir, that isn't the drawing, at all. It doesn't have a centrally located 
184 


magnet. 


magnet nor it doesn't show any method of circulation around any 
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Q. Would you name some of the major companies that have used 
your tool, your fishing tool? A. I'd name them as Shell Oil Company, 
Pan-American Oil Company, Gulf Oil Corporation, Amarada, Continental, 
Texaco or Texas Company, Incorporated, Philipps Petroleum Corporation, 
Cities Service Oil Company, Texas & Pacific Coal & Oil Company , DeKalb 
Oil Company, andi several others that I could continue naming, if you want 
me to. 

Q. Can you think of any major oil company that is not using your 
fishing tool for its fishing operations? A. Not to my knowledge. They 
have accepted it as a standard fishing procedure to use this tool. 

MR. DOWELL: That is all. 

CROSS-EXAMINATION 
BY MR. ROEMING: 

Q. On the last point, you indicated that your experience is mostly 
mid-continent. Do you sell oil tools only in the mid-continent area ? 
A. Yes, that is my particular sales area, the mid-continent. 

Q. For example, you have no knowledge of what tools are used in 

185 in the Wyoming area? A. That is part of the mid-continent 
country. 

Q. Well, what parts of the United States do you not sell in? A.I'd 
say in Canada would be the only part. 


Q. In other words, you sell everywhere in the United States ? 
A. Yes, sir, that is true. 
Q. Now, you have indicated that your tool was gradually simplified, 


your patent was applied for in 1949 and, ee at that time you began 
putting this tool on the market. 

What was the form of your tool in 1949? A. In 1949 it was as it 
is drawn in the patent. 

Q. Inthe patent? A. Yes, sir. 

Q. When did you first put a tool on the market that was not accord- 
ing to the drawing, Figure 2, of the application? A. I think maybe you 
have the wrong idea of the market of a tool. It was a rental tool and still 
is a rental tool. 
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Q. On your first tool? A. Yes, my first tool. I own the tools and 


they are distributed on a rental basis. If I understand you, you are asking 
me about the sale of the tools. 
186 Q. No, I didn't mean that. But that is a good point. 
My point was simply this: You have indicated that your tool as 
shown in the patent application was put on the market, whether it was 
sold or rented, I don't find that necessary to distinguish, +- A. Yes, sir. 
Q. -- in 1949. Now, for the -- for apparently some period that was 
the only form of the tool you had on the market, is that correct, for use? 
A. I would say this: The first rental, I did use the fingers in the bottom. 
The second rental I didn't need them so I didn't use them on the second 
rental, the second job I used the tool in. 
Q. That was as early as when? A. I'd say in April of '49, early 
part of '49, shortly after I made application for patent. 
THE COURT: Did you say it was the fingers that you did not use? 
THE WITNESS: Yes, ma'am, the lower part of the basket, Your 
Honor. 
THE COURT: Thank you. 
BY MR. ROEMING: 
Q. Then you proceeded gradually to simplify this tool further ? 
A. Correct. 
187 Q. And at what time did you arrive at the simplification which most 
of the testimony has been directed to? A. At what time -|- 
Q. At what time did you arrive at the tool, apparently -- let me 
withdraw the question and put it another way. 
How many models do you have at present time in use, of your tool? 
A. I only have the one model that Iam using now, which is the model we 
are talking about here in this trial. 
Q. Is that what you call you small sized tool? A. No, sir, they 
are made in different sizes. The different size requirements are made 
in different sizes. 
Q. Then I will use a different term rather than model. 
How many sizes of tools are you putting on the market, or using at 
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the present time? A. Seven different sizes. 

Q. Seven different sizes? A. Yes, sir; that is O.D. sizes. 

Q. Now, do you use permanent magnets in all of them? A. Yes, 
sir, the permanent magnet is used. 

Q. Are you using any tools that have the electromagnet? A. No, 
sir, we don't use the electromagnet any more. 

Q. You have abandoned that? A. That is correct. 

Q. Now, in these seven different sizes that you now have on the 

188 market, do they all correspond to this extreme simplification that 
that has been described? A. Yes, sir, they are all of the same structure. 
The modified basket, magnet, are all the same, except in diameter. 

Q. About how many tools, in these seven sizes, have you manu- 
factured? A. Fifty-one or fifty-two tools. 

Q. Fifty-one or fifty-two? A. Yes, sir. 

MR. ROEMING: I have no further questions, Your Honor, but I do 
have a point which I find it necessary to raise at this time. 

* * * * * 

MR. ROEMING: In my opening statement, Your Honor, I indicated 
that this case was like an ordinary patent application as to the relative 
stance of the claim -- 

THE COURT: Relative what ? 

MR. ROEMING: I said stance, but I mean status of the claims before 
the Court, those which were allowed and those which were not allowed. 

189 Particularly|, I said in my opening statement that I didn't think at 
that state of the case that the fact that this was a re-issue application 
would be material! However, in the course of the taking of evidence 
here, there has been brought into the record much information which was 
not before the Patent Office, and I think I cannot do my duty on this case 
without directing the attention of the Court to the fact that it appears to 
me, at least, that Claim 18 does not come within the requirements of the 
re-issue statute, namely, Section 251, 35 U.S. Code. 

MR. DOWELL: May I just say, Your Honor, before we argue this 
point , that this claim has been before the Patent Office in its present 
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identical form, now, for some little time, and it has been considered both 
before the Examiner, the primary Examiner, and the Board of Appeals, 
and this is the first time that they questioned -- that this question has 
been raised. 

MR. ROEMING: That is correct. 
MR. DOWELL: As I understand a proceeding of this type, the 
only issue is whether or not the Court will affirm or reverse the decision 
of the Board of Appeals, and that the Court is, I think, it's|probably true 
that the Court lacks jurisdiction to go into other issues which have not 
been considered in the Patent Office. And that is just exactly what is 
happening now. This issue is being raised for the very first time. 
190 MR. ROEMING: Have you finished? 
MR. DOWELL: Yes. 
MR. ROEMING: Your Honor, this is distinctly not the law. 
THE COURT: Well, I would like a little more enlightenment on the 
facts before we get to the law. 
MR. ROEMING: I was proceeding along that line when I was inter- 


rupted. I intended to state the facts. 
Now, I have before me here the patent statute and I should like to 


submit for your use a copy of the patent statute to which I will refer. 
(Document was handed to the Court.) 
THE COURT: Thank you. 
What section is that ? 
MR. ROEMING: We will refer to Section 251. 
THE COURT: All right. 
MR. ROEMING: Of 35 U.S. Code and beginning on page 33. I opened 
up at page 34 and I have the section underlined there that is most critical. 
The re-issue statute states; 
"Whenever any patent is, through error without any deceptive 
intention, --" 
I may say this: That my point in bringing this up at this time is that I want 
191 to put the plaintiff's counsel on adequate notice that in case he should 
want to take additional testimony, and I would also like to call the Court's 
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attention to this fact, at this time, to the case of Pre-Formed Line 
Products Company vs. Watson, which I cannot give the citation of at the 
moment. I think it is about 103 Appeals D.C. 
* * * * * 

Now, I would just like to allude to this case at this time to indicate 
why I am putting the plaintiff's attorney on notice. 

* * * a * 

193 However, in this case, since I indicated at the beginning that as the 
case was posed byithe pre-trial brief, that I saw no reason to distinguish 
this case because of the fact that it was a re-issue. Now, since all the 
evidence has come in, I have now looked at information that was definitely 
not before the Patent Office, and I shall now point out! under Section 251 
why I think at least there may be an issue to re-issue, and I am stating 
that statement so that in the event counsel disagrees and wishes to take 

194 further testimony, he is on adequate notice to do so and have a fair 
trial of the issue. 

THE COURT: You are claiming that there may be an issue as to a 
re-issue ? 

MR. ROEMING: Yes, and that as a matter of law he may not be 
entitled to a re-issue as to one claim. 

THE COURT: Are you claiming that as to some particular claims 
in this case? 

MR. ROEMING: Yes, I will refer particularly to Claim 18, which is 
the claim that has been stressed. 

First, I should like to call attention to the fact that in the statute 
which is before Your Honor, the words that I am particularly interested 
in at this time occur on page 34 in line 5, and those words are: 

"Re-issue the patent for the invention disclosed in the original 
patent --' 
The sentence is, ''The Commissioner shall, on the surrender of such 
patent and the payment of the fee required by law, re-issue the patent for 
the invention disclosed in the original patent." 


Now, of course, in the first sentence, there is also the question, 
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the requirement that there must be error, as the reason for a deficient 
type specification or drawing and at this point I am not stressing that too 
much, except the fact that it might be related also into that phase, into 

195 that clause, thatl have emphasized. 
At the moment, Iam not prepared to cite decisions on the point. I 
am aware of the fact that there are decisions on the question of re-issue 
for inventions disclosed in the original patent. 
Now, I indicated in my opening statement as to Claim 18 -- 
THE COURT: Do you claim that is or is not disclosed in the 
original ? 
MR. ROEMING: I think it is quite evident from all the testimony 
that has been taken that this simplified tool as to which there has been 
much testimony here, and as claimed in Claim 18, is not within the 
disclosure of the original patent. 
The testimony, itself, indicates that this tool was progressively 
simplified and certainly the concept of producing the result of the tool 
disclosed in the application by a much simpler or simplified structure, 
is definitely not disclosed in the application. 
THE COURT: Is there anything different other than this liquid 
instead of going back up, just goes in a downward direction and this thing 
about the fingers ? 
MR. ROEMING: Well, no, the application discloses an electro- 
magnet, not a permanent magnet. And to have an electromagnet you must 
have a source of current. 


196 Now, all the claims in the original patent cover an electromagnet 


and they also cover a means for furnishing current to the electromagnet 
and that means is disclosed in the application as being a battery. There 
is no disclosure whatever of use of a permanent magnet. There is no 
disclosure of any kind in the original patent and in the application now 
before the Court that this tool can be used without a slidable means, and 
that the magnet be mounted, fixedly, at the bottom of the tool, nor is there 
ie the junk, 
as it was referred to, entirely by the magnet, out of the hole. 


any disclosure in the original application of the concept of 
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In the application disclosure before the Court and in the original 
patent, the only concept is that you will have an electromagnet which is 
energized only for a short time at the bottom of the hole, then the junk 
is raised, there is this finger basket under it, and the current is auto- 
matically cut off, the junk drops back on the fingers, and then the drill 
string is raised with the junk held by the fingers, and not by the magnet. 

I should like to call attention to Claim 18 and for Your Honor's 
convenience, I can submit a copy of the claims in more readable form 
and I believe they |are in the complaint because this way they could be 
marked up. I have submitted a copy of the claims to plaintiff's counsel 
and I should like to, at this point, call attention to those limitations in 

197 the Claim 18 which I think could raise this issue and to put plain- 
tiff on adequate notice that if he should wish to take further testimony 
on this point, he is free to do so. 

Now, in Claim 18, whose limitations have been repeatedly reviewed 
here, I would like to call attention to the fact that about line 8, as in the 
copy before Your Honor, the cylindrical magnet is stated to be mounted 
on said member adjacent to its lower extremity. 

Now, in the patent, and in the disclosure, as we have it, the magnet 
is slidable and mounted, and it is at times in an upper position and then 
it is lower. This feature is not set forth in this claim. 


The casing means is described in the subsequent lines as surround- 


ing said magnet and spaced therefrom and providing passage means longi- 
tudinally of said magnet between said magnet and spacing means, said 
casing means having means to positively -- and the rest of that is nd 
too important, but the only passage that is recited in this case is the 
single passage which would necessarily, if there is only one, provide a 
downward flow. 

Now, the important part comes in it whereby -- in the whereby 
clause of this case. Now, normally, as I indicated in my opening state- 
ment, not too much attention is paid to a whereby clause, because either 
the structure that:counts in distinguishing from the prior art -- but at 

198 this point, we are not raising the question of distinction of the prior 
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art, and if this case were out in a patent, certainly, anyone who wanted to 
could defend against it, in this patent case on the propriety] of the re-issue 
and the re-issue patent could be held in non-compliance with the statute. 

I should like to call attention to the fact that this whereby clause 
establishes how these elements recited function. I indicated in my open- 
ing statement that I thought the whereby clause did not -- that the result 
of the whereby clause did not flow solely from such elements, but, frankly, 
I was not on notice that actually the plaintiff had a structure developed 
which could, because of later improvements, produce such|a function as 
the testimony has indicated. 

Particularly , I call attention that it states whereby fluid received 
through said drill string may be conducted through said axial bore to 
the lower extremity of the magnet and to the portion of the |well bore where 
such metallic particles are located in order to loosen and free such metallic 
particles from other materials -- 

The application and patent, themselves, disclose in the first column 
of the patent that the purpose of the patent structure is, and I am looking 
at column 1, line 15 -- 14 and 15, "that the purpose is for moving the 
metallic objects towards the center of the well --" and the| disclosure 

199 clearly is to the point that by having the flow come down in the holes 
41 which we have stressed much in the testimony this morning, and then 
go up through the center of the tool,-- that is the disclosure in the patent. 

That is what provides this result stated in the patent to be for moving 
the metallic objects toward the center of the well. 

Now, in the simplified structure that has been described in the 
testimony, instead of the mud coming down in the holes 41 and going through 
the center and out through holes 43, the simplified structure, the mud 
simply comes down on the outside of the magnet but instead inside of the 
casing, then goes up on the inside of the casing along the drill pipe wall. 


So, there, in such structure you do not have the flow of fluid towards the 


middle, which would produce the result stated in the patent, for moving 
the metallic objects toward the center. 
Now, furthermore, in the whereby clause of Claim 18) it is stated 
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that after this loosening and freeing of such metallic particles from other 
materials and fromthe well bore, the statement is then in the last four 
lines, "so that said magnet will cause such metallic particles to adhere 
to the magnet and be lifted from the bore hole as said drill string is lifted." 
That function is clearly not also in the patent. 

The patent discloses only that the electromagnet brings the junk up 

200 above the fingers, is then de-energized and the junk falls on the 
fingers and as the drill string is raised, it is the fingers and not the mag- 
net that bring the junk from the bottom, a short-distance above the bottom 
of the hole all the way out, and the claim definitely indicates that it is the 
magnet that carries the junk out of the hole. 

As I have indicated, Your Honor, I cannot do otherwise than raise 
this question as a matter of duty. I will cite, if necessary, the recent case 
of Turken vs. Bailey Meter, a District Court decision in Delaware, in 
which the District Court, the Judge in Delaware, severely criticized the 
Solicitor of the Patent Office for his handling of a case before Judge 
Tamm. 

* * * * * 

204 I believe with'that rule and with the citations of authority from the 
Court of Appeals, I have indicated clearly that the Court can have this 
issue before it on its own motion, that the Office could raise it by motion 
to amend the pleadings, but when the evidence is in, it is not necessary 
for the defendant to! actually file a motion to amend the pleadings because 
the evidence is already before the Court, that the evidence sustains the 
position that I have taken. 

That is all I have to say and, as I say, I raise it entirely to give 
plaintiff an adequate opportunity to proceed as he sees fit on this matter. 

MR. DOWELL: May I say just a word, Your Honor? 

THE COURT: Certainly. 


* * * * * 


208 MR. ROEMING: Your Honor, I feel that there is no call for me to 


comment at this time because, as I indicated, I was not making anargument, 
I was putting him on notice if he wanted to take additional testimony, he 
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can. But as to the argument -- 
THE COURT: Now, to your mind, what would such evidence consist 
of ? 
MR. ROEMING: Well, the evidence, I think, is quite clear that the 
tool that is actually being sold as testified to by all the witnesses and 
particularly Mr. Ballew, is that this tool, that is actually being sold today, 
and in use, is a materially different tool from that which is disclosed in 
the application. 
The whole gist of our taking questioning and the testimony, and I 
think Mr. Ballew very honestly makes no attempt to deny that he manu- 
factured originally a tool according to the disclosure of his application, 
but subsequently he now has seven tools in the market in seven different 
sizes , no one of which corresponds to the structure disclosed in this 
application, and attains the result as claimed, apparently, in Claim 18. 
I stress, again, on the matter of why I raised that at this time, an 
Examiner in the Patent Office, whether he is an assistant examiner, 
the primary examiner, is not required to be clairvoyant. There is no 
evidence ever before the Patent Office which indicated that|the tool which 
the plaintiff is making was actually a tool materially different from that 
disclosed in the application, and when I came into court here yesterday, 
I had no notion that that was the case. That idea finally permeated 
through to me after I had cross-examined Mr. Wolfe, and cross-examined 
Mr. Snead, and it is only on the basis of the final information given to 
me by Mr. Ballew, that I am in a position now to analyze that claim with 
the benefit of all that testimony. 
And, again, I don't consider this is an argument on the merits of 
the case as a whole. As I indicated, under the Pre-Formed Line Products 
case, that case got into a horrible mess and, as I say, it is coming back 
to the Court of Appeals for the second time. I think I can forestall that 
type of thing by putting the plaintiff's counsel on notice at this time. That 
210 was my only purpose. 
MR. DOWELL: Your Honor, if these claims, and Claim 18 in parti- 
cular, read on the patent drawing -- 


104 
THE COURT: Well now, read this 18 on that -- because this sketch 
that you have here, where does it provide in the sketch for this water of 


fluid going down? 

MR. DOWELL: IfI may mark on this drawing, Your Honor, the 
liquid comes in at the top in this bore here, and then it passes out through 
either of these side passages here. 

THE COURT: Yes. 

MR. DOWELL: Then it can come down into this space here on the 
side of the magnet. 

THE COURT: Yes. 

MR. DOWELL: And then it can pass on down past the magnet and 
come out the lower end of it. 

THE COURT: Which is the line that it follows, the fluid? 

MR. DOWELL: It comes down here, where Iam pointing my pencil 
now, this bore 39, out through these anular passages, No. 40. 

THE COURT: Yes. 

MR. DOWELL: Then it passes down here, this passageway in 
between the casing and this central member, which has on it the numeral 
17. 

THE COURT: Then where does it go? 

MR. ROEMING: May I object to that statement, Your Honor? The 
patent clearly discloses it passes down the passage 41 and that is the 
only disclosure in that case. It later discloses that the fluid comes back 
up in the passage between the magnet, itself, and the interior wall, there 
is a double wall, and goes out through hole 43. 

MR. DOWELL: Your Honor, the patent is required to illustrate 
one means of practicing the invention, not every means, and our position 
is that the present commercial device is simply a simplification of this. 
They don't need to use an electromagnet any more, it is simply a substi- 
tution of a permanent for an electromagnet and since they don't need 
that, they don't need all this complicated electrical structure here, with 
this device moving up and down to operate this electrical switch No. 36. 

Your Honor, in the more complicated form of this device, as the 
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magnet moved up and down within this outer casing here, it caused this 
electrical switch on the side to operate. 

THE COURT: To operate? 

MR. DOWELL: That is correct, to turn the magnet off or on. But 
those are all details, though, that aren't necessary. 

THE COURT: Well, I understood his point to be about that was that 

212 you show in there, but the testimony was about this fluid going all 

the way down, and so as to operate on these things that you are fishing 
for. 

MR. DOWELL: That is correct. 

THE COURT: Now, if I understood Mr. Roeming, he/ claims that 
while you show what you just have been mentioning, that you don't quite 
indicate it can operate the other way, that is, to have this brought all the 
way down so as to operate on this object that you are trying to fish out 
of there. 

MR. DOWELL: Your Honor, the patent shows this passageway 
alongside of this central member which supports the magnet. Now, that 
passageway is perfectly capable of conducting liquid, completely past 
the magnet because it is open all the way. Your Honor can| see that. 

Simply by eliminating the need for these inner holes No. 42 or No. 
41, that is just a simplification, but it doesn't change the basic structure 


or operation of the tool. 
THE COURT: What about this point that he has made that this calls 
for being energized in one way, and then you are proposing|another ? 
MR. DOWELL: Your Honor, the claim doesn't say anything about 
the magnet being energized. I am sure that the Patent Office recognized 


that to use either a permanent or an electromagnet, it is a common 
expedient. 
213 THE COURT: Well, I would think it would be, too. 
MR. ROEMING: The only thing I can say about that, Your Honor, 
I didn't write the re-issue statute. 
THE COURT: Well, what does that have to do -- 
MR. ROEMING: The re-issue statute that I underlined, particularly 
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states that it must be to the invention disclosed in the one patent. That 
is in the underlined section on page 34. 

THE COURT: Well, I would think that point would be patent on its 
face, that you wouldn't necessarily have to stick to one form of energizing 
of something. 

MR. ROEMING: No, we don't indicate that. He has broad claims 
which refer to -- for example, this Claim 6 of his patent, but the fact of 
the matter is here, the indication is quite clear that, for example, as I 
have indicated in his whereby clause there is absolutely no disclosure in 
this application or patent that you lift all the way with the permanent 
magnet. The disclosure -- 

THE COURT: That you lift all the way -- what do you mean? 

MR. ROEMING: In the tool that is now being used by Mr. Ballew 
he has no basket. He lifts entirely with a permanent magnet which can- 
not be de-energized once it takes hold of the junk, it retains it, either all 
the way out or it drops it and there is no basket, if it should drop it, it 

214 goes all the way back. And that is certainly not disclosed in the 
application and that is what is indicated in Claim 18. 

THE COURT; It seems to me if this were strong enough to hold on 
to it without a basket, I don't see what difference it would make whether 
or not you put a basket on there. 

MR. ROEMING: He hasn't disclosed it that way in his application 
for a very special purpose. He had an electromagnet operated by a 
battery, as disclosed in the patent. Now he doesn't want to consume his 
battery unnecessarily, so he has automatic energizing of the magnet by 
the battery when the drill string, about the tool, hits the bottom of the 
hole. Then when he has decided that he has picked something up, and he 
can only guess by this tool, because there is no indicating means as there 
is with some other patents, then he starts drawing it up and there is this 


switch which automatically energizes it, and it then drops to the junk, and 
the junk is held on the fingers. And that is the way it is drawn out. That 
is the concept in the patent. 

THE COURT: Isn't the point that you are not dropping, you are 
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holding on to it so, therefore, you come out with it rather than to cut off 


the power ? 
MR. ROEMING: Yes, but that concept, as stated in Claim 18, whereby 
the magnet draws this out of the hole, is clearly nct disclosed in the patent. 
The magnet only drawing the junk up to a sufficient height in the tool that 
215 it can drop it on the fingers and that is the only concept disclosed in 


the patent. 
THE COURT: Well, wouldn't anybody know that if you kept the power 
on, so to speak, that it would take it up? 
MR. ROEMING: But that is a very pertinent question as to the 
question of patentability over the prior art, but on the matter of whether 
the man is entitled to a re-issue under the terms of Section 251 of the 
statute, I don't think that point is relevant, because the statute specifi- 
cally says it must be to the same invention as disclosed inthe patent, and, 
as I say, I, myself -- Iam a man who has lost his Veteran's insurance 
because of a technicality of the statute. I know what it means. That's 
the way the statutes work. 
* * * * * 
217 MR. ROEMING: Twenty days and we will submit our] brief there- 
after. 
THE COURT: I think it might be good if both of you submitted at 
the same time and then after both of you have submitted whatever you 
want to submit at the same time, then each have, say, ten days after that 
to answer what the other one says. Is that agreeable ? 
MR. ROEMING: That is agreeable. 
MR. DOWELL: That is agreeable, Your Honor. 
Thank you. 
* * 
THE COURT: Not at all. 


I will ask that the Clerk write on the blackboard, 'Do|not erase." 
* * * * * 
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[Excerpts from Plaintiffs' Exhibit 1, 
the certified copy of reissue patent 
application, Serial No. 541,874] 


OATH 


(1) HAROLD W. BALLEW and (2) JULIUS R. BALLEW, the above- 
named petitioners, being duly sworn, depose and say that they verily 
believe themselves to be the original and first inventors of the invention 
described and claimed in Letters Patent No. 2,657,752, and in the fore- 
going specification and for which they solicit a patent; that they do not 
know and do not bélieve that said invention was ever known or used be- 
fore their invention or discovery thereof; that the deponents are citizens 
of the United States of America, and now reside in (1) Schenectady, in 
the County of Sch'dy, State of New York, and (2) Hobbs in the County of 
Lea, State of New Mexico, respectively, that the deponents are joint in- 
ventors of the invention claimed in their application; that the deponents 
verily believe that the Letters Patent referred to in the foregoing peti- 
tion and specification is partly inoperative by reason of the patentees 
claiming less than they had a right to, and in particular failing to claim 
the novel combination of a magnet, regardless of whether a permanent or 
electric magnet, and the passage means by which fluid may be conducted 
through the drill string past the magnet for assisting in bringing junk at 
the bottom of the well into the field of the magnet and for removing ex- 
traneous matter from between such junk and the magnet in order that the 
magnet may perform its function of removing such junk from the bore hole; 
that the errors and the deficiencies to which reference has been made 
arose from the inadvertence of applicants' attorney in preparing the orig- 
inal application, and through inadvertence not discovered by applicants 
when examining the application prior to executing it, and that the errors 
arose without any deceptive intentionon the part of the applicants. 

(1) /s/ Harold W. Ballew 

(2) /s/ Julius R. Ballew 
[Verification of Harold W. Ballew and Jurat 18th day of October, 1955.] 
[Verification of Julius R. Ballew and Jurat 14th day of October, 1955.] 


[Mailed Sep 20, 1956] 


DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON ne ee 
Paper No. 8 


A. Yates Dowell & Applicant: Harold W. Ballew et al. 

A. Yates Dowell, Jr. Ser. No. 541,874 
1158 Munsey Building Filed - October 20, 1955 
Washington 4, D. C. For - MAGNETIC FISHING TOOL 


* * * 


This application has been considered special since it is a reissue, 
Rule 176, last sentence. 
The original patent must be surrendered before this case can be 
allowed, but need not be done unless claims additionally to those pre- 
viously patented are allowed. 
Claims 7, 8, 9 and 11 stand rejected as unpatentable over the patent 
to Brantly or Notley in view of Murphy et al. or Kirby. These claims re- 
cite the combination of two old well structures, first the feature of having 
a slideably disposed magnet within a casing which causes| metallic objects 
lost in the well to be drawn upward within the casing, andj secondly, the 
use of a washing means with the casing to uncover or expose the object 
by washing dirt or debris from the object. Both are well known. Brantly 
shows passages 15 for washing and uncovering the object jand parts 17 from 
the chamber for exit of the fluid. Notley shows passages B and ports 14 
for a similar purpose. Murphey et al. and Kirby disclose magnets 14 and 
13 respectively, for lifting objects into the casings of the reference patents. 
Generally speaking there is no invention in combining good features 
of the prior art, In re Welter 1941 C.D. 544; 120 F (2d) 353, particularly 
where each of the assembled features perform the same function in the 
new combination which they performed in the old devices. Moreover, in 
this art, the well tool art, it has been held that the mere association of 
old devices is not the exercise of such "uncommon talent"! which lies at 
the root of invention in a patentable sense. In Standard Oil v. Marzall 
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1950 C.D. 12, 181 F (2d) 280, the applicant mounted a perforator on a well 
screen. Both perforators and well screens were old, and the Court held 
that the assembly of the old devices was not invention. 

Applicant argues that the combination is not permissible because 
extensive modification of the individual features of each reference would 
be necessary. This is not agreed to. Kirby's cable 2 for raising the mag- 
net could be passed through dome 28 of Notley or at 20 in Brantly by use 
of a sealing plate 5 or packing gland 11 as disclosed by Kirby. 

Moreover applicant is not the first to broadly associate a magnet 
and a washing means in a well fishing tool. Both the patent to Athy and 
Bivings et al. disclose that such assembly is old. 

Claims 7, 8 and 9 are again also rejected as indefinite in that no 
structure is set forth whereby the magnet is "slideably disposed" or 
"reciprocable" within the casing. This is a mere statement of function or 
result unsupported by the recitation of structure whereby the function can 
occur. 

Claims 8 and 9 stand rejected also as lacking invention over the 
patents to Athy oriBivings et al. These claims distinguish from the struc- 
tures shown in the patents by reciting that the magnet is slideably dis- 
posed etc. No structure is recited whereby such result is obtained; hence 
no weight can be given thereto in determining the patentability of the 
claims. Applicant's remarks as to the weakness of Athy's structure, lack 
of teeth, and use of a pair of magnets are irrelevant since the claims do 
not recite any difference. Moreover such features are of no material im- 


portance being matters of choice or design known in the art. As to Biv- 


ings et al., his device obviously would have a wire connection to the elec- 


tromagnet when the string of drill pipe is connected thereto as stated in 
column 6, line 2 etc. of the patent. Otherwise, "normal fishing operation" 
could not be performed since the fish would not be attached to the magnet 
So it could be removed from the well. 

New claims 16 and 17 are rejected as reciting new matter and as 
inaccurate. No description of the magnet as having "a sleeve of magnetic 
material surrounding said pole piece and spaced therefrom by non-magnetic 
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means and end means of magnetic material" etc. has been found in the 
specification. Column 2, lines 54 etc. of applicant's specification 
state that coil 25 is positioned in a recess and surrounds| the central 
pole piece. Applicant may not insert new matter. 
Claims 16 and 17 are rejected as fully met by the patent to Bivings 
et al. applied and for the reasons given above. 
Claims 16 and 17 are also rejected as defining nothing patentable 
over Athy; it being held to be an obvious variation to substitute a central 
pole magnet having a casing etc. for the magnet means shown in Athy. 
This action is made FINAL. 
Summary: 
Claims allowable: 1-6 inclusive 
Claims cancelled: 10 and 12-15 
Claims rejected: 7-9, 11, 16 and 17. 


RLEvans:ab Examiner 


[ Filed February 25, 1957] 
IN THE UNITED STATES PATENT OFFICE 


In Re APPLICATION OF ) 
HAROLD W. BALLEW, et al. 
SERIAL NO. 541874 ) Division 49 
FILED: OCTOBER 20, 1955 
FOR: MAGNETIC FISHING TOOL ) 


Washington 4,/D. C. 
February 25, 1957 
Hon. Commissioner of Patents 
Washington 25, D. C. 
Sir: 
In response to the final rejection of September 20, 1956, the follow- 
ing is submitted: 
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IN THE CLAIMS 


Rewrite Claims 16 and 17 as follows: 


18. For use with a string of drill pipé in a well, fishing means 
adapted to circulate fluid from the string of pipe into a portion of the 
well to be fished, said fishing means comprising a member having an 
upper end portion threaded for connection to the drill string and having 
an axial bore for the passage of fluid received from said string, a 
vertically disposed substantially cylindrical magnet mounted on said 
member adjacent to its lower extremity and adapted to attract metallic 
particles in the well bore when the drill string is lowered into close 
proximity to such particles, casing means mounted on said member 
and surrounding said magnet and spaced therefrom and providing 
passage means longitudinally of said magnet between said magnet and 
casing means, said casing means having means to positively maintain 
the magnet substantially centrally of said casing, said member having 
means providing communication from said axial bore to said passage 
means whereby fluid received through said drill string may be conducted 
through said axial bore to the lower extremity of the magnet and to the 
portion of the well bore where such metallic particles are located in 
order to loosen and free such metallic particles from other materials 
and from the well|bore so that said magnet will cause such metallic 
particles to adhere to the magnet and be lifted from the bore hole as 
said drill string is lifted. 


19. For use with a string of drill pipe in a well, a fishing tool 
for attachment to the lower end of the drill pipe, said fishing tool 
comprising a member having an upper end portion threaded for con- 
nection to the drill pipe and having a central bore for communication 
with the bore of said drill pipe, a cylindrical casing carried by said 
member, a vertically disposed substantially cylindrical magnet, means 


ll2a 


engaging said casing and mounting said magnet centrally of said 


casing beneath said member and positioning it with its lower end 
portion adjacent to the lower end of the casing, said magnet being 
spaced from said casing, and means longitudinally of and|along the 
sides of said magnet for connecting the bore with the lower end of 
said magnet. 


REMARKS 


The final rejection has been carefully considered and this amend- 
ment is made in an attempt to place the case in condition for al- 


lowance. 


Reconsideration of the rejection of Claims 7, 8, 9 and 11 over 
the references and for the reasons of record is requested. Ap- 
plicant is unable to find in the references the concept of a fishing 
tool having a slideably disposed magnet therewithin with means for 
positioning it ad providing forthe flow of fluid within the casing to 
itslower end. Applicant points out that the claims call for the 
magnet being slidably disposed in the tool rather than simply having 
a tool which can be raised and lowered in a well as is the case 
with the references. 


Neither Athy nor Bivings et al discloses a magnet| slidably 
disposed within a fishing tool. 


Reconsideration is requested of the rejection because of 
indefiniteness as it is believed that these claims recite the inventive 


concept sufficiently definitely to comply with the rules. 


With respect to Claim 11, none of the references discloses the con- 
cept of having passage means within the wall of the fishing tool casing for 
conveying fluid downwardly, an annualar space between the magnet and the 
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casing, and discharge openings communicating with the annular space for 


fluid moving upwardly. This provides the advantage of washing the mate- 


rial upwardly toward the centrally disposed magnet which 
being caught and retained on the tool. 
The two new claims presented herewith are not met 


assists in its 


by the refer- 


ences and present an inventive concept thereover. Nothing in the prior 
art discloses the idea of a fishing tool which can be readily attached to 
the lower end of a string of pipe and which has a centrally mounted verti- 


cal substantially cylindrical magnet with passages provided longitudinally 


along its sides connecting up with bores from the upper portion of the 


tool so that the simultaneous action of fluid flow and a magnet of this 


type mounted as defined may be employed. 


The patent to Bivings et al does not have a magnet mounted within 


a casing and passage means for fluid on the outside of the 


magnet. Fur- 


thermore, Bivings lacks a disclosure of any means to electrically con- 


nect up his hydraulic pump and magnet after the cap 16 is 
and drill pipe attached to the threads 20. 


broken loose 


The Athy patent shows a different type of magnet which is inherent- 


ly weaker both magnetically and physically. Furthermore, it does not 


show the arrangement of a central magnet with the fluid fl 
annularly around the magnet. 


ow passing 


It is recognized that this is a highly developed art in which quite a 


number of patents have been granted over the years. Alth 
invention may be regarded by the examiner as simple the 


ough applicant's 
fact that there 


is no disclosure in the references is evidence that it was either not ob- 


vious or that its attributes were not recognized. Applic 
in the field with the invention defined in the claims and 


is therefore respectfully solicited. 


was the first 


mie allowance 


In the event that some or all of the claims in the case are not found 


allowable it is requested that the same be entered for the 


appeal. 
Respectfuliy, 


/s/ A. Yates Dowell, Jr. 


AYD,Jr:rc:ab A. YATES DOWELL, Jr 


purposes of 


., Attorney 


[Filed March 5, 1957] 
March 5, 1957 
Washington 4, D.C. 
Hon. Commissioner of Patents 
Washington 25, D. C. 
Sir: 

Attached are three affidavits by users of the above invention which 
indicate that it is a substantial improvement over previously known fish- 
ing tools and it is submitted that this evidence should substantiate appli- 
cant's position that a substantial improvement has been made over the 
prior art. It is requested that these affidavits be considered in connection 
with the present application with a view toward allowance. 

Respectfully, 


/s/ A. Yates Dowell, Jr. 


[Rec'd U. S. Patent Office, Div. 49, Mar 5, 1957] 


TO WHOM IT MAY CONCERN: 
I, the undersigned, R. S. Wiggins, am employed by Self have been 
been with the company for years. My position is Drilling Contractor. 


I have worked in the oil fields and done this type of work since 1924 . 


In my operations in the oil fields I have had occasion to require the 
use of fishing tools for the recovery of junk in the bottom of well bores 
being drilled for oil or gas, since 1949. I have used or seen used a fishing 
tool having a central vertical two-pole magnet surrounded by a casing 
spaced from the magnet which would and does allow liquids to circulate 
in the space between the casing and the magnet. This type of tool is being 
used and has been used in recent years on all fishing jobs involving the 
picking up of small pieces of junk usually drilling cones becoming dis- 
lodged from the drill bit. This type of fishing tool has practically elim- 
inated the use of other junk fishing tools and employing the use of mag- 
netic or non-magnetic features. 
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The undersigned has used or has seen used the fishing tool of Mr. 
J. R. Ballew's on many occasions and I know from my own|experience 
that it is the most satisfactory junk fishing tool in use in the oilfields 
at this time. 
/s/ R. S. Wiggins 


[Verification of R. S. Wiggins and Jurat 26th day of February, 1957.] 


[Rec'd U.S. Patent Office, Div. 49, Mar 5, 1957] 


TO WHOM IT MAY CONCERN: 

I, the undersigned, A. E. Elliott, am employed by Self and 
have been for 30 years. My positionis Drilling Contractor . I have 
worked in the oil fields and done this type of work since 1920. 

In my operations in the oil fields I have had occasion/to require the 
use of fishing tools for the recovery of junk in the bottom of well bores 
being drilled for oil or gas, since 1949. I have used or seen used a fishing 
tool having a central vertical two-pole magnet surrounded by a casing 
spaced from the magnet which would and does allow liquids to circulate in 
the space between the casing and the magnet. This type of tool is being 
used and has been used in recent years on all fishing jobs involving the 
picking up of small pieces of junk usually drilling cones becoming dis- 
lodged from the drill bit. This type of fishing tool has practically elim- 
inated the use of other junk fishing tools and employing the|use of magnetic 
or non-magnetic features. 

The undersigned has used or has seen used the fishing tool of Mr. 

J. R. Ballew's on many occasions and I know from my own experience that 
it is the most satisfactory junk fishing tool in use in the oilfields at this 


time. 
/s/ A. E. Elliott 


[Verification of A. E. Elliott and Jurat 26th day of February, 1957.] 
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[Rec'd U. S. Patent Office, Div. 49, Mar 5, 1957] 


TO WHOM IT MAY CONCERN: 

I, the undersigned, Guy Boyd » am employed by McAlester 

Fuel Co. and have been with the company for 10 years. My position is 
Toolpusher . I have worked in the oil fields and done this type 
of work since 1927 . 

In my operations in the oil fields I have had occasion to require the 
use of fishing tools for the recovery of junk in the bottom of well bores 
being drilled for oil or gas, since 1949. I have used or seen used a fishing 
tool having a central vertical two-pole magnet surrounded by a casing 
spaced fromthe magnet which would and does allow liquids to circulate 
in the space between the casing and the magnet. This type of tool is being 
used and has been used in recent years on all fishing jobs involving the 
picking up of small pieces of junk usually drilling cones becoming dis- 
lodged from the drill bit. This type of fishing tool has practically elim- 
inated the use of other junk fishing tools and employing the use of magnetic 
or non-magnetic features. 

The undersigned has used or has seen used the fishing tool of Mr. 

J. R. Ballew's on many occasions and I know from my own experience 
that it is the most ‘satisfactory junk fishing tool inuse in the oilfields at 
this time. 

/s/ Guy Boyd 


[Verification of Guy Boyd and Jurat 26th day of February, 1957.] 


[Mailed Mar 8, 1957] 
DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE ge 
WASHINGTON 


x * * 


Paper No. 11 


A. Yates Dowell & Applicant: Ballew, Harold W. et al. 


A. Yates Dowell, Jr. * * * 
* * 


Responsive to communication filed February 25, 1957. 
Careful consideration has been given the proposed amendment of 
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above data wherein new claims 18 and 19 are proposed to be inserted for 
claims 16 and 17. However, it is not believed that the new claims are 
patentable over the references of record, and the amendment has there- 
fore not been entered. The amendment will be entered as requested by 
applicants on filing of the appeal. 

Claims 7, 8, 9 and 11 have been reviewed in the light of applicant's 
remarks but are still deemed to be unpatentable over Brantly or Notley 


in view of Murphy et al. or Kirby et al. combined and for the reasons of 


record. 
Claims 18 and 19 are held to be unpatentable over either Murphy et 
al., Athy or Bivings et al. These claims do not recite the magnet as mov- 
able with respect to the casing. If Murphy et al's magnet ils fixed within 
casing 11, it is obvious that spacer means would be provided to position 
the magnet centrally of the casing. Mechanical skill only ils indicated. 
The fluid passages are interior of the magnets in Athy and Bivings et al. 
but it is held to be an obvious unpatentable variation to place the passages 
between the magnets and casings. Only a matter of choice|or design is 
involved. 
An antecedent for the term ''casing" used in the claims must be 
provided in the specification, and the structure positively centralizing 
the magnet must be described. Rule 75(d). 
No further amendment which does not place the application in con- 
dition for allowance, will in the absence of an appeal, be replied to, or 
acknowledged by the examiner within the statutory period which expires 
March 20, 1957. 


RLEvans/csd 


[Filed May 13, 1957] [Paper #13] 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF APPEALS 


IN RE APPLICATION OF ) 


76 
HAROLD W. BALLEW ET AL APPEAL NO. 7618 
) 


* * * 
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BRIEF FOR APPELLANT 


Statement of the Case 
This is an appeal from the rejection of Claims 7, 8, 9, 11, 18 and 
19, all of the claims remaining in this application, except claims 1 to 6 
inclusively, which were allowed in the original application and have not 
been rejected. 


THE REJECTED CLAIMS 
The rejected claims are as follows: 


7. A magnetic fishing tool for removing metallic objects from the 
bottom of a well or the like, comprising an elongated cylindrical casing, 
a substantially cylindrical magnet slideably disposed within said casing 
for reciprocable movement from a lower position adjacent to the lower 
end of the casing to a substantially raised position within the casing, said 
casing having means limiting the extent of downward movement of the 
magnet within the casing, passage means in said casing extending longitu- 
dinally thereof to provide for the flow of fluid downwardly therethrough 
from above said casing to therebelow, other passage means through the 
wall of said casing adjacent to the upper end thereof and providing dis- 
charge means for fluid moving upwardly to the exterior of said casing, 
and means for supporting said magnet and casing from a fluid conduit 
drill string, said supporting means having passages for conducting fluid 
from said drill string to the passage means in said casing at its upper 


extremity. 


8. A magnetic fishing tool for removing metallic objects for re- 
moving metallic objects from the bottom of a well or the like, comprising 
an elongated cylindrical casing, a substantially cylindrical magnet slide- 


ably disposed within said casing for reciprocal movement from a lower 
position adjacent to the lower end of the casing to a substantially raised 


position within the casing, passage means in said casing extending longi- 
tudinally thereof to provide for the flow of fluid downwardly therethrough 
from above said casing to therebelow, and means for supporting said 
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magnet and casing from a fluid conduit drill string, said supporting 
means having passages for conducting fluid from said drill string to the 
passage means in said casing at its upper extremity. 


9. A magnetic fishing tool for removing metallic objects from the 
bottom of a well or the like, comprising an elongated cylindrical casing, 
a magnet disposed within said casing for reciprocal movement from a 
lower position adjacent to the lower end of the casing to a substantially 
raised position within the casing, said magnet having a cross-section sub- 
stantially filling the interior of the casing but leaving unfilled space there- 
between for the passage of fluid, passage means in said casing extending 
longitudinally thereof to provide for the flow of fluid downwardly there- 
through from above said casing to therebelow, and means for supporting 
said magnet and casing from a fluid conduit drill string, said supporting 
means having passages for conducting fluid from said drill |string to the 


passage means in said casing at its upper extremity. 


11. A magnetic fishing tool for removing metallic objects from the 
bottom of a well or the like comprising a hollow cylindrical] casing, elong- 
ated substantially cylindrical magnet means disposed centrally within said 
casing and having its side walls spaced from the inner walls of the casing 
to provide an annular space between said casing and said magnet, passage 
means within the width of said casing and extending longitudinally thereof 
to provide for the flow of fluid downwardly therethrough from above said 
casing to therebelow, other passage means extending through the wall of 
said casing adjacent to the upper end thereof and providing discharge 
means for fluid moving upwardly through said annular space to the ex- 
terior of said casing, and means for connecting said magnet means and 
casing to a fluid conduit type drill string, said connecting means having 
passages for conducting fluid from said drill string to the longitudinally 


extending passage means within said casing at the upper extremity there- 


of. 


18. For use with a string of drill pipe in a well, fishing means 
adapted to circulate fluid from the string of pipe into a portion of the well 
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to be fished, said fishing means comprising a member having an upper 
end portion threaded for connection to the drill string and having an axial 
bore for the passage of fluid received from said string, a vertically dis- 
posed substantially cylindrical magnet mounted on said member adjacent 
to its lower extremity and adapted to attract metallic particles in the well 
bore when the drill string is lowered into close proximity to such particles, 
casing means mounted on said member and surrounding said magnet and 
spaced therefrom jand providing passage means longitudinally of said 
magnet between said magnet and casing means, said casing means having 
means to positively maintain the magnet substantially centrally of said 
casing, said member having means providing communication from said 
axial bore to said passage means whereby fluid received through said 
drill string may be conducted through said axial bore to the lower ex- 
tremity of the magnet and to the portion of the well bore where such 
metallic particles are located in order to loosen and free such metallic 
particles from other materials and from the well bore so that said mag- 
net will cause such metallic particles to adhere to the magnet and be 
lifted from the bore hole as said drill string is lifted. 


19. For use with a string of drill pipe in a well, a fishing tool for 
attachment to the lower end of the drill pipe, said fishing tool comprising 
a member having an upper end portion threaded for connection to the drill 
pipe and having a central bore for communication with the bore of said 
drill pipe, a cylindrical casing carried by said member, a vertically dis- 
posed substantially cylindrical magnet, means engaging said casing and 
mounting said magnet centrally of said casing beneath said member and 
positioning it with its lower end portion adjacent to the lower end of the 


casing, said magnet being spaced from said casing, and means longitudin- 


ally of and along the sides of said magnet for connecting the bore with 
the sides of said magnet for connecting the bore with the lower end of 
said magnet. 
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THE REFERENCES 


Brandon 1,439,687 Dec. 26, 1922 294-65.5 
Bornemann 1,589,678 June 22, 1926 294-65.5 
Lane 2,092,316 Sept. 7, 1937 294-65.5 
Athy 2,431,361 Nov. 25, 1947 294-65.5 
Bivings et al 2,595,632 May 6, 1952 294-65.5 
Brantly 2,159,249 May 23, 1939 166/99xr 
Notley 2,169,922 Aug. 15, 1939 166/99 

Murphy et al 2,493,992 Jan. 10, 1950 294/65.5 
Kirby I 2,539,435 Jan. 30, 1951 294/65/5 
Nolley et al 2,556,849 June 12, 1951 166/65 


THE INVENTION 
The invention is in a magnetic fishing tool having a particular 
structure which is adapted to remove ferromagnetic objects from the 
bottom of a deep well such as those used in the oil industry. 
In its broadest aspects, the tool has an upper connecting portion 15 
with a threaded extremity 16 by which means it may be connected to the 
lower end of a string of drill pipe. Although the idea of a tool of this 


general character having means for attachment to the lower end of a 
string of drill pipe is old, it should be borne in mind that tools which 


are separately carried, as for example by a cable, are less desirable 
because of the necessity of providing several miles of heavy cable and 
the apparatus for winding it. Furthermore, the invention makes use of 
the string of drill pipe having means by which fluid may be circulated 
through the string in order to assist in the fishing operation. Thus any 
reference, except those having means to attach the tool to the string of 
drill pipe, is far fetched. 
The member 15 has a central bore for communication with the 

drill pipe and carries at its lower portion a cylindrical casing, 10. 
Mounted within the casing is a cylindrical magnet 24, there being space 
all around the magnet between it and the walls of casing 10. 
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The magnet is mounted on a member 20 within the casing 10 and in 
its operative position the shoulder 16' of member 20! engages the shoulder 
19 on the inner side of the casing 10 and positions the magnet with its 
lower end adjacent the lower end of the casing 10. In this position the 
passageways 40 adjacent to the shoulder 16 communicate directly with 
the passageways 41 in the casing 10 in order that the fluid from the drill 
string may be carried down through the member 15 and the passages 40- 
41 to the space underneath the tool. Openings 43 from the space between 
the magnet and the casing permit fluid to pass outwardly through the 
casing. 

Teeth 34 may be used as desired at the lower end of casing 10. 
When such teeth are used, it is the practice to rest thereon the entire 
weight of the drill string, which may be in the neighborhood of 200,000 
pounds, and to rotate the tool in order to clear away material which may 
lie over the broken bit or other material which it is desired to remove. 

Applicant's device has come into substantial use and is highly suc- 
cessful as indicated by the affidavits connected to applicant's paper of 
March 5, 1957. 


THE REJECTION 

The claims |7, 8, 9, and 11 are rejected over Brantly or Notley in 
view of Murphy et al or in view of Kirby et al. The Examiner's view was 
that the provision of a fishing tool having fluid circulating passages at 
the sides, as shown in Brantly, could properly be combined with the other 
references and particularly Murphy, in which magnets are broadly used 
with fishing tools, to meet the claims. 

Claims 18 and 19 were held unpatentable over either Murphy et al, 
Athy, or Bivings et al. The Examiner's position appears to be that these 
patents disclose the broad idea of a magnetic fishing tool associated with 
apparatus for circulating fluid and that the claims define nothing patent- 


able thereover. 


ARGUMENT 
Claims 7, 8, 9, and 11 are directed to a fishing tool having a magnet 


slideably disposed therewithin with means for positioning it and providing 
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for the flow of fluid within the casing to its lower end. Neither Brantly 
- nor Notley discloses a magnet. Kirby shows a magnet which is carried 


by a cable rather than being attached directly to the drill a string. 


Thus the idea of circulation in connection with Kirby is entirely lacking. 
The Murphy et al patent shows a magnet 14 which is let down by a cable 
within the drill pipe string. This necessitates the use of additional ap- 
paratus and furthermore does not afford as strong a magnet as one which 
is substantially the diameter of the cylindrical portion of the casing. 

If heavy mud were used as the drilling fluid the Murphy tool would 
be inoperative because the magnet 14 would float on the mud rather than 
descend into operative position. No basis is seen for combining Murphy 
with Notly nor Brantly because the domes 28 and 20 would prevent the 
descent of the magnet past the upper portion of the tool. Even if the 
domes were removed the combined structure would be vastly unlike appli- 
cant's. 

No reasonable basis for combining Brantly or Notly with Kirby is 
seen, nor if made, would the combination meet the claims. 

Claims 18 and 19 are directed to the combination with the parts in 
operative position, and are not limited to the parts being slideably dis- 
posed. There is no reason why applicant should be limited to the use of 
an electro-magnet nor to being slideably disposed, as the invention is 
broader than these limitations. Applicant was the first in the field to de- 
sign a magnetic fishing tool having a centrally positioned magnet and a 
spaced outer casing which could be attached directly to the lower end of 
the drill pipe and which provides for the circulation of fluid downwardly 
through the drill pipe and fishing tool into the area of the well bore from 
which junk had to be retrieved. 

The Murphy patent has been previously discussed. It|requires the 
use of a separate means including a cable for lowering it in| a position. 
Thus the idea of a unitary tool structure which can be attached at the 
lower end of the pipe string is lacking in Murphy. No means for posi- 
tioning the magnet 14 of Murphy at the lower portion of the tool is shown. 
Thus Murphy's concept and his structure are foreign to those of applicant. 
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Athy's fishing tool is unlike applicant's in many important re- 
spects. Applicant's is adapted for deep well operation in which the weight 
of the drill string may be 200,000 pounds and in which hydrostatic pres- 
sures are very high. Athy's tool structure is weak and not capable of 
withstanding the weight of drill string or hydrostatic pressures encountered 
in deep wells. It is observed that Athy does not disclose any teeth at the 
lower end of his tool, presumably because of his recognition that his tool 
was too weak to use for digging. Athy's magnetic arrangement requires 
that his outer casing 11 be brass which of course is relatively soft as 
compared to steel. Applicant's magnetic arrangement does not require 
the use of non-magnetic material in the casing. 

Another important difference is that Athy does not provide a cylin- 
drical or two-pole magnet, but instead has a horse-shoe arrangement. 
This does not provide as strong a field as a cylindrical magnet and is 
much more easily shorted out than occurs with a cylindrical or 2-pole 
magnet. 

Applicant's broadest claim 19, as well as 18 which is more specific, 
both define a cylindrical magnet mounted centrally of the casing and 
being spaced from the casing. This structure provides circulation and a 
different type of magnet arrangement than shown in the patent of Athy for 
far more satisfactory fishing tool in many respects. 

The patent to Bivings et al shows a fishing tool which is let down 
by a cable 38 which carries electrical leads for the pump 50 and the elec- 
tro-magnet 10. In the event the fishing tool becomes jammed in the well 


the operator on the surface may twist the cable 38 to release the cap 16 


and then let a drill string down to engage the threaded portion 20. How- 
ever, it is pointed out, column 4, lines 23-28, that removal of the cable 
in this manner also breaks the electrical leads and therefore renders the 
magnet and pump inoperative when attached to a drill string. 

The Examiner has argued from Column 6, lines 2-6 of the Bivings 
et al patent that normal fishing action may be conducted with the drill 
pipe attached. However the patent discloses nothing by means of which 
‘normal fishing"’* may be conducted using the electro-magnet and pump 
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Since no means is disclosed for making these operative after removal of 
the cap 16 as discussed in column 4, line 23-28. 
Other distinctions over Bivings are apparent. For example, Bivings 
does not disclose a magnet carried within and spaced from the outer casing 
of a fishing tool in order to provide for circulation around the lower end 
of the magnet. Applicant's inventive concept is embodied in this feature 
as to which Bivings makes no suggestion. 
Applicant has made a notable step forward in the art which inadvert- 
ently was not adequately claimed in his original application. The reissue 
provisions of the law provides for this circumstance. Nothing in the art 
suggests applicant's inventive concept as embodied in the language of the 
claims and therefore these should be allowed. 


Reference is made to the affidavits attached to applicant's paper dated 


March 5, 1957. These affidavits are by persons familiar with conditions 
in this industry and state that applicant's invention is meritorious and that 
applicant was the first in the field. We believe that these statements are 
worthy of consideration. 
Accordingly, reversal of the Examiner's decision and allowance of 
the claims is respectfully solicited. 
An oral hearing is requested. 
Respectfully submitted, 


/s/ A. Yates Dowell, Jr| 
AYDJR:gh A. YATES DOWELL, JR., Attorney 


[Mailed Jul 15, 1957] 


DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
* * * 


* * * 
——S 
Examiner's Answer 


This is an appeal from the refusal to allow claims 7, 8, 9, 11, 18 
and 19. This application is a reissue and claims 1-6 inclusive which are 
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the claims of the patent for which this reissue is sought, stand allowed. 
The copy of the appealed claims presented in applicants’ brief 
should be corrected as follows: 
Claim 8, line 2, cancel "for removing metallic objects" as a 
repetition. 
Claim 11, line 7, "width" should be -wall-. Otherwise the copy is 
correct. 
The invention is adequately described on pages 3, 4 and 5 of the 
Brief. 
The references relied upon on the final rejection are the following 
patents: 
Brantly 2,159,249 May 23, 1939 
Notley 2,169,922 Aug. 15, 1939 
Athy 2,431,361 Nov. 25, 1947 
Murphy et al. 2,493,992 Jan. 10, 1950 
Kirby 2,539,435 Jan. 30, 1951 
Bivings et al. 2,595,632 May 6, 1952 
The final rejection (Paper No. 8) is thought to apply the references 
to claims 7, 8, 9 and 11 in sufficient detail that repetition is not neces- 
sary. Also the rejection of claims 18 and 19 is fully set forth in the let- 
ter of March 8, 1957 (Paper No. 11). 
With reference to applicants' statement that "If heavy mud were 
used as the drilling fluid, the Murphy tool would be inoperative because 
the magnet 14 would float on the mud rather than descend into operative 


position", the specific gravity of iron or steel obviously will be greater 
than that any drilling fluid that would be used. The manner of combining 
the references in rejected claims 7, 8, 9 and 11 is fully stated in the 


record and such combination is held to be obvious and therefore non- 
inventive. 

As to claims 18 and 19, the magnet 14 of Murphy et al could be 
positioned on or attached to the tubing string 13 or casing 11, and would 
be, if it were desired to omit the feature of raising the magnet into the 
surrounding casing with the article being retrieved from the well. The 
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split fluid passage arrangement of Athy and the central fluid passage 
arrangement of Bivings et al are equivalent to positioning the passages 
around the magnet as in applicants' structure. Applicants! statements 
as to Bivings et al are not agreed to for the reason that "normal fishing 
operation" as described in the patent in column 6, lines 5 and 6, could 
not be performed if electricity were not supplied to the magnet. The 
statement in the patent would be meaningless if this were not done. 

Claims 7, 8 and 9 stand rejected also as indefinite in failing to 
set forth structure whereby the magnet is "slidably disposed" or "re- 
ciprocable" within the casing, and claims 8 and 9 are rejected addition- 
ally as lacking invention over Athy or Bivings since no structure is re- 
cited distinguishing therefrom. 

Several affidavits are offered but these are mimeograph forms 
written in words other than the affiants and merely express opinions 
rather than concrete facts as to particular instances where the known 
fishing tools have been discarded and money paid to buy applicant's tool 
instead, because it was thought better than Murphy et al's for example. 
Hence the affidavits are entitled to little weight in determining the patent- 
ability of the claims. 

It is submitted that the rejection was proper and should be sus- 


tained. 


RLEvans:avh Respectfully submitted, 
* + * 
Examiner, Div. 49 


[Mailed Nov. 29, 1957] Paper No. 16 
IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF APPEALS 


Appeal No. 76-18 
Hearing: October 28, 1957 
Ex parte Harold W. Ballew and Julius R. Ballew 
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Application for Patent filed October 20, 1955, Serial No. 541,874, 
for the reissue of Patent No. 2,657,752, Granted November 3, 1953. 
Magnetic Fishing Tool. 


Messrs. A. Yates Dowell and A. Yates Dowell, Jr. for appellants. 


This is an appeal from the final rejection of claims 7, 8, 9 and 11 
and from the refusal of the examiner to allow claims 18 and 19, which 
were substituted for finally rejected claims 16 and 17. Claims 1 to 6, 
inclusive, which are the claims of the patent for which this reissue is 
sought, stand allowed. 

Claim 7 is illustrative and reads as follows: 

7. A magnetic fishing tool for removing metallic objects from 
the bottom of a well or the like, comprising an elongated cylindri- 
cal casing, a substantially cylindrical magnet slideably disposed 
within said casing for reciprocable movement from a lower posi- 
tion adjacent to the lower end of the casing to a substantially raised 
position within the casing, said casing having means limiting the 
extent of downward movement of the magnet within the casing, pas- 
sage means in said casing extending longitudinally thereof to provide 
for the flow of fluid downwardly therethrough from above said casing 
to therebelow, other passage means through the wall of said casing 
adjacent to the upper end thereof and providing discharge means for 
fluid moving upwardly to the exterior of said casing, and means for 
supporting said magnet and casing from a fluid conduit drill string, 
said supporting means having passages for conducting fluid from 
said drill string to the passage means in said casing at its upper 
extremity. 


The references relied upon by the examiner are: 
Brantly 2,159,249 May 23, 1939 
Notley 2,169,922 Aug. 15, 1939 
Athy 2,431,361 Nov. 25, 1947 
Murphy et al. 2,493,992 Jan. 10, 1950 
Kirby 2,539,435 Jan. 30, 1951 
Bivings et al. 2,595,632 May 6, 1952 
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The appealed claims relate to a magnetic fishing tool. The subject 
matter is adequately described on pages 3, 4 and 5 of appellants' brief. 
Claims 7, 8, 9 and 11 stand rejected on Brantly or Notley in view of 
Kirby and Murphy et al. 
Brantly discloses an oil well fishing tool having a hollow, elongated 
cylindrical casing 10. The upper end of the casing has a means 13 adapted 
to be fastened to a drill string 12 and an axial passage 14 in said means 
communicating with the passage in the drill string, the intermediate walls 
of the casing have a plurality of longitudinally extending passages 15 com- 
municating with the axial passage 14 at their upper ends and open at their 
lower ends to the well bore, and the lower end of the casing has a plurality 
of fingers 23 mounted therein and adapted to open to allow material to pass 
into the chamber and to close upon any attempt of the material to pass out 
of the chamber. The casing walls also have openings 17 therethrough for 
passage of fluid from the interior to the well bore. 


Notley discloses a similar structure wherein the lower portion of 


the chamber in element 20 contains a gate member 34 which likewise opens 
to admit material to the chamber but closes upon any reverse movement of 
the material. The upper end of the casing is adapted to be mounted on the 
drill string, as in Brantly. Neither Brantly nor Notley teaches the use of 
magnets in the inner chamber of their casings, yet they teach the idea of 
passing fluid through the walls of the casings past the end of the casings 
and then washing the metallic and other objects into the casings and trap- 
ping them therein. 
Kirby discloses the use of a magnet in the casing member of a fish- 
ing tool. The casing 22 and the magnet 13 are initially locked together by 
means of a pin 26. Upon lowering the tool into the well the magnet can 
attract any metallic object and upon pulling on the cord 9 the magnet will 
be moved upwardly and engage the latch 28 to remove the pin 26 from en- 
gagement with the casing 22. Upon further movement of the magnet in the 
casing, the metallic object will be drawn into the casing and the fingers 
30 will drop down and prevent any elements fastened to the magnet from 
passing out of the lower end of the casing. 
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Murphy et al. disclose a fishing tool casing having an inner chamber 
and adapted to be fastened to a drill string 13. The lower end of the casing 
has fingers 21 which allow movement into the chamber, but prevent move- 
ment out of the chamber. A cylindrical magnet 14 is adapted to be lowered 
through the drill string into the casing member whereby in its lower posi- 
tion the magnet will attract any metallic objects and draw them into the 
casing. 

Kirby and Murphy et al. both teach the use of magnets to retrieve 
and/or hold objects in a fishing tool casing. The examiner contends that 
the addition of the magnets of Kirby or Murphy et al. in the Brantly or 
Notley casings is merely a selection of old features in the art and combin- 
ing them in a single structure wherein each feature performs the same func- 
tion in the new combination which it performed in the old combination. 
Appellants contend that the Kirby or Murphy et al. magnets could not be 
combined with Brantly or Notley because the magnets could not pass through 
the domes 20 and 28 of Brantly and Notley, respectively, that even if the 
domes were removed the combined structure would be vastly unlike appel- 
lants’, and further, there is no reasonable basis for combining the struc- 


tures. As noted above, both Brantly and Notley teach appellants' method 


of passing fluid from the drill string through the casing wall passages and 
into the space at the end of the casing. The fluid stirs up any debris en- 
compassed by the casing and carries it into the interior of the casing. The 
debris is trapped in the casing by the trap means at the lower end of the 
casing. Kirby and Murphy et al. teach the use of slidable or movable mag- 
nets in fishing tools to aid in drawing metallic material into a casing and 
trap means in the casing to retain the material therein. Appellants have 
added a magnet in the Brantly or Notley tool to perform the same function 
therein that it performed in its original setting and it is thought that with 
this teaching before one skilled in the art, it does require the exercise of 
inventive faculty to produce this combination. In re Henley, 44 CCPA 701; 
714 0.G. 836; 239 F. (2d) 399; In re Twomey et al., 42 CCPA 742; 1955 
C.D. 55; 692 0.G. 4; 218 F. (2d) 593; 104 USPQ 273. We will sustain the 
rejection of claims 7, 8, 9 and 11 on Brantly or Notley in view of Kirby 

or Murphy et al. 
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Claims 18 and 19 stand rejected as unpatentable over either Murphy 
et al., Athy or Bivings et al. 
Murphy et al. has been explained briefly above, but it is further 
noted that the mounting means 12 is threaded to a drill string 13 and has 
an axial bore for the passage of fluid from the drill string.| A casing 11 
is mounted on the means 12 and surrounds and is spaced from a vertical- 
ly disposed substantially cylindrical magnet. The casing thereby provides 
a passage means longitudinally of the magnet between the magnet and the 
casing whereby the fluid from the axial bore in means 12 passes through 
the passage to the lower portion of the casing and into the well bore to 
wash material away from the metallic objects whereby the magnet may 
attract the objects into the casing. The examiner contends|that these 
claims do not call for a movable magnet, that if fixed it would be obvious 
to use spacer means to maintain it spaced from the casing, and mechanical 
skill only is indicated in making these changes. Appellants contend that 
Murphy et al. require a separate means including a cable for lowering 
the magnet in position, therefore, they have no idea of a unitary tool 
which can be attached to the lower end of a drill string. It is true that 
Murphy et al. assemble casing 11 onto the drill string and lower it into 
the drill hole and later lower the magnet into the casing, however, we 
believe that it is a matter of choice and no inventive skill is required to 
assemble the magnet in fixed relation in casing 11 and pass both down 
the drill hole together. An example of such a practice may be found in 
Athy which clearly shows a magnet mounted in fixed relatign in a fish 
casing and the assembly mounted on a drill string. 
We will sustain the rejection of claims 18 and 19 on Murphy et al. 
Athy discloses a casing 11 having a portion 6 adapted to be threaded 
to a drill string, a magnet comprising two elements 11A mounted in the 
lower portion of the casing, a passage means 13 between the two magnet 
elements and leading from the drill string to the lower endjof the casing, 
and plates 14 and 15 confining the magnet and passage means in the casing. 


There is no movement of the magnet relative to the casing. 
The examiner's position is that the split fluid passage is the equiva- 
lent of appellants’ passage around the magnet. Appellants contend that the 
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Athy tool is too light and weak, his casing is necessarily of weak materi- 
al, and a horseshoe magnet is weaker than appellants' cylindrical magnet. 
Athy lacks a casing surrounding and spaced from the magnet and forming 
@ passage means between the magnet and the casing for the passage of 
fluid. We will not sustain the rejection of claim 18 on Athy. 

Claim 19 does not disclose any utility as a result of spacing the 
magnet from the casing. The central passage 13 forms means in the 
casing longitudinally of and along the inner side of the magnet for con- 
necting the bore 7 with the lower end of the magnet whereby fluid is 
passed downwardly from above the casing to below the same. We there- 
fore will sustain the rejection of claim 19 on Athy. 

Bivings et al. disclose a fishing tool adapted to be lowered inde- 
pendently into a well bore and has a casing 30, 36 at the lower end of the 
lowering means 38 and a cylindrical magnet mounted in the lower end of 
the casing. A separate fluid supply means is also mounted on the tool 
and is connected with an internal passage 64 in the casing whereby fluid 
is forced through the casing, past the end, and around the outer side 
thereof. 

The examiner's position relative to Bivings et al. is similar to his 
contentions relative to Athy. Appellants contend that Biving's tool is let 
down by a cable and not by a drill string, that the casing surrounding the 
magnet is not spaced from the magnet, hence, no surrounding passage 
means is formed for flushing, and that if the member 16 is disconnected 
due to jamming and the drill string is subsequently fastened to threads 
20, there will be no magnetic attraction as the wires will be broken. They 
call attention to column 4, lines 23 to 28. The examiner contends that 
column 5, lines5 and 6indicate the drill string is fastened to threads 20 
and thereafter normal operation continues and that this could not be per- 
formed if electricity were not supplied to the magnet. It is not clear to 
us, however, how the electricity will be connected to the broken wires. 

If the Bivings et al. member 20 is attached to a drill string, we do not 


believe their magnet is operative, there is no surrounding casing spaced 


from the magnet and no means of passing fluid around the magnet. We 
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will not sustain the rejection of claim 18 on Bivings et al. 

Claim 19 may be applied to Bivings et al. in the same manner as 
Athy and the rejection of claim 19 on Bivings et al. is sustained. 

Claims 7, 8 and 9 stand rejected as indefinite in failing to set forth 
structure whereby the magnet is slidably disposed or reciprocable within 
the casing. The magnet is set forth as being disposed within the casing 
and the terms slidably or reciprocable are merely broadly descriptive 
of the manner of mounting. We believe that although the mounting does 
produce a function, it is a broad statement of structure that is described 
and not the function produced by the structure. We believe that such a 
statement is one of sufficient structure and not indefinite. We will not 
sustain the rejection as indefinite. 

Claims 8 and 9 stand rejected on Athy or Bivings et/al. Athy and 
Bivings et al. do not disclose a sliding relationship of a magnet to a 
casing and we will not sustain the rejection of claims 8 and 9 thereon. 

We have carefully considered the affidavits relative|/to commerical 
success and acceptance by the trade, but they are material only when the 
question of patentability is in doubt, which, in our opinion, is not the case 
here. 

The decision of the examiner is affirmed. 


/s/ P. T. Dracopoulos ) 
Examiner-in-Chief 
) 


/s/ J. E. Keely 


November 29, 1957 
* * * 


Examiner -in-Chief (Acting) ) 
) 


/s/ P. L. Patrick 
Examiner -in-Chief (Acting) ) 


APPEALS 


[Mailed Dec. 4, 1957 - U.S. Patent Office, Bd. of Appeals] 
| per No. 17 
CORRECTION OF DECISION 


In the Board's decision dated November 29, 1957 in jthe above- 
entitled application, on page 4, line 23, the word -- not -- should be 
inserted after the word "does". 

By Order of the Board of Appeals. 


/s/ Nicholas Hahn 
* * * Administrative Officer 
December 4, 1957 
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EXCERPTS FROM DEFENDANT'S 


EXHIBIT 1, PRIOR ART PATENTS 


RELIED UPON IN THE REJECTION 
OF THE CLAIMS OF THE REISSUE 


APPLICATION 
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Cc. R. ATHY 2,431,361 
RETRIEVING TOOL FOR WELL BORES 
Filed April 6, 1945 
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UNITED STATES PATENT OFFICE 


2,431,361 
RETRIEVING TOOL FOR WELL BORES 
Clifford R. Athy, Columbus, Ohio, assignor to In- 
ternational Derrick and Equipment Company, 
Columbus, Ohio, a corporation of Ohio 
Application April 6, 1945, Serial No. 586,942 


2 Claims. (Cl. 294—65.5) 


This invention provides an improved tool 
adapted for use in removing metallic’ bodies or 
objects from the bottom of a well bore. 

It often happens in the drilling of ofl wells and 
the like that the drilling bits employed in the 
operation will break, thus leaving fragments of 
hardened steel in a loose or free state at the 
bottom of the well bore. To continue further 
drilling of the well, it is necessary to remove such 
fragments, since otherwise they would cause 
damage to other drills contacting therewith. At 
present the well-drilling art employs quite gen- 
erally, under conditions of the nature specified, 
mechanically operating jaw devices which are 
cable suspended and, through manipulation, are 
adapted to grip loose solid bodies or objects rest- 
ing on the bottom of a well bore to admit of the 
lifting and removal of the same from the bore. 

Such mechanical gripping tools, however, can- 
not be manipulated with any appreciable degree 
of certainty from the top of a well bore. When 
it is considered that in of] well drilling particu- 
larly, & well bore may possess a depth measured 
in thousands of feet, the difficulties in manipu- 
lating a mechanical gripping tool to cause it to 
grip the object sought to be retrieved; disposed 
many feet below and entirely out of sight, are 
manifest, Their use is entirely a hit or miss in 
character. If fortunate in gripping the body 
sought, the operation may be carried out with 
reasonable promptness, but it is not uncommon 
for such an operation to require many hours, 
even days, before the object sought is success- 
fully removed, and, of course, during the opera- 
tion, well drilling is entirely stopped’ and the 
drilling crew and equipment remain idle with 
accompanying high cost. 

Therefore, it is an object of the present inven- 
tion to provide an improved retrieving tool for 
rendering the operation of removing loose drill- 
ing obstructing ferrous bodies from the bottom 
of a well bore, and doing so in a more certain 
and expeditious manner. 

Another object is to provide a tool for the pur- 
pose set forth in which a permanent magnet is 
used as the means for effecting adherence there- 
to of the metallic body or bodies required to be 
removed from a well bore. 

A further object is to provide a retrieving tool 
of this nature in which provision is made for 
ejecting a fluid under forced flow therefrom for 
the purpose of producing a fluid suspension of 
the fine solids, such as sand or other earthy mat- 
ter, which are usually present in the bottom of 
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ticles will not interfere with the ip of 
the magnetic tool with the metal objects sought 
to be removed. 

With these and other objects in view, the in- 
vention consists in the novel feat of con- 
struction, combinations of elem and ar- 
rangements of parts hereinafter more fully de- 
scribed and pointed out in the ap; led claims. 

In the drawings: 

Fig. 1 is a vertical sectional view through 
the improved magnetic retrieving compris- 
ing the present invention; 

Fig. 2 1s a similar view taken on @ plane per- 
pendicular to that of Fig. 1; 

Fig. 3 is a bottom plan view; 

Fig. 4 is a sectional view on the line 4—4 of 
Fig. 2; 

Fig. 5 is a perspective view of one of the mag- 
net halves, 

Referring to the drawings, the| numeral § 
designates my improved magnetic retrieving tool 
in its entirety. In the specific embodiment there- 
of illustrated, the same is formed to provide a 
steel head 6, which is formed internally with a 
conical] and threaded socket 17, the latter being 
adapted for the reception of the correspondingly 
threaded lower end of a string of d pipe 8, 
extending to the top of a well bore in which 
the tool is used, and through which tubing water, 
or other liquid, is passed, 

The lower end of the head is ang ly shoul- 
dered, as at 9, and formed with 
threaded extension {0 of red 
Adapted for engagement with the 
extension 18 are internal threads 
the upper end of a tubular brass c: 
socket 7 terminates at its lower end in a bore {2 
in which is positioned and firmly 5 d the 
tubular upper end of an inverted Y-shaped 
water-discharging nozzle 13, formed of a non- 
magnetic material, preferably of austenitic stain- 
less steel, said nozzle being disposed within the 


Positioned in the tool between the casing 1! 
and the nozzle 13, and arranged below the head 
6, is a permanent magnet !/a which may be an 
fron alloy containing aluminum, hn and 
cobalt. However, it will be understood that I 
may use any other suitable metal or m s hav- 
ing the desired magnetic properties.| The mag- 
net is formed in two halves, in order [that it may 
be placed around the nozzle 13 and| to be sub- 
stantially coextensive therewith. The lower end 
of the casing is closed by a pair of|outer, seg- 


confines of the casing {1. 


& well bore undergoing drilling so that such par- 55 mental steel plates 14—14 and an intermediate 


VAILABLE 
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brass bar {8, the outer edges of the plates (4 and 
the bar {5 beimg brazed or otherwise perma- 
nently attached! to the adjacent lower edge re- 
gions of the casing {!. The bar {5 is provided 
with a pair of water outlets 16, which are dis- 
posed in registration with the lower diverging 

ends of the nozzle (3. 
the use and operation of the tool, when it 
desired to retrieve a loose fragment of steel 
r the like, such as a rock bit cutter, or part 
thereof, from the bottom of a well bore, a string 
of drill pipe having the retrieving tool on the 
bottom thereof is lowered until the retrieving tool 


through the tubing and issues in a divided stream 
through the outlet 16 in forceful Jets. This pro- 
duces & turbulent suspension of sand or other 
fine earthy particles in water so that the mag- 
netic retrieving tool may be brought readily into 
attracting contact with the metal object or ob- 
jects sought to be retrieved. When such contact 
is established, the drill pipe with the retrieving 
tool and the metal object or objects attracted 
thereby are elevated through the use of the cus- 
tomary drilling rig or derrick apparatus. The 
operation may be quickly carried out, as com- 
pared with other standard modes of procedure 
and with complete assurance as to the success of 
the operation. | 
pen permanent magnet has high magnetic 
wers, particularly when formed from the alloy 
Rescribed and is capable of attracting and hold- 
ing on the bottom of the tool metal objects 


weighing as much as 100 pounds. The use of 35 Number 


the permanent magnet is preferable over an elec- 
tromagnet, since it eliminates the necessity of 
extending current conductors to the bottom of a 
well bore. The divided nozzle {3 provides for 
the issuance of spaced jets of fluid under pres- 
sure from the lower end of the tool, which in- 
creases the turbulence of the mud-laden fluid so 
that the tool readily penetrates the formations 
in the bottom of the well in reaching the metal 
to be recovered. 


45 


T claim: 


end of a Suid-supplying pipe system, and a nozzle 
positioned in said casing between the sections of 
said magnet, the upper end of said nozzle com- 
municating with said pipe system and the lower 


10 portion of said nozzle terminating in diverging 


fluid outlets opening to the bottom of the casing. 
2. A magnetic retrieving tool for well bores 
a casing, a sectional permanent mag- 
net mounted within said casing, means for at- 
taching the upper end of said casing to the lower 
end of a fluid-supplying pipe system, a nozzle 
positioned in said casing between the sections of 
said magnet, the upper end of said nozzle com- 
municating with said pipe system and the lower 
portion of said nozzle terminating in diverging 
fluid outlets opening to the bottom of the casing, 
and a closure for the bottom of said casing em- 
bodying a pair of outer plate sections of magnetic 
materials andi an intervening bar section of non- 
magnetic material, said intermediate bar section 
being formed with openings registering with the 
diverging ae of said nozzle. 
CLIFFORD R. ATHY. 
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1 : 

This invention relates generally to well fishing 
tools, and more particularly to a well fishing tool 
assembly comprising an electro-magnet secured 
to the lower end of an elongated casing with an 
hydraulic pump and an electric motor mounted 
within the casing, with cable means for lowering 
the casing into a well, the pump being adapted 
to flush material from beneath the casing, to- 
gether with further novel means for removing 
the cable and electrical leads from the casing 
when the same becomes jammed. 

A primary object of this invention is to provide 
@ well fishing tool which can be quickly lowered 
into a well, without the necessity of using a string 
of drill pipe, thus saving a great deal of time and 
labor in the fishing operations, 

Another object of this invention is to provide 
the well fishing tool with means whereby the 
cable members and electrical leads ordinarily used 
with the tool may be removed from the casing 
when the same may by inadvertence become 
lodged or jammed, such removal] simultaneously 
providing for ideal conditions with a view to 
the subsequent attachment of a string of rods to 
the casing. 

Still another object, ancillary to the immedi- 
ately preceding object, is to provide valve means 
whereby norma] flushing by water forced down- 
wardly through the said drill pipe is directed 
through the casing and through the electro-mag- 
net at the lower end of the casing, thus allowing 
& pump located at the surface of the ground to 
be used. 

Another object of this invention is to provide 
for the use of the clear water drawn from a point 
spaced above the lodged article in the well to be 
used for flushing purposes. 

Still another object of this invention is to pro- 
vide for the equalization of interior and exterior 
pressures in the windings of the electric motor 
and the electro-magnet, thus adapting the device 
for use at great depths, 

And a last object to be specifically mentioned is 
to provide a device of this character which is 
relatively inexpensive and practicable to manu- 
facture, simple and convenient to use, and which 
will give generally efficient and durable service. 

With these objects definitely in view, this in- 
vention resides in certain novel features of con- 
struction, 


2 
and portions as will be described in 
after and particularly set forth in 
claims, reference being had to the a 
drawings which form a material pa: 
plication, and in which: 
Figure 1 is a fragmentary vertical sectional 
view of a portion of a well with invention 
suspended therein and shown in elevation, the 
view including the representation of /|a lost object 
imbedded in sediment in the lower portion of the 
well; 
Figure 2 is a similar view, showing the upper 
portion of the invention, enlarged and in vertical 
cross-section, the electric motor and| pump being 
shown in elevation, this view being adapted to be 
read in connection with Figure 3; 
Figure 3 is a similar view of the oe portion of 
this invention, also shown in vertical cross-sec- 
tion; 
Figure 4 is a horizontal sectional view, taken on 
the line 4—4 in Figure 3; and, 
Figure 5 is a horizontal sectional 
on the line §—-5 in Figure 2. 
Similar characters of reference designate simi- 
26 lar or identical parts and portions throughout the 
specification and throughout the several views 
of the drawings. 
Referring now to the drawings in detail, it will 
be noted that the ground or rock 10 and the well 
9 lining 120, the sediment {2 and the lost metallic 
object 14 constitute important portions of the 
environment wherewith this invention is adapted 
to be used. In this connection it should de 
pointed out that in this specification the term 


letail herein- 
e appended 

mpanying 
t of this ap- 


view, taken 


elements 
should not 


to the metallic container for the ms 
of this invention, and that the te 
be associated with the lining 12. 


upper end of the section at the bc: 


combination and arrangement of parts 50 the casing, indicated at 36. 


ILABLE 


to pay out 

which this casing is lowered and 

well lining {2, the lower end of the cable being 
with a suitable attachment member 40 
the cable is retained on the cap 16, the 


from the cable 38. 

The cable 48 is connected to an electric motor 
88, and leads §2 depend from this cable to the 
electro-magnet 86 which is mounted in the lower 
end section 36 of the casing. Obviously, the elec- 
tro-magnet 64 must be controllable separately 
from the electric motor 50, and this control is 
achieved by separate leads and separate switches 
at the surface and not illustrated in the accom- 
panying drawings. In this connection, it is con- 
templated to include a reasonably sensitive am- 
meter in the electro-magnet circuit with a view 
to determination by the operator of the device 
of the contact or non-contact of the electro- 
magnet with a magnetizable object, as illustrated 
at #4. The theory of this determination relies 
of the fact that the reluctance of the magnetic 
circuit is suddenly and materially changed when 
the object 14 is brought into contact with the 
electro-magnet. A change in the reluctance of 
the magnetic circuit will cause a definite flicker, 
as well as a smal] permanent change, in the cur- 
rent flowing through the electro-magnetic circuit, 
and this flicker and/or permanent change in 
current strength may be noted by the operator, 
if the ammeter be carefully watched. 


If, during the use of this well fishing tool, and ~ 


during the operation of raising the retrieved 
object to the surface, this object should become 


ture in the magnetic circuit, 4 
The electric motor 60 is operatively connected 


4 
drawn from this portion of the well through the 
tube 68 which is secured by a nipple 70 to the 
cap 16, which cap and the upper section 18 of 
the casing are apertured as at 72 and 74, respec- 
tively, to allow water to flow downwardly into 
the interior of the casing. 

The flap valves 76 and 18, closing the lower 
end of the channe] 74 and the vents 66, respec- 
tively, will normally remain open. However, 
when the casing itself becomes lodged in the well, 
or when the object 14 cannot be dislodged without 
applying unduly heavy strain upon the cable 38, 
it is desirable to remove the cap 16, together with 
the cable 38 and the tube 68, and to sink a string 
of drill rods into the well for the purpose of re- 
trieving the casing and/or the object 14. This 

is provided for by inserting a plurality 

shear pins 80 into registering aper- 

provided therefor in the upper end section 

8 and the cap /6, so that the cap may be easily 
removed from the upper end section 18 by apply- 
tt torque on the cable 38. Simulta- 

sly, the electrical leads at the upper end of 
plug 46 will be severed, and the exposed 
end section 18 will pro- 

securing the lower end of 

f drill pipe to the top end of the 

the flap valves 716 and 18 

will now be clearly understood. With the string 
of drill pipe lowered into the well and secured to 
~ the casing, the application of 

thods of providing flushing water to 
end of the casing must now be used, 
seen that when water under pres- 
forced down through the drill pipe the 
ves 16 and 78 will close, creating a pres- 
the casing. To open the channel 64 

ww the water under pressure to escape 
wer end of the casing, a plurality of 
ide 82 are provided, communicating 
this channel 64 with the interior of the casing, 


ERE 
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from the original 


peat 


allowing movement of the sediment {2 up- 
around the casing under the influence of 
flushing water. It will be understood, of 
, that the flushing water is of service in 
this sediment in order that the casing 
gradually lowered into the well to con- 

. The operation of this in- 
will be clearly understood from the fore- 
description of the mechanical’ details 

connection 


ei 


m but, in recapitulation, it may be 
is lowered into the well by 
38 which is wound on a power 


tne 


constructed of rubber or other flexible mate- 
e lowering being continued until the lower 
e rests upon the sediment 12 
encountered in fishing operations. It 
that the vents 66 will allow the cas- 
the well and that the 

18 will normally ; 

of the casing increases the pressure 

at the screened vent 92 will increase and the 
plunger 114 will move, as upwardly in Figure 3, 
to force hydraulic fluid of the general nature of 
transformer oil, contained in the cylinder 86, into 
the windings of the electric motor 50 and electro- 
magnet 64, thus equalizing the exterior and in- 
terior pressures. The casing will now be in a 
position represented in Figure 1, and the switch 
controlled at the surface will be manipulated to 
start the electric motor 50 and the hydraulic 
pump 56 will force water down from the tube 68 


E 


Bag 


54 comes in contact with the object 14. 
operator will be provided with a depth meter 

a load meter whereby he can accurately 
gauge the position of the casing, and since the 
depth of the object 14 will be usually known 


before the object 14 is reached. A deflection of 
the above described ammeter connected in the 
electromagnet circuit will then indicate to the 


event that the casing and/or the object 14 be- 
comes lodged so tightly in the well that its casing 
cannot be moved either up or down, the applica- 
tion of a predetermined strain on the cable 38 re- 


sults in the shearing of the pins 80, and the cap 75 4, A well fishing tool assembly 
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in 
e@ objects sought to be achieved by. 


147 


secured to the threads 20 on the uppe1 

tion (8 of the casing, whereafter ms 
operation may be continued. It will 
that considerable time may be saved by the use of 
this invention since the casing can be quickly 
lowered and the sinking of a long string of drill 
rods will ordinarily be unnecessary. 

Many and various minor modifications may be 
made in the mechanical details of this 
all without departure from the spirit 
thereof and the foregoing descriptio: 
drawings are submitted as illustra 
than as limiting. With this in mind, 
of this invention is sought only in accordance 
with the following claims. 

What is claimed as new and desired to be 
secured by Letters Patent is: 

1. A well fishing tool assembly 
electromagnet secured to the lower 
elongated casing, an interconnecte 
motor and hydraulic pump secured 


said magnet and an inlet tube ling 
said casing, means for lowering the cas 
to a well, and flexible electric leads 
motor and electro-magnet, compris 


by said windings, a fluid in one end of sa 
der and in the tube leading to the w 


pressure. 
2. A well fishing tool assembly comp 

electromagnet secured to the lower ¢ 

elongated casing, an interconnecte 


casing, means for lowering the casing 
and flexible electric leads for said 
electro-magnet, and means to equa 
terior and exterior pressures on the ¥ 
said electromagnet comprising a cy! 
ing tubes connecting the cylinder to 


ing the lower end of said casing and ha 
outlet at the lower end of said magn 
separably secured to and closing the 
casing, an inlet tube carried by said ca; 
tending above said casing, whereby 
clean water is fed to said pump di 
ation, said casing having a centrally 
threaded portion at the top exposed when said 
cap is separated from the casing | allowing 
securement of drill pipe to the casing 
emergency, a channel through the to: 
casing communicating with said inle 
flap valve to close said channel when 
is increased within the casing, a ee 
channel communicating with said ou 
— the interior a Se eer a 
low plug closing mentio: 

scodding to 


148 
2,595,682 


8 
REFERENCES CITED 
‘The following references are of record in the 


2,431,361 


BEST COPY . 


from the original 


for. 
nily. 


sel 
a 


VEELH 


2,159,249 
Inve 
John E. Br 


fh 


= 
Attorney. 


J. E. BRANTLY 


33 
OF Fs 
Be oa 
Hie 
8 
os oe 
as 
oa 
oA 
& 


& 


>. SS 


we 


Ht 
Q \ 


g 
>» Qorboz7771 ([LiL¢//Li Li LL LLL eee eka 


Op f CAKE LOPE Fee || 


May 23, 1939. 


bound volume 


AVAILABLE 


BEST COPY J 
from the original 


Patented May 23, 1939 


UNITED STATES 


2,159,249 
OIL WELL TOOL 
John E. Brantly, Pasadena, Calif. 
Application November 9, 1937, Serial No. 173,604 


14 Claims, 


This invention has to do with oil well tools for 
recovering from the bottom of the well such ob- 
Jects as loose pieces of mctal, broken tool parts 
and the like, and has for its major object to pro- 
5 Vide a tool of this character that is capable by 

reason of various improvements that I have made, 
of insuring more complete and ready recovery of 
these objects than has been possible with conven- 
tional tools heretofore used. 

Tools of the present type may be generally de- 
scribed as comprising a hollow body, open at its 
lower end so that it may be rotated down or low- 
ered to the bottom of the well or bore and about 
metallic objects that may rest on the formation 
15 at the bottom of the well, to bring these objects 

into the hollow interior of the body. Suitable 
means have been employed for retaining the ob- 
Jects within the body and provision has been 
made for maintaining a flow of circulating fluid 
oo through the interior of the body so that excess 
sand or cuttings may be washed away to enable 
the body to accommodate or contain the objects 
to be recovered. In all prior instances of which 
Iam aware, the practice has been to direct all or 
2; the main stream of circulating fluid downwardly 
and more or less centrally through the hollow 
interior of the body, so that the action of the 
fluid stream is to wash the sand or cuttings and 
foreign material outwardly and away from the 
sy bottom open end of the body. The difficulty en- 
countered, however, has been that not only are 
the sand and cuttings washed outwardly and 
away from the interior of the tool, but the ob- 
jects to be recovered as well. The result has 
33 been that in a single run, generally there is no 
recovery, or the recovery is incomplete, making it 
necessary to run the tool into and out of the well 
several times before all the objects are recovered, 
if at all. 

The principal feature of the present tool is the 
provision of means for maintaining a flow of cir- 
culating fluid inwardly within the lower portion 
of the body so that the effect of the circulation is 
to move the objects to be recovered, into, rather 
45 than outwardly from the interior of the body. In 

the preferred form of the invention the circu- 
lating fluid is directed inwardly from the sides of 
the body toward its center, and is then caused to 
flow upwardly and outwardly through the wall 
60 of the body. Means also may be provided for di- 
recting a stream of the fluid downwardly within 
the body for the purpose of progressively washing 
away any excess core that would interfere with 
the ultimate movement into and accumulation of 
66 the objects within the body. 
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These as well as additional feat: 
Jects of the invention can best be e: 
reference to the accompanying dra 
shows the invention in one of its typi 
lustrative forms, In the drawing: 

Fig. 1 is a longitudinal section of the show- 
ing the core catchers in released position; 

Fig. 2 is a view similar to Fig. 1 sho 
retained within the body of the tool; 

Fig. 3 is a section on line 3—3 of Fig./1; and 

Fig. 4 is a fragmentary view showing a varia- 
tional form of the invention. 

The hollow body of the tool, generally indicated 
at (0, is somewhat elongated in shape 
bottom open end {0a provided with si 
ting means, such as teeth 1! formed 
{la threaded into or otherwise secu: 
body. Upon rotation of the tool, tee! 
downwardly around the core to bring 
together with the objects to be recove: 
the body. The upper end of the body m: 
vided with any suitable means for atta 
the drill pipe 12. Typically, the body is 
have an integral threaded box !3 whic! 
the pin end (2a of the drill pipe. As in 
the foregoing, the tool is provided with 
Sages sO arranged as to direct circula 
from the drill pipe 12 downwardly toward the 
lower end of the body, and thence both) inwardly 
toward the axial center of the hollo 
and outwardly around the outside of 
It is to be understood that the various 
sages may be formed in any suitable 
though for practical considerations I 
venient and advantageous to construct 
as a single casting or fabricated double 
the fluid passages formed in the wall 

The upper fluid course 14 within the com- 
municates with a plurality of downwardly extend- 
ing fluid passages 15 that are circularly|arranged 
within the wall of the body and preferably given 
sufficient width to provide, in effect, a|substan- 
tially annular passage. Near the lower end of the 
body, the fluid is discharged from p: ges 16 
through downwardly and inwardly in 
lets 16 which may correspond in width 
tially with the width of passages 15, 
cated in Fig. 2. Fluid discharged fro: 
16 is directed from all sides of the 
wardly toward the center of the hollow 
in paths of flow substantially as indica‘ 


and ob- 
lained by 
» which 
and il- 


@ core 


he body. 
uid pas- 
ner, al- 
id it con- 
the body 
ell with 
ereof. 


the center of the body, and to displace th 
material upwardly into the body cham! 
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In Fig. 4 of the drawing I show a variational 
form of the invention similar to the described 


embodiment with respect to the body construc: 


covery operations, ball 26 may be dropped to close 
of the the passage so that subsequently, all the fluid will 


be diverted through the passage (5. 
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A tool for recovering objects from wells, 
comprising a hollow body open at its lower end 
and adapted to be lowered on a pipe, means form- 


ly within the hollow interior of the body 
and through the wall thereof at a point above 
said port, at a rate such that said outwardly 


@g directed fluid is caused to flow from the outside 


of the body below and toward the axial center 
of its lower open end, to gather toward said 
center objects to be recovered from the well. 

4. A tool for recovering objects from wells, 
comprising a hollow body open at its lower end 
and adapted to be lowered on a pipe, means form- 
ing a passage extending longitudinally of the 


cated at a point above the lower end of the body, 
and means forming a passage extending through 
the body from its interior and of sufficient size 
to permit circulation of fluid upwardly within the 
body, at a rate such that said outwardly directed 
fluid is caused to flow from the outside of the 
body below and toward the axial center of its 
lower open end, to gather toward said center 
objects to be recovered from the well. 

5. A tool for recovering objects from wells, 
comprising a hollow body open at its lower end 


and adapted to be lowered on a pipe, means . 


forming a passage extending longitudinally of the 
body for conducting a flow of fluid from said pipe 
through a plurality of circularly arranged, down- 
wardly and outwardly inclined ports extending 
through the outside surface of the body and 
positioned above the lower end of the body, said 
fluid being discharged outwardly from the lower 
peripheral portion of the body, and means form- 
ing a passage extending through the body from 
its interior and of sufficient size to permit cir- 
culation of fluid upwardly within the body, at a 
rate such that said outwardly discharged fluid 
is caused to flow from the outside of the body 
below and toward the axial center of its lower 
open end, to gather toward said center objects 
to be recovered from the well. 


76 6. A tool for recovering objects from wells, 
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wer end 
form- 
lon- 

for di- 
wardly 
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comprising a hollow body open at its 
and adapted to be lowered on a pipe, 
ing circularly arranged passages 
gitudinally within the wall of the 
recting a flow of fluid from said pipe do’ 
and outwardly from 

arranged ports extending through 
surface of the body above its lower end, 
having openings extending through { 
points in offset relation to said 
sufficient size to permit circulation of 
wardly through the body, at a rate 
said outwardly directed fluid is ca 
from around the outside of the body 
toward the axial center of its lower 
to gather toward said center objects to 
ered from the well. 


arranged ports 

through the outside surface of the 
above the lower end thereof, said body 
cularly arranged passages extending 
side wall above said ports and of 
permit circulation of fluid upwardly 
body, at a rate such that said outwar 
fluid is caused to flow from around 


ter objects to be recovered from the > 
8. A tool for recovering objects wells, 
comprising a hollow body open at its lower end 


the body for directing a flow of fluid from said 
pipe outwardly through an opening extending 
through the outside surface of the body) above its 
lower end, means forming a passage ding 
through the body from its interior and of suffi- 
cient size to permit circulation of fluid upwardly 
within the body, at a rate such that said out- 
wardly directed fluid is caused to flow from the 
outside of the body below and toward the axial 
center of its lower open end, to gather toward 
said center objects to be recovered from the well, 
and means for directing a stream of id down- 
wardly within the central portion of body. 

9. A tool for recovering objects f wells, 
comprising a hollow body open at its lower end 
and adapted to be lowered on a pi 
forming a passage extending longitu 
the body for directing a flow of fluid 
pipe outwardly from the body through 


from its interior and of sufficient size 
circulation of fluid upwardly within 
at a rate such that said outwardly 
is caused to flow from around the oi 
body below and toward the axial cen! 
lower open end, to gather toward 
objects to be recovered from the well, 
for directing a stream of fluid down’ 
the central portion of the body. 

10. A tool for recovering objects 


and adapted to be lowered on a pipe, m 
ing @ passage extending longitudin 
body for directing a flow of fluid from said 
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1 

The invention relates to a magnetic fishing 
tool for wells thereby a piece of junk or fish in 
a@ well may be attracted, drawn into an en- 
closing skirt and caught so that it may be re- 
trieved from the well. 

It 1s one of the objects of the invention to pro- 
vide a fishing tool where a magnet thereon is 
exposed to attract the fish and then enclosed to 
catch the fish. 

Another object is to provide a magnet fishing 
tool for wells with 8 slidable skirt to catch the 
fish. 

Another object is to provide a magnetic fishing 
tool for wells with a slidable skirt which is nor- 
mally retained in retracted position to be re- 
leased automatically upon the energizing of the 
magnet. 

Still another object is to provide a magnetic 
fishing tool which may be filled with a suitable 
liquid to prevent the entrance of foreign matter 
until the tool is operated. 

Other and further objects of the invention will 
be readily apparent with the following descrip- 
tion considered with the accompanying drawings 
wherein: 

Fig. 1 is a vertical sectional view of the upper 
portion of the fishing too] as it is being operated 

catch the fish; 

Fig. 2 is a vertical sectional view which is a 
continuation of the tool of Fig. 1 and showing the 
lower portion of the too] as having caught fish; 

Fig. 3 is 2 vertical sectional view of the tool 
showing the parts in position as the fish is being 
attracted and with the skirt ready for release; 

Fig. 4 is a section taken on the line 4—4 of 
Fig. 2. 

In Fig. 1 the cable 2 is a combination cable 
having an electric conductor therein and being 
capable of sustaining the weight of the fishing 
tool 3 and any fish which may be attracted or 
caught thereby. 

A cap 4 fits closely about the cable 2 and a 
sealing plate 5 therein serves to prevent the en- 
trance of foreign matter. This cap may be re- 
movably attached to the body 7 of the tool by 
the screws 8. A conduit 9 extends from the cable 
2 down through the cap 4, through the head 10 
of the tool and into the body 3 thereof so as to 
protect the electric wires 12. These wires are 
connected to the magnet {3 so as to thus ener- 
gize the magnet. The packing gland {1 seals 
the conduit in position. 

The head 7 is threaded at 15 into the body 3 to 
seal the top of the body. This head is of re- 
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2 
overshot or grapple to retrieve tool in event 
the cable should break or the tool should become 
lodged in the well bore. 

The body 3 is hollow to provide the chamber 
& {7 in which the magnet {3 is tioned. The 
lower end of the magnet & contact plate 
(8 which is of a size to fit the open end 
19 of the body and provide a|surface against 
which the fish 20 may engage as best seen in Fig. 
3. The opening {6 closed by a plug may be used 
to fill the tool with oil or suitable liquid to pre- 
vent the entrance of foreign matter. 
A skirt or retainer member 22 is slidably ar- 
ranged around the lower portion of the body 3 


. This arm projects over the top of the mag- 
25 net 13 in such a manner that it will be drawn 


in the skirt 22 and urged do’ 
position of Fig. 4 by the springs 
in retracted position by the perip’ 
3 as seen in Fig. 3. The rece: 
terior of the skirt may be provided to receive 
the tongues. 

Fig. 3 shows the bottom end of the tool with 
the parts in position as they are/ arranged when 
the tool is lowered into a well bore 40 where a 
fish 20 reposes on the bottom 41 f. 

The fish 20 may be any piec 
or material which has fallen in 
broken from a tool or in any o' 
come loosened and remains in 
Loose pieces of junk of this sort are usually 
metallic and can be attracted by 

The fishing tool is thus lowered 
of the well bore and then the 


duced size so that it may be engaged by a suitable 65 skirt 22 causes it to 
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bottom. The skirt in thus dropping down or re- 
maining stationary while the magnet moves up 
encloses the contact plate {8 and the fish 20 sc 
that the parts assume the position of Figs. 1 and 
2. As the tongues 30 are released they will snap 
down to the position of Fig. 2 to close the bot- 
tom of the skirt. The current on the magnet 
may now be cut off so that the magnet is deener- 
gized. The fish 20 will now drop down onto the 
tohgues or catchers 38 to be retained inside the 
skirt. Theentireltoobisinow: raised) tothe! sur- 
face. 

Broadly the invention Goctenaniatas & mag- 
netic fishing tool which wil] attract, enclose and 
then catch the fish. 

What is claimed ts: 

1. A fishing tool for wells comprising a, hollow 
body, a combination support and electric cable 
connected to said body to raise and lower the 
vody in the well bore, a magnet in said 
body connected to said cable, a fish retainer skirt 
slidably supported on said body so that when said 
magnet is energized and the body lifted the fish 
will be raised into said skirt. | 

2. A fishing tool for wells|comprising a hollow 
body, a combination support and electric cable 
connected to said body to raise and lower the 
body in the well bore, a magnet in said body con- 
nected to said cable, a fish retainer skirt slidably 
supported on said body so that when said mag- 
net is energized and the body lifted the fish will 
be raised into said skirt, and means in said skirt 
to retain the fish. 


4 

$3. A fishing tool-for wells comprising a hollow 
body, a combination support and electric cable 
connected to said body to raise and lower the 
body in the well bore, a magnet in said body con- 
nected to said cable, a fish retainer skirt slid- 
ably supported on said Fernssid so that when said 
magnet is energized and the body lifted the fish 
will be raised into said skirt, and means oper- 
able upon the energizing of said magnet to re- 
lease said skirt. 

4. A magnetic fishing tool including a magnet 
to attract the fish, a skirt slidable relative to the 
magnet, means energizing and means to lift said 
magnet so that said skirt encloses the fish, and 
additional means in the skirt to catch the fish 
when the magnet is deenergized. 

5. A magnetic fishing tool including a body, a 
magnet therein, means including a cable to en- 
ergize said magnet and manipulate said body, 
a skirt about said body which is slidable to en- 
close the lower end of said magnet, and means 
in the skirt to catch the fish. 

6. A magnetic fishing tool including a body, 
& magnet therein, means including a cable to en- 
ergize said magnet and manipulate the body, a 
skirt about said body which is slidable to enclose 
the lower end of said magnet, and means to latch 
said skirt in raised position to expose the lower 
end of said magnet to attract the fish. 

JOHN H. KIRBY, II. 


No references cited. 


ra? 


BEST COP 


from the orig 


a 
oN 


KIKISISISINSISSSYSSISINSSSHSISIS 


2,493,992 


J.P. MURPHY ETAL 


Jan. 10, 1950 


8 
g 
fi 
: 
3 
5 
| 


2 Sheets-Sheet 1 


Filed Nov. 1, 1948. 


a a 8S 
£ZZVZ7Z1) SULLTLETTA A, 


ZjLLLLLLLLLLE. LLL LLL PS — r Br S'S 


a. BSD 
RZ é 
— a 
WL by 


CITILILLILEL LIL LDL ILEI I ccamrass DENK 
SLACLIZAWZ ZZ TLELLE DA 


KTR RTET STR RSRRRRRBRAA 


a a 
aya ¢ 


ROIRRISIESISISEINSSSBREAEESSSREEREBYASE 


1A pay a 
LZZVIZAELIZZZZZAZA Sle 


2 m sn" i SVE 


KK 


bf fe 


We 
PY fy, 
Q = 
4. 
LQOITIZILIIL IDO LIOLOL DIOR RRS AN ial d 


INVENTORS: J.P MURPHY 


H.E. M& KINNEY 


BY THEIR ATTORNEY cA \coenday—— 


AVAILABLE 


1 bound volume 


161-162 


J. P. MURPHY ET AL 2,493,992 


ELECTROMAGNETIC FISHING TOOL 


Jan. 10, 1950 


2 Sheets-Sheet 2 


Filed Nov. 1, |1948 


FIG. 4 


h Ky ? ~, x, x, 
NASS [LYRIRYRSYINISTEYISY IST YY SEES YL SKI SESS 


8 CELLLILGILLL 
[fF ALLL LLL BESS pa) 


zh aT 
QXKYZ eae 
My —IS ee lea 
WYZD Aires = By A 
0S cocararcurarnpsearanierer EN = 


ITLL. 


VERISSRAARARSSRERER SASSER 


40% 
ENS SSIES EES ASI 


SVS SI TYLSY. S SY SHS Se SS) 


J.P. MURPHY 
H.E. M® KINNEY 


BY THEIR ATTORNEY | 


INVENTORS: 


FIG.3 


BEST COPY AVA 


163 


Patented Jan. 10, 1950 


UNITED STATES PATENT. OFFICE 


2,493,992 
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Houston, Tex., assignors to Shell Development 
Company, San Francisco, Calif., a corporation 


of Delaware 


Application November 1, 1948, Serial Ne. 57,754 
6 Claims. (Cl. 294—86.1) 


1 

This invention relates to a method and appa- 
ratus for recovering objects from well boreholes 
and pertains more particularly to a method and 
apparatus for removing undesirable pieces of 

ble material such as tools, broken drill 
bit cutters, rollers, bearings, etc., from wells 
wherein said pieces of material may be covered 
with water, oil, drilling fluid, sand, drill cuttings 
or the like. 

In well drilling operations, various objects such 
as lugs, slips, bolts, parts of drill bit, etc., are 
sometimes lost down the well borehole. Any of 
these various objects may interfere with the drill- 
ing operations, for example, by injuring the ro- 
tary drill bit, etc. It is, therefore, essential that 
such objects be removed before continuing drill- 
ing operations. 

Objects lost in a well borehole are usually re- 
moved by means of a fishing tool. If the objects 
are made of magnetizable material, they may 
be removed by means of a magnetic or electro- 
magnetic fishing tools which are well known to 
the art, although they possess certain undesirable 
characteristics. Since the magnetizable object 
to be removed from the bottom of the well may be 
covered with sand, drill cuttings, etc., which have 
settled to the bottom, it is generally impractical 
to use an ordinary magnetic fishing tool as the 
layer of sand effectively insulates the object thus 
preventing the fishing tool from picking it up. 
Many well boreholes deviate from the vertical, 
with the result that when any fishing tool is low- 
ered into the borehole at the end of a cable, it 
slides along the wall of said borehole. Thus, in 
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2 
moving a magnetizable object from the bottom 
of a well borehole where it may be covered with 
several inches of sand or drill cuttings. 

It is also an object of the 


mining whether the object sought 
tacted and picked up by the fishing tool. 
These and other objects of this in 
be understood from the following | description 
taken with reference to the attached drawing, 
wherein: 


Figure 1 is a longitudinal view, in cross 
section, of the device of the present invention. 

Figure 2 is another view of the a tus of 
Pigure 1 after the tool has picked |up a mag- 
netizable object from the bottom of well and 
withdrawn it into the cage and trap pro- 


vided therefor. 
+ Figure 3 is a longitudinal view, partly in cross 
section, of another embodiment of 
tool and cage means of the present 
Figure 4 is a diagrammatic 
cross section, of a fishing tool of the 
vention that is positioned at the on 
well borehole and electrically connected to a pow- 


withdrawing a magnetic fishing tool and a mag- 35 Referring to Figure 1 of the drawing, a prefer- 
netized object carried thereby from a well bore- ably tubular housing or cage {{ is shown secured 
hole, the friction contact between the magnetized to the lower end of a string of drill pipe 13 by 
object and the borehole wall may be enough to screw threaded engagement at (2. e cage If 
knock the object off the end of the fishing tool. 18 of a size to pass easily through borehole, 
Also, most tools cannot be used 40 having an outside diameter smaller the in- 
in a well having any of its length cased intubular § Side diameter of the borehole. Preferably, how- 
sections of a magnetizable material, which is the ever, the inside diameter of the cage (If is larger 
general practice in well drilling operations. Even than the inside diameter of the pipe string 13 to 
though the sides of the magnetic fishing tool, which it is attached so that the cage|is adapted 
which could contact the steel casing, may be 45 to contain objects, to be removed the well, 
sheathed in an insulating material, the object that are too large to pass through tubing (3. 
or “fish,” on being picked up by the tool, be- The length of the cage {1 is preferably sufficient 
comes magnetized and if it is large enough, orso to accommodate an electromagnet {@ and any 
positioned on the pick-up face of the fishing tool magnetizable object 15 picked up thereby. The 
that a portion of it extends beyond the sides of 50 housing or cage 1! is constructed of a non-mag- 
the tool, it will tend to attach itself to the me- netic material such as stainless steel, etc., 
tallic well casing and thus hinder the withdrawal or of any magnetic substance that is sheathed or 
of the tool from the well. coated with any suitable insula’ material. 

It is, therefore an object of the present inven- However, only the inside of the cage {1 need be 
tion to provide a method and apparatus for re- 55 insulated, 
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Affixed to the lower open end of the cage I! is 
@ trap means which may comprise a preferably 
tubular trap housing !6 secured thereto in any 
suitable manner as by screw threads at 17, said 


The finger-like elements 21 are mounted so as 
to be movable from a substantially vertical non- 
operative position (Figure 1) to a substantially 
horizontal position, the fingers 2! in Figure 2 
being shown as they approach their horizontal 
position. If desired a wedge-shaped annular 
sleeve 22 may be positioned in back of the closure 
elements 2!, whereby said elements 21 are tipped 
inwardly so that they automatically fall into their 
Closed operative position when they are unlatched. 
Springs 23 (Figure 2) or other actuating means 
may be positioned in back of the closure elements 
2 for actuating said elements 21. 

The finger-like closure means 2{ are held in an 
inoperative vertical position, as shown in Figure 
1, by any suitable latching means which may 
comprise, for example, a ring-shaped element 24 
having a downwardly extending lip 25 formed 
on the lower side thereof, said lip being adapted 


of a plurality of pins 26 which pass through a 
plurality of longitudinal slots 27 in the wall of 
said housing {€ and are suitably affixed, as by 
welding, to a tubular element or wash-over shoe 
28 which is slidably mounted on the outside of 
the trap housing (6. The shoe 28 and latching 
ring 24 are normally fixedly positioned by means 
of shear pins 28. The bottom edge of the shoe 
28 is generally formed into a plurality of cutting 
teeth 34 which may help in the removal of sand 
or other material from around the odject 15 
which is to be removed from the well. Preferably, 


large as the well borehole so that the object 15 
to be removed les within the axial bore of said 
shoe. 

As shown in the drawing, any suitable electro- 


source at the surface by suitable cable means 3! 
by which it is lowered into and removed from the 
Since electromagnets of this 


sleeve 22... The latching ring 24 may rest on the 


bottom of a well borehole, the apparatus is assem- 
dled, as shown in Figures 1 or 3, with the cage, 
trap means and wash-over shoe secured together 
and to the lower end of the drill string (3. At 
this time the trap means is in its operative posi- 
tion with its latching mechanism retaining the 
closure means in an open position as shown in 
Figures 1 and 3. Sufficient sections of drill pipe 


are coupled together until the wash-over shoe 28 - 


(Pigure 1) touches the bottom of the well, but 
with most of the weight of the drill string still 
being suspended from a well derrick above the 
borehole. Since the object to be picked up by 
the electromagnet may be covered by sand, suit- 
able pump means (not shown) are connected to 
the upper end of the drill string whereby a fluid 
such as drilling mud, water, or the like may be 
pumped down the drill string to the bottom of the 
well to circulate under and around the wash-over 
shoe so as to flush away any covering sand and 
expose the magnetizable object 15 at the bottom 
of the well. At the same time, if desired, the 
drill string may be rotated by suitable means 
located at the surface (e. g. a rotary table, not 
shown), in a manner well known to the art, On 
rotation of the drill string 13, the attached wash- 
over shoe cuts away any material from around 
the object 15 while the circulating fluid washes the 
material away. 

After the rotation of the drill string has been 
discontinued and fluid circulation stopped, the 
Eelly is disconnected from the drill string 13, and 
electromagnet !4 secured to a cable 3{ is lowered 
into the drill string 13, cage {{ and trap means to 
the bottom of the well. Power from the power 
source is turned on energizing the electromagnet 
{4 and causing the object {5 to be magnetized and 
attracted thereto. The electromagnet 14 and 
the object carried thereby are raised into the cage 
(t by reeling in a short length of the cable 31. 
With the object 15 suspended in the cage (1 the 
drill string 13 is lowered thus allowing a suffi- 
cient weight of the drill string to rest on the 


~ pottom of the borehole whereby the pins 29, which 


position the wash-over shoe 28, are sheared off. 
After the pins 29 are sheared, the drill string 
{3 drops a short distance which is limited by 
the pins 26 contacting the top of the longitudinal 
slots 21. Thus, the finger-like closure means 2! 
are lowered, or the latching ring 24 is raised, 
whereby said closure means are forced by springs 
23, or allowed to fall in a substantially horizontal 
position as shown in Figure 2. Any number, size 
or shape of closure means may be used depend- 
ing upon the size and weight of the objects to be 
removed from the borehole. 

With the trap means closed, the current is shut 
off the electromagnet 14 whereby the object 15 
becomes demagnetized and falls to the bottom 


top of sleeve 22! while holding the finger-like 75 of the cage where it rests on the closure means 21, 
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The cable 3! and electromagnet 14 are then reeled 


section of drill string 13 has the 

at its lower end and the cage in 

object 1§ that was removed from the 

fore the apparatus is lowered into the well again 

to fish for another object the closure means 2! 

are re-set in the inoperative or open position. 
Preferably, the apparatus of the present in- 


progress of the fishing operation is desirable. 


One suitable electrical means is shown in Figure 


4 wherein the electromagnet 14 at the bottom of 
the well borehole constitutes one arm of a bridge 
circuit which comprises a variable inductance 40 
substantially equal in value to the electromagnet 
14, variable resistance 44 and 42, an A.-C. indi- 
cating device such as an A.-C. galvanometer 43, 
and A.-C. power source 44, condensers 45 and 46, 
a D.-C. power source 47 and choke coils 48 and 
49. 

When the electromagnet {4 is positioned within 
the non-magnetic cage !{ at the bottom of the 
well borehole, both A.-C. and D.-C. currents are 
turned on by closing switches §0 and §!. By 
adjustment of the variable resistances 41! and 
42 the bridge is balanced to a suitable reading on 
A.-C. galvanometer. The isolating condensers 45 
and 46 keep the D.-C. current out of the A.-C. 
power supply while the isolating choke coils 48 
and 49 keep the A.-C. current out of the D.-C. 
power supply. 

With the bridge balanced, the electromagnet 14 
is lowered through the trap housing {6 to the 
bottom of the borehole where it contacts and 
magnetizes the object 15 to be picked up.| The 
object 15, upon becoming attached to the pick-up 
plate or core of the electromagnet 14, becomes a 
part thereof and changes the electrical imped- 
ance of the coil of the electromagnet, said change 
being indicated on the A.-C. galvanometer 43 
(Figure 4). It is realized that other suitable 
circuit means well known to the art may be used 
to determine the change of the electrical im- 
pedance of the electromagnet caused by the 
object 15 becoming attached to the electromagnet 
14. When such attachment has been indicated 
on the A.-C. galvanometer 43, the electromagnet 
{4 may be raised a short distance so that the 
object 15 is positioned within the cage {!. The 
trap means, carried at the bottom of the cage, 
are then actuated and closed by one of the 
previously-described methods. 

We claim as our invention: 

1. For use in well installations comprising a 
plurality of tubular members consecutively con- 
nectable to each other to form a tubular string, 


member, closure means 
means within said bore near to lower end thereof, 
holding means: carried by said cage means nor- 
mally locking said closure means in an open 
position, said holding means being operable by 


s means comprising a ring mounted 


5 means, and electromagnet means ada) 


40 lower end thereof, said closure means 


50 wardly through the longitudinal slots in 


~ shaped elements of the closure means in 
60 position, said holding means being operable by 


6 

and electromagnet means adapted to be lowered 
inside said cage means on a con cable 
through said tubular string after said string had 
been formed of said tubular members to extend 

from the surface to the bottom of the 
2. For use in well installations comprising a 
plurality of tubular members consecutively con- 
nectable to each other to form a tub string, 
& magnetic fishing device comprising com- 
bination, non-magnetic cylindrical cage means 
having a bore therethrough, said cage means be- 
ing connected to the lowermost tubular . 
non-magnetic closure means carried by said cage 
means near the lower end thereof, said) closure 
ide said 
cage means and a plurality of finger-like elements 
hinged to the ring, said elements being movable 
from an open position substantially parallel to 
the wall of the cage to a substantially horizontal 
position to close the lower end of the e, non- 
magnetic holding means carried by said cage 
means normally locking said closure m in an 
open position, said holding means being operable 
string manipulation to release said closure’ 
to be 
ductor 
string 
to ex- 
e well. 


lowered inside said cage means on a 
cable through said tubular string after 
has been formed of said tubular mem! 
tend from the surface to the bottom of 
3. For use in well installations com 
plurality of tubular members consecuti 
nectable to each other to form a tubular 
magnetic fishing device comprising in 
tion, non-magnetic cylindrical cage means having 


35 & bore therethrough and longitudinal slots through 


the wall of said cage means near the lower end 
thereof, said cage means being connected to the 
lowermost tubular member, non-magnetic clo- 
sure-means carried by said cage means near the 
prising 
& ring mounted inside said cage means a plu- 
rality of segment-shaped elements 

ring, said elements being movable from 

position substantially parallel to the b 


43 cage to a substantially horizontal position where- 


by the lower end of the cage is closed, 
netic holding means slidably mounted in 


-mag- 


cage 
means, a shoe slidably mounted on the/ outside 


open 


string manipulation to release said closure means, 75 nected to the 
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Magnetic closure means carried by said cage 
means near the lower end thereof, said closure 
means comprising a ring mounted inside said cage 
means and a plurality of segment-shaped finger- 
like elements hinged to the ring, said elements 
being movable from an open position substan- 
tially paraliel|to the wall of the cage to a sub- 
stantially horizontal position whereby the lower 
end of the cage is closed, non-magnetic holding 
means slidably mounted in and carried by said 
Cage means, pin means having one end secured 
to said holding means extending outwardly 
through the longitudinal slots in said cage means, 
a shoe slidably mounted on the outside of said 
cage means extending below the lower end there- 
of, said shoe being affixed near its upper end to 
the other end! of said pin means, shearable pin 
means through the shoe and the wall of said cage 
means normally positioning said shoe and said 
holding means attached thereto whereby said 
holding means normally locks said segment- 
shaped elements of the closure means in an open 
position, said shearable pin means being sheared 
by a further, lowering of said tubular string 
whereby said cage means and closure means are 
lowered with relation to said holding means and 
shoe means to release said closure means, and 
electromagnet means adapted to be lowered inside 
said cage means on a conductor cable through 
said tubular string after said string had been 
formed of said tubular members to extend from 
the surface to 'the bottom of the well. : 

5. For use in well installation comprising a 
plurality of tubular members consecutively con- 
nectable to each other to form a tubular string, 
& magnetic fishing device comprising -in combina- 
tion, non-magnetic cylindrical cage means having 
a bore therethrough, said cage means being con- 
nected to the! lowermost tubular member, non- 
magnetic closure means carried by said cage 
means near the lower end thereof, said closure 
means comprising a ring mounted inside said 
cage means and a plurality of finger-like ele- 
ments hinged!to the ring, sald elements being 
movable from an open position substantially par- 
allel to the wall of the cage to a substantially hor- 
izontal position whereby the lower end of the 
cage is closed, holding means carried by said cage 
means normally locking said closure means in an 
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open position, electromagnet means adapted to 
be lowered through said cage means and open 
closure means on a conductor cable through said 
tubular string after said string had been formed 
of said tubular members to extend from the sur- 
face to the bottom of the well, and a power source 
for selectively energizing said electromagnet 
means, said holding means being operable by 
manipulation of the energized electromagnet to 
release said closure means, 

6. For use in well installations comprising a 
plurality of tubular members consecutively con- 
nectable to each other to form a tubular string, 
& magnetic fishing device comprising in combina- 
tion, non-magnetic cylindrical cage means hav- 
ing a bore therethrough, said cage means being 
connected to the lowermost tubular member, a 
shoe mounted in screw threaded attachment on 
the outside of said cage means and extending be- 
low the lower end thereof, non-magnetic closure 
means carried by said cage means within said 
bore near the lower end thereof, said closure 
means comprising a ring mounted inside said cage 
means and a plurality of finger-like elements 
hinged to the ring, said elements being movable 
from an open position substantially parallel to 
the wall of 'the cage to a substantially horizontal 
position whereby the lower end of the cage is 
closed, carried by said cage means normally lock- 
ing said closure means in an open position, elec- 
tromagnet means adapted to be lowered through 
said cage means on a conductor cable through 
said tubular string after said string had been 
formed of said tubular members to extend from 
the surface to the bottom of the well, a power 
source for selectively energizing said electromag- 
net means, and electrical indicating means adja- 
cent to the; top of the tubular string to indicate 
contact between said energized electromagnet 
means and a magnetizable object at the bottom of 
the well, said holding means being operable by 
raising of the energized electromagnet means 
into said cage means whereby said closure means 
are released. 

JAMES P, MURPHY. 
HOWARD E. McKINNEY. 
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UNITED STATES 


2,169,922 
WELL CLEAN-OUT BAILER 
Joseph H. Notley, Oklahoma City, Okla., 
to Brauer 


of one-half 


Machine 
pany, Oklahoma City, Okla., a 
ma 


Oklaho: 


Application January 23, 1939, Serial No. 252,446 
(Cl, 166—19) 


6 Claims. 


This invention relates to a tool or bailer adapted 
for use in oil, water or gas wells for cleaning out 
debris such as rock bits, cones, bit heads, reamers, 
or the like, 

5 An important object of this invention is to pro- 

vide a bailer for cleaning out oil and gas wells in- 
volving the use of fluid circulated through the 
bailer to cause a lifting of any debris in the well 
hole into the bailer. 

Another important object of this invention is to 
provide a bailer for cleaning out oil and gas wells 
by fluid forcing any debris into the well! hole into 
the bailer, and causing the debris to be trapped in 
the bailer upon a stoppage of fluid circulation. 

Other objects and advantages of my invention 
will be evident from the following detailed de- 
Scription read in conjunction with the accom- 
panying drawing which illustrates one form of my 
new invention. 

In the drawing: 

Fig. 1 is a vertical sectional view of the inven- 
tion shown disposed in a well hole, 

Fig. 2 is a view taken on line 2—2 of Fig. 1. 

Fig. 3 is a fragmentary elevational view of the 
invention shown in a well hole. 

Referring to the drawing in detail and more 
particularly to Fig. 1, the improved tool or bailer 
comprises an outer cylinder {0 having an upper 
threaded portion {2 of reduced diameter adapted 
to be connected to a string of tubing (not shown) 
in a well hole. The cylinder 10 is disposed in 
spaced relation to the casing 14 in the well hole. 
The lower end of the cylinder 10 is provided with 
& plurality of circumferentially disposed serra- 
tions or teeth 16 adapted to work into and en- 
compass any debris such as broken pieces of cones, 
bit heads, reamers or the like (not shown) that 
may be present in the bottom of the well hole. 
The teeth 16 dig into the structure to effect a seal 
between the cylinder 10 and the bottom of the well 
hole as well as assure rigidity of the bailer. The 
outer periphery of the cylinder (0 is provided with 
a plurality of equally spaced lugs (8 (preferably 
three in number), to provide proper clearance be- 
tween the cylinder 10 and the casing (4. 

A cylindrical container 20 is disposed within the 
outer cylinder {0 in spaced relation thereto, and 
comprises an upper cylindrical member and a 
lower Cylindrical member 24 in threaded engage- 
ment with each other at 26. The upper end of the 
member 22 is closed off by a loop portion 28. The 
member 22 is provided with a plurality of aper- 
tured projections or conduits 30 (preferably four 
in number, Fig. 2) adapted to be fixed in com- 
plementary apertures provided in the outer cylin- 
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der 10, thus securing member 22 
{0. A plurality of screens or bars/32 are disposed 
within the apertured projections 30 for a purpose 
&s will be hereinafter set forth. 


The lower cylinder 24 is remo! 
upper cylinder and is provided wi 
flapper valve 34 diposed within th 


able from the 
& disc shaped 
interior there- 


of. It is to be noted that the inner periphery of 


the cylinder 24 is provided with a 
low substantially full opening of 


recess 36 to al- 


e flapper valve 


34, The valve 34 is hinged or pivoted to the cylin- 
der 24 by the pin 38. A projection is disposed 
Substantially diametrically op; te the pin 38, 
allowing the valve 34 to seat thereon and close, 
thereby preventing swinging movement in a 
downward direction. A plurality| of lugs 42 are 
provided on the outer periphery of cylinder 24 in 
order to provide the proper cl ce or spacing 
with respect to cylinder 10. Although not es- 
sential, the interior of the cylin 
provided with a plurality of pee disposed in 
staggered relation which assist in trapping debris 
as will be hereinafter set forth. 


Operation 


In operation the bailer, in complete assembly ts 
lowered into the well by a string |of tubing (not 
shown) and is allowed to rest on bottom of the 
hole, with the teeth 16 encompasing any debris 
that is present in the well hole. Fluid under pres- 
Sure, such as gas or liquid, is introduced into the 
tubing from any suitable source at the top of the 
well (not shown) and flows from the tubing into 
the space 46 between the inner container 20 and 
the outer cylinder 10. Itistobenotedthatthecon- 
tainer 20 is arranged in the cylinder 10 so that the 
lowermost portion 45 of cylinder 26 is disposed a 
slight distance upwardly from ie lowermost 
point of the outer cylinder 10. e fluid flows 
from space 46 and stirs up any debris encompassed 
by the cylinder 10 and carries it into the container 
20. It will be understood that the pressure of the 
fluid causes opening of the flapper valve 34. The 
valve 34 is provided with a plurality of perfora- 
tions or apertures 41, preferably) disposed ad- 
jacent the hinge pin 38, so that the fluid can flow 
through the apertures and remove any debris 
which may fall on the valve 34 ahd prevent its 
opening. As long as the fluid pressure is present, 
the debris is held in the interior of the container 
20, with the fluid flowing through|the apertured 
projections 30 into a space 48 between the outer 
cylinder 10 and the casing (4, and on to the top of 
the well. It will be apparent that debris pres- 


er 26 is shown o 
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ent in the container 28 is prevented from passing 
out into the space 48 by the screens 32. 

In order to entrap the debris within the bailer, 
the fluid at the top of the well is shut off thereby 
releasing the pressure against the flapper valve 
34 causing it to close, with the debris in the bailer. 
It will be obvious that the baskets 44 assist the 
valve in trapping the debris. The bailer and its 
entrapped debris can then be removed from the 
well, and the lower cylinder 24 unscrewed from 
the cylinder 22 to dump the debris collected in 
the container 20. If necessary the bailer can be 
again lowered into the well and the operation 
repeated. | 

Changes may be made in the combination and 
arrangement of parte as heretofore set forth in 
the specification and shown in the drawing, it 
being understood that any modification in the 
precise embodiment of the Invention may be 
made within the scope ofthe following claims 
without departing from the spirit of the inven- 
tion. 

What I claim is: | 

1. A bailer disposed in spaced relation to the 
casing in a well hole comprising a cylinder 
adapted to receive a fluid under pressure, 2 con- 
tainer arranged within the cylinder in spaced 
relation thereto and having) its lowermost portion 
positioned away from the lowermost portion of 
the cylinder to allow fluid from the cylinder to 
Stir up any debris encompassed by the cylinder 
and deposit it in the container, means providing 
an outlet for the fluid from the container into 
the casing, means in said outlet means prevent- 
ing passage of any debris deposited in the con- 
tainer, and means provided in the container for 
trapping the debris in the container upon release 
of the fluid pressure. 

2. A bailer disposed in spaced relation to the 
casing in a well hole comprising a cylinder 
adapted to receive a fluid under pressure, & con- 
tainer arranged within the cylinder and in snaced 
relation thereto, said container having its lower- 
most portion positioned away from the lower- 
most portion of the cylinder to allow fluid from 
the cylinder to stir up any debris encompassed 
by the cylinder and deposit it in the container, a 
plurality of conduits providing an outlet for the 
fluid from the container into the casing, a screen 
in each of said conduits for preventing passage 
of any debris deposited in the container, and a 
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flapper valve provided in the container for trap- 
Ying the debris in the container upon release of 
the fluid pressure. 

3. A batler disposed in spaced relation to the 


casing in 3 well hole comprising a cylinder ; 


adapted to receive a fluid under pressure, said 
cylinder having 9 plurality of teeth arranged at 
its lower end for encompassing any debris in the 
well hole, a container arranged in the cylinder 
in spaced relation thereto, means provided in the 
container allowing passage of fluid and debris 
into the container, means providing an outlet 
for the fluid from the container into the casing, 
means in said outlet means preventing passage 
of debris through the outlet means. 

4. A baller disposed in spaced relation to the 
casing in a well hole comprising a cylinder 
adapted to receive a fluid under pressure, said 
cylinder having a plurality of teeth arranged at 
its lower end for encompassing any debris in the 
well hole, a container arranged in the cylinder in 
spaced relation thereto, a valve provided in the 
container allowing passage of fluid and debris 
into the container, a plurality of conduits pro- 
viding an outlet for the fluid from the container 
into the casing and a screen in said conduits pre- 
venting passage of debris through the conduits. 

5. A baller disposed in spaced relation to the 
casing in a well hole comprising a cylinder 
adapted to receive a fluid under pressure, a con- 
tainer arranged within the cylinder in spaced 
relation thereto for receiving any debris stirred 
up by the fluid flowing from the cylinder into the 
container, means providing an outlet for the fluid 


from the container into the casing, means pre- 3: 


venting passage of the debris through the outlet 
means, and means for trapping the debris in the 
container upon a release of fluid pressure. 

6. A bailer disposed in spaced relation to the 
casing in a well hole comprising a cylinder 
adapted to receive a fluid under pressure, a con- 
tainer arranged within the cylinder in spaced 
relation thereto for receiving any debris stirred 
up by the fluid flowing from the cylinder into 
the container, a conduit providing an outlet for 
the fluid from the container into the casing, a 
Screen preventing passage of the debris through 
the conduit, and a valve for trapping the debris 
in the container upon the release of fluid pres- 
sure. | 

JOSEPH H. NOTLEY. 
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Patented Nov. 3, 1953 2,657,752 


UNITED STATES PATENT OFFICE 


2,657,752 
MAGNETIC FISHING TOOL 


Harold W. Ballew, Lubbock, Tex., and Julius R. 
Ballew, Hobbs, N. Mex. 


Application March 31, 1949, Serial No. 84,616 
6 Claims. (CL 166—19) 


1 2 

This invention relates to well machinery and tion will be apparent from the ponomes descrip- 

more particularly to a magnetic fishing tool for tion taken in conjunction with the 

recovering metallic objects such as parts of drills : 

or the like which may become detached from their 

associated apparatus or otherwise be lost at the 

bottom of a well, such as an oil well or other 

relatively deep bore in the ground. scale in order to more clearly show 
Heretofore numerous attempts have been made arrangement of parts; 

a sectional view on the line 3—3 of 


a sectional view on the line 4—4 of 
. 2; and, 


. 3, 
a 


h continued reference to the dra’ 
in Figs. 1 and 2 a magnetic 


of the well. 
Further objects and advantages of the inven- 
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movement of the basket relative to the basket 
cerrying section is prevented by set screws or 
the like 31 projecting inwardly through the sec- 
tion {4 to overlie the upper edge of the basket 30. 

The basket 30 is provided adjacent the lower 
end thereof with a plurality of inwardly extend- 
ing flexible fingers 32 which may be formed 0: 


material sealed in the wall of the container which 


; 4 
edge of this section. Bore 39, passages 
and 42 permit mud or other fluid to be 
downwardly through the drill string and 
ejected with some force from the 
the basket carrying section !1. 


ing tool. The circulated mud or 

discharged from the bottom of the well around 
the outside of the body 10 and upwardly through 
the basket 30 and the space between the electro- 
magnet 24, battery container 2/ and the inner 
wall of intermediate section 12. The circulated 


particles the junk basket section 14 is provided 
with a receptacle 44 having an open top 4§ into 
which these heavier particles may pass to be re- 
tained therein until withdrawal of the tool to 


igh 


i 
3 
g 
! 
i 


the 
The 
this 


J 


Ee8ee 
He 


i 
sits 


a 
B 
af 
rE 


permits movement thereof relative to the wall of 

the battery container 21 and the switch 38 but 50 

at the same time prevents entrance of moisture 
battery compartment. 


4 
rite 
as 


movement of the 
ciated battery container 2! and electromagnet 2 
In order to clear away rock cuttings and 
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6 
lic objects from the bottom of @ well or 
comprising a cylindrical hollow body, 
slidably and non-rotatably mounted in 
and extending from the upper end 
electromagnet 


spring means engaging 

serving to bias said fingers toward 

tion, inlet passages extending through said 
and the side wall of said body to the 


slidably and non-rotatably mounted in 
and extending from the upper end thereof, an 


releasing 
to deposit the same in said basket to 
therein by said fingers until reaching 


electric connections ~ 
net, said switch and a battery in said container, 3. Amagnetic fishing tool for recovering 


1 


a basket rotatably mounted within said body ad- 
jacent the lower end thereof, resilient non-metal- 
lic fingers extending radially inwardly from the 
wall of said basket and substantially closing one 
end thereof, non-magnetic spring means engag- 
the upper surface of said resilient fingers and 
bias said fingers toward closing posi- 


sighbee 


Et 


tive to said body said actuating element 
engage said projection to actuate said switch and 


reaching the surface. slidably and non-rotatably mounted in : 
2. Amagnetic fishing tool for recovering metal- 75 and extending from the upper end 


; bour 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


HAROLD W. BALLEW and : 
JULIUS R. BALLEW, : 
Plaintiffs, 


y. : CIVIL ACTION NO. 232-58 


ROBERT C. WATSON 
COMMISSIONER OF PATENTS, 


Defendant. : 


DEFENDANT'S MOTION TO AMEND ANSWER 


Defendant, Robert C. Watson, Commissioner of Patents, moves to 


amend the answer to include the following paragraph: 
FURTHER ANSWERING, the defendant asserts that the 


plaintiffs 


are not entitled to a reissue patent on their reissue application involved 


in this civil action containing any of claims 7, 8, 9, 11, 18, and 19 of the 


reissue application, for the reason that the conditions for reissue as 


stated in 35 U.S.C. 251, paragraph one, have not been met for any one of 


those claims. 
Respectfully submitted, 
/s/ C. W. Moore 


Solicitor, United States Patent Office, 


Attorney for Defendant 


GEORGE C. ROEMING, 
Of Counsel 


March 14, 1960 


POINTS AND AUTHORITIES IN SUPPORT 
OF DEFENDANT'S MOTION TO AMEND ANSWER 


1. The points and authorities which lay the basis for this motion 
are stated in great detail at pages 12 through 28 of defendant's brief and 
at pages 7 through 16 of defendant's reply brief. Those aie and author- 


ities are here incorporated by reference. It is submitted t 


on the basis 
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of those points and authorities, this motion to amend the answer should 
be granted. 

Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, United States Patent Office, 
Attorney for Defendant 


* * * 


[Certificate of Service] 


[Filed June 17, 1960 


MEMORANDUM 
The motion of defendant to amend will be granted. 
The Court will find for the defendant. 
The attorney for defendant will please submit proposed Findings 
of Fact and Conclusions of Law and a proposed order. 


/s/ Burnita Shelton Matthews 
JUDGE 


June 17, 1960 


[Filed July 11, 1960] 


FINDINGS OF FACT 

1. This is a civil action brought under 35 U.S.C. 145, in which 
plaintiffs, Harold'W. Ballew and Julius R. Ballew, seek to have the Court 
authorize the issuance of a reissue patent for an alleged invention as 
specified in claims 7, 8, 9, 11, 18, and 19 of their application for reissue 
patent, Serial No. 541,874, filed October 20, 1955. The patent sought to 
be reissued is plaintiffs’ patent No. 2,657,752, granted November 3, 1953, 
on an application filed March 31, 1949. In the instant application, there 
stand allowed claims 1 through 6, inclusive, which are the claims of the 
patent sought to be reissued. 

2. Refused claim 19 was withdrawn by plaintiffs at the trial before 
this Court. Accordingly, only claims 7, 8, 9, 11, and 18 are before the 
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Court on the merits. 


3. The original patent disclosure and the reissue application dis- 
closure are identical and relate to a magnetic fishing tool for recovering 
undesirable metallic objects, such as parts of drills or the like, from 


the bottom of deep bores in the ground, such as oil wells. 
4. Plaintiff's disclosed magnetic fishing tool comprises a cylindri- 
cal hollow body, a shaft slideably and non-rotatably mounted in said body 
and extending from the upper end thereof, an electromagnet and a battery 
container secured to the lower end of said shaft within said body, a switch 
in said battery container having an actuating element extending through 
the well thereof, electric connections between said magnet, said switch 
and a battery in said container, a basket rotatably mounted within said 
body adjacent the lower end thereof, resilient non-metallic fingers extend- 
ing radially inwardly from the wall of said basket and substantially closing 
one end thereof, non-magnetic spring means engaging the upper surface of 
said resilient fingers and serving to bias said fingers toward closing posi- 
tion, inlet passages extending through said shaft and the side wall of said 
body to the lower edge thereof whereby fluid may be passed therethrough 
and ejected downwardly from said body to remove material from the bottom 
of said well in which said objects may be buried, outlet passages in said 
body whereby said fluid and material may pass upward within said body 
around said magnet and battery container and out through said outlet pas- 
sages, a single tapered tooth extending axially from the lower edge of said 
body whereby upon rotation of said tool objects engaged by said tooth will 
be moved toward the axis thereof, and a projection within said body in the 
path of movement of said actuating element whereby upon downward move- 
ment of said shaft, battery container and magnet relative to|said body 
said actuating element will engage said projection to actuate said switch 
and energize said magnet thus lifting said objects through said fingers 
into said basket and whereby upon upward relative movement of said 
shaft, battery container and magnet, said actuating element will engage 
said projection to actuate said switch and deenergize said magnet thus 
releasing said objects to deposit the same in said basket to be retained 
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therein by said fingers until reaching the surface. 

5. Allowed claims 1 through 6, corresponding to claims 1 through 
6 of the patent, set forth the essential substance of the application and 
the original patent disclosure. 

6. All of the six claims of the original patent recite the slidable or 
reciprocable relation of the shaft and the casing or hollow body; the elec- 
tromagnet; a source of current or battery for the electromagnet; the 
basket with fingers or means to permit entry of objects into said basket 
and to prevent inadvertent removal thereof; and means operable by down- 
ward movement of the magnet relative to the body to connect the source 
of current to the magnet to energize it for withdrawing the objects into 
the basket for removal to the surface. Patented claims 1 through 3 (the 
latter being the broadest of this group) also recite inlet passages extend- 
ing through said shaft and through the side wall of the body, and outlet 
passages in said body whereby the fluid may pass upwardly within the body 
around the magnet and out through the outlet passages. Patented claims 
1 and 2 also recite the tooth. Patented claim 5 recites the threaded attach- 
ment of the basket to the casing. 

7. Refused claims 7, 8, 9, 11, and 18 are not limited to an electro- 


magnet; are not limited to a source of current or battery; are not limited 


to a basket including fingers or means to permit entry of objects into the 
basket and to prevent inadvertent removal thereof; and are not limited to 
a means operable by downward movement of the magnet relative to the 
body to connect the source of current to the magnet to energize it for 
withdrawing the objects into the basket for removal to the surface; and 
claims 11 and 18 further are not limited to the slidable or reciprocable 
relation of the shaft and the casing or hollow body. 

8. Claims 7, 8, and 9 omit all but one ofthe distinctive limitations 
common to all the patented claims. Calims 11 and 18 omit all the distinc- 
tive limitations common to all the patented claims. Claims 11 and 18 
omit every distinctive limitation of the broadest patented claim 6. 

9. Plaintiffs’ patent teaches that one of the reasons for lack of 
success of the prior art tools was that they attempted to retain the 
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retrieved objects by magnetic force alone and that this defect is over- 
come by the patentees' provision of the basket and fingers for receiving 
and holding the metallic objects after they are lifted therethrough by the 
magnet. The basket and fingers and the slidable mounting of the magnet 
which enables lifting of the metallic objects through and above the basket 
are thus disclosed as essential elements of the invention of the patent. 

10. Refused claims 7, 8, and 9 do not include the basket and fingers. 
Claims 11 and 18 do not include the basket and fingers and the slidable 
mounting of the magnet which enables lifting of the metal object through 
and above the basket. All of these claims cover devices which in the 
lifting of the fishing tool to the surface retain the retrieved objects by 
magnetic force alone and which according to the patent are therefore un- 
desirable. No error, inadvertence, accident, or mistake is involved in 
the omission of claims 7, 8, 9, 11, and 18 in the original patent. Claims 
7, 8, 9, 11, and 18 omit essential elements of the invention of the original 
patent and are not for the same invention as that intended to be secured 
by the original patent. 

11. Claims 7, 8, and 9 do not specify that the flow of fluid downwardly 
is through a passage means within the wall of the casing or through inlet 
passages extending through the side wall of said body. Calims 7, 8, and 9 
are so broad as to be readable on passages in which fluid undesirably 
flows down through the center of the magnet and casing. No error, inad- 
vertence, accident, or mistake is involved in the omission of|claims 7, 8, 
and 9 in the original patent. Claims 7, 8, and 9 are not for the same in- 
vention as that intended to be secured by the original patent. 

12. Claim 18 includes the limitation that fluid passes downwardly 
through the annular space between the magnet and the casing/to loosen 
and free the metallic particles from other materials. This limitation is 


not disclosed in the original patent and is new matter in the reissue appli- 


cation. 
13. The 'twhereby" clause of claim 18 attributes to the magnet the 


lifting of fished articles from the bore hole to the surface. Such lifting 
is not disclosed in the original patent. The "whereby" clause therefore 
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involves new matter in the reissue application. 

14. The Brantley patent No. 2,159,249 discloses an oil well fishing 
tool having an elongated, hollow generally cylindrical casing with a re- 
stricted upper end adapted to be fastened to a drill string and having an 
axial passage communicating with a like passage in the drill string. The 
walls of the cylindrical casing have a plurality of longitudinally extending 
passages therein communicating with the axial passage at the upper end 
and open at their lower ends to the well bore. The casing walls also have 
openings therethrough for passage of fluid from the interior of the casing 
to the well bore. At the lower end of the interior of the casing there are 
mounted a plurality of pivotally-mounted fingers constituting a core pass- 
ing and retaining means. 

15. The Notley patent No. 2,169,922 discloses a tool having an 
elongated, hollow, generally cylindrical casing with a restricted upper 
end adapted to be fastened to a drill string and having an axial passage 
communicating with a like passage in the drill string. The wall of the 
cylindrical casing has a longitudinal space therein communicating with 


the upper end axial passage and open at the lower end to the well bore. 


The casing wall also has openings therethrough for passage of fluid 
from the interior of the casing to the well bore. 

16. The Kirby patent No. 2,539,435 discloses a magnet reciprocable 
or slidable within the casing of a fishing tool. Pivotally mounted fingers 
in the interior of the casing constitute a fished-object retaining means. 

17. The Murphy et al. patent No. 2,493,992 discloses a casing 
adapted to be fastened to a drill string. Pivotally-mounted fingers at the 
lower end of the casing allow objects to enter the casing, but not to drop 
out of it. A cylindrical magnet is lowered through the drill string and 
casing after the rotation of the drill string and the fluid circulation are 
stopped. 

18. The Athy patent No. 2,431,361 discloses the concept of a magnet 
mounted in fixed relation to a fishing tool casing. 

19. The Bivings et al. patent No. 2,595,632 discloses a fishing tool 
in which a cylindrical magnet is mounted on the lower end of a casing. 
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20. Brantley and Notley disclose passing fluid from the drill string 
through casing wall passages, into the space at the lower end of the casing, 
up through the central portion of the casing, and out through! holes through 
the casing walls. Kirby and Murphy et al. disclose slidable|or movable 
magnets in fishing tools. Plaintiffs have added a magnet in the Brantley 
or Notley tool to perform the same function therein that it performed in 
its original setting. In view of the disclosures of these prior patents, the 
combination of elements recited in claims 7, 8, 9, and 11 would be obvious 
to one skilled in the art. 

21. Murphy et al. disclose a casing and a magnet movable therein. 
Athy discloses a magnet fixedly mounted in the interior of a fishing tool 
casing. In view of Athy, it would be obvious to one skilled in the art to 


mount the cylindrical magnet in Murphy et al. in fixed relation to the 


casing to produce the combination of claim 18. 
22. Claims 7, 8, 9, 11, and 18 recite combinations of old elements 
each functioning only as in the prior art and without any additional func- 
tion attributable to the fact of combination. 
23. In view of the prior art, the combinations of old elements re- 
cited in claims 7, 8, 9, 11, and 18 would be obvious to one skilled in the 
art. 
24. Claims 7, 8, 9, 11, and 18 define no patentable invention over 
the prior art. 
25. No significant commercial success is proved for a tool corres- 
ponding to the specific embodiment disclosed in the instant application or 
the original patent. 
26. Plaintiffs have had considerable commercial success with a 
tool as defined in claim 18 of plaintiffs’ application. That tdol is of a 
construction different from that disclosed in their application. That tool 
has a strong cylindrical permanent magnet instead of an electromagnet, 
a battery, and a control switch; the magnet is not reciprocable in the 
casing; there is no basket with lifter fingers; there are no longitudinal 
fluid passages within the outside wall of the casing; the fluid flows down- 
wardly in an annular space between the magnet and the casing; there is 
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no upward flow inside the tool; and there are no holes through the wall of 
the casing for exit of fluid moving upward within the tool. 

27. Plaintiffs’ commercially successful tool is a simplification of 
the tool disclosed in the instant application. It [was simplified at least in 
part as] the result of suggestions of men that the plaintiff Mr. Julius R. 
Ballew worked for with his tools. They would suggest elimination of ele- 
ments as unnecessary and other changes. Plaintiffs accordingly simpli- 
fied the tool as much as they could. 

28. The features of most importance in the commercial success of 
plaintiffs’ tool in use are a strong cylindrical permanent magnet, strength 
of construction, and peripheral downflow of mud or fluid around the sides 
of the magnet in the tool. 

29. None of claims 7, 8, 9, 11, and 18 specifies a strong permanent 
magnet or matters of strength of construction. None of claims 7, 8, and 9 


specifies [structure which would produce] the important peripheral down- 


flow of mud around|the sides of the magnet. Accordingly, any commercial 
success of the tool ‘in use is attributable to substance other than that de- 
fined in these claims. 

30. No significant commercial success is proved for tools having 
reciprocal movement of the magnet as set forth in claims 7, 8, and 9. 
Also, no significant commercial success is proved for tools having upward 
flow of mud around the magnet and inside the casing as set forth in claims 
7 and 11. 


CONCLUSIONS OF LAW 

1. No error, inadvertence, accident, or mistake is involved in 
omission in a patent of claims which cover what the patent indicates to be 
undesirable. 

2. Claimsin a reissue application which omit essential elements 
of the original patent claims are drawn to an invention different from that 
intended to be secured by the original patent. 

3. In a reissue application, matter not disclosed in the original 
patent is new matter. 
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4. Ina reissue application, claims which contain new matter cannot 
properly be allowed. 
5. Claims cannot properly be allowed in a reissue application if 
their omission in the original patent was not due to error, |inadvertence, 
accident, or mistake. 
6. Claims in a reissue application cannot properly be allowed if 
they are drawn to an invention different from that intended to be secured 
in the original patent. 
7. No patentable invention is involved in a combination of old ele- 
ments each functioning only as in the prior art and without additional 
function attributable to the fact of combination. 
8. Commercial success is immaterial where lack of |patentable in- 
vention is clear. 
9. Commercial success which is not attributable to the substance 
of the claims is immaterial. 
10. The withdrawal of claim 19 at the trial constituted an abandon- 
ment of the substance of that claim. 
11. Plaintiff is not entitled to a reissue patent containing any of 
claims 7, 8, 9, 11, 18, and 19 of his application for reissue patent Serial 
No. 541,874. 
12. The complaint should be dismissed. 


/s/ Burnita Shelton Matthews 
Judge 


[Filed July 11, 1960] 
ORDER 
Upon consideration of defendant's motion to amend the answer and 


upon consideration of plaintiffs' and defendant's briefs on the merits of 
the issue involved in the motion, it is this 11th day of July, |1960 
ORDERED that the said motion be and it is hereby granted, and 


defendant's answer is amended as set forth in said motion. 


/s/ Burnita Shelton Matthews 
July 11th, 1960 Judge 
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[Filed July 11, 1960] 


JUDGMENT 


This action) came on to be heard at the January term, and there- 
upon upon consideration thereof, it is this 11th day of July, 1960, 

ADJUDGED that the complaint be and it is hereby dismissed, with 
costs against the plaintiffs. 


/s/ Burnita Shelton Matthews 
Judge 
APPROVED AS TO FORM: 


Attorneys for Plaintiffs. 


[Filed Sept. 6, 1960] 


NOTICE OF APPEAL TO COURT OF APPEALS 
UNDER RULE 73(b) 


Notice is hereby given that Harold W. Ballew and Julius R. Ballew, 
plaintiffs above named, hereby appeal to the United States Court of 
Appeals for the District of Columbia Circuit from the final judgment en- 
tered in this action on July 11, 1960. 


/s/ A. Yates Dowell, Jr. 
A. Yates Dowell and 

A. Yates Dowell, Jr. 
1345 Pa. Ave., N.W. 
Washington 4, D. C. 
Attorneys for Plaintiffs 
Harold W. Ballew and 
Julius R. Ballew 
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STATEMENT OF QUESTIONS PRESENTED 
The questions presented are: 


1. Whether invention is present in a deep oil well fishing tool 
which is attachable ‘to the drill pipe and has a central cylindrical magnet 
of a size to fully utilize the hole diameter, and peripheral flow passages 
for directing liquid in an annular stream surrounding the lower end of 
the magnet in order, when positioned at the bottom of a well hole, to 


wash debris off of a metal object whose recovery is sought and to urge 


such object toward the center to facilitate contact by the magnet — in 
view of prior art magnetic fishing tools lacking centrally disposed 
magnets and lacking peripheral passages for directing flow inwardly 
from around the sides of the well hole. 


2. Whether aipatentee whose original patent (a) describes the 
embodiment of his invention as including certain physical structure 
found later to be noh-essential and (b) fails to focus attention on the 
heart of his invention shorn of such non-essentials — may, through re- 
issue, enlarge the scope of his claims to cover such invention. 


STATEMENT OF QUESTIONS PRESENTED 
JURISDICTIONAL STATEMENT . 


STATEMENT OF THE CASE 


The Problem of Recovering Metal Objects 
Lost at the Bottom of Deep Oil Wells 


The History of Attempts to Solve the Problem, 
Including Prior Art Patents and the Rejection 
By the Patent Office . . » ; 


The Problem Solved — The Ballews' Invention 


The Belated Raising of the Reissue Issue After 
Submission of the Evidence (Statutory Require- 
ment that the Reissue Patent Claim the Invention 
Disclosed in the Original Patent, 35 U.S.C. 251) . 


Fulfillment of the Reissue Requirement — Com- 
parison of the Reissue Claims and the Original 


Patent Disclosure 
STATUTES INVOLVED 
STATEMENT OF POINTS 
SUMMARY OF ARGUMENT . 


ARGUMENT 


The Granting of the Original Patent 
Prime Facie is Evidence of Invention 


The Ballew Invention was a Basic Innovation 
In Construction and Function: No Similar 
Structure or Function is Found in the Prior Art . 


The Ballew Fishing Tool Solved a Serious Problem 

Which had Existed for a Long Time, Despite Extended 
Prior Effort by Many Towards its Solution; It has had 
Considerable Commercial Success, Replacing Substantially 
All Prior Tools of Similar Purpose: This is Invention 


The Presumption of Correctness of the District Court's 
Decision is Weakened, as it is Based upon a Ground Not 

- Adverted to by the Patent Office Examiner or Board of 
Appeals, nor by the Patent Office Solicitor until Plaintiffs 
(Appellants) had Completed their Testimony, Although the 
Facts upon which the Ground is Based have been Before the 
Patent Office from the Filing of the Application 


ARGUMENT (Cont'd.) 


The Refused Claims of the Reissue Application 
Are for the Same Invention as that Disclosed in 
The Original Patent 


The Ballews' Failure to Recognize the True Scope 

Of their Invention at the Time of Filing their Original 
Application and to Present Claims Covering Only those 
Features Essential to their Invention, is Ground for 
Reissue under 35 U.S.C. 251 
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For the District of Columbia Circuit 


No. 16,033 


HAROLD W. BALLEW AND 
JULIUS R. BALLEW, 
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ROBERT C. WATSON, 
COMMISSIONER OF PATENTS, 


APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR APPELLANTS 


JURISDICTIONAL STATEMENT 


Appellants, 


Appellee. 


This is an appeal from the judgment of the District Court for the Dis- 
trict of Columbia (JA 188) in which the plaintiffs’ (appellants') complaint 
for reissue of its patent 2,657,752, entitled "Magnetic Fishing Tool," 


dated November 3, 1953, was dismissed. 
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The action was initiated by a complaint (JA 2) filed by appellants 
in the District Court pursuant to Title 35 of the United States Code, 
Section 145. The complaint alleges the obtaining by plaintiffs of Patent 
2,657,752, entitled ''Magnetic Fishing Tool" and the application for a re- 
issue resulting in the refusal by the Board of Appeals to allow claims 7, 
8, 9, 11, 18 and 19. The complaint asserts that such refusal was in- 
correct and contrary to law and prays for judgment that defendant be 
authorized to issue plaintiffs letters patent including the rejected claims. 


In its final judgment the District Court dismissed the complaint. 
The jurisdiction of the appeal arises from Title 28, United States Code, 
Section 1291. 


STATEMENT OF THE CASE 


The subject matter of the application for Patent is an implement or 
tool for removing metal objects such as broken metal boring bits from 
the bottom of oil wells, the depth of which may reach several miles. 


Such implements are known as "fishing tools.” 


The refused claims in this reissue application are 7, 8, 9, 11, 18 
and 19. Claim 19 was withdrawn at the trial (JA 33). Plaintiffs sug- 
gested at the opening (JA 10) that the case be decided on the basis of the 
broadest claim remaining, No. 18, but the Patent Office attorney stated 
he lacked authority to acquiesce (JA 16). 


For the purposes of this appeal, appellants are content to rest 
their case upon the decision as to claim 18. If its refusal is sustained, 
appellants will accept this as a decision with respect to claims 7, 8, 9 
and 11. If reversed, appellants are content to rely upon the disposition 
of such claims by the Patent Office in view thereof, since it is believed 
that the decision'as to claim 18 should have a bearing as to such other 
claims. 


For convenience, claim 18 is reproduced in the addendum to this 


brief, together with the patent drawing. 
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During the two day trial before Judge Matthews, witness Julius R. 
Ballew, one of the plaintiffs, Frank Wolfe, retired regional manager for 


drilling and production of Gulf Oil Corporation with 47 years experience 
(JA 17), and James Snead, Drilling Superintendent for Gulf Oil Corpora- 
tion with 37 years experience (JA 52), testified on behalf/of the plaintiffs. 


The Problem of Recovering Metal Objects Lost 
At The Bottom of Deep Oil Wells 


Oil wells are drilled by methods known as "cable drilling" and 
“rotary drilling."' In cable drilling a cutting element ("bit") is lowered 
repeatedly into contact with the bottom of the hole and material is thereby 
loosened or cut. From time to time liquid ("mud") is circulated down into 
the hole to wash away such material. In rotary drilling, with which this 
proceeding is concerned, a cutting element is lowered on|the end of pipe 
into the hole. The pipe is continually rotated and liquid is continually 
circulated down into the hole and back to the top in order to constantly 
remove cut material. Additional lengths of pipe are connected to the 
first to form a "string" of pipe, as the hole deepens. The hole is first 
drilled with a large bit, which may be as much as three feet in diameter. 
After drilling to a certain depth, the wall of the hole is reinforced by 
casing it with cement, steel, or other material, and the hole is deepened 
by drilling with a smaller bit. This continues until oil is reached or the 
hole is abandoned, the smallest diameter bit commonly used having a 
diameter of approximately three inches (JA 8, 72). 

The cost of drilling and casing oil wells is very high and may ap- 
proximate half a million dollars for a cased well 15 thousand feet deep 
(JA 82, 88). The loss due to abandoning a hole only five thousand feet 
deep may approximate forty thousand dollars (JA 79). 

From time to time in the drilling of wells by the rotary method, 
portions of the bit or other metal objects may drop into the well and 
lodge at the bottom. Unless recovered they interfere withthe continued 
drilling or use of the well and may necessitate abandonment thereof. The 
process of removing such objects is known as "fishing" and is required in 
approximately 80% of oil wells (JA 19, 78). 
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Time spent for fishing is "lost time"’ and adds to the cost; hence 
speedy recovery of such objects is important (JA 22). In order to remove 
objects from wells, it is necessary first to lift out the pipe, section by 
section and remove the bit. Then the fishing tool is attached to the pipe 
and lowered, section by section, into the hole until bottom is reached. 


(Cable fishing tools are lowered ona cable.) Time for a "round trip" 


in a well 15,000 feet deep requires approximately 8 hours (JA 22). 


Wolfe, in oil well drilling since 1913, testified that fishing is re- 
quired due to tools breaking off, casings collapsing, and loss of cores. 
He has had experience with practically all the fishing tools over the 
last 20-30 years (JA 18, 19). 


Snead, in oil well drilling for 37 years (JA 52), testified that he 
has needed fishing tools since he first began oil well drilling. He used 
various types of tools going back to 1922 (JA 63). He recalled a number 
of instances over ia period of years in which wells had to be abandoned 
because of inability to remove objects therefrom (JA 73). 


Ballew, one of the co-inventors, began as a helper on a rotary 
drilling operation'in 1919. Subsequently he became a driller and then 
a fisherman, having fished for many of the large, well known oil com- 
panies (JA 76, 77). 


The conventional bit that is attached to the lower end of the drill 
pipe (exemplified by physical exhibit, Plaintiffs' Exhibit 2) has rotary 
teeth (cones) which wear out and break up, a worn cone from a larger 
tool having been received as Plaintiffs’ Exhibit 3 (JA 35, 36). Plaintiffs’ 
Exhibit 2 weighs about a pound or a pound and a half. In the larger tools 
such cones average 35-37 pounds (JA 82). 


The fishing'or recovery of a cutting bit cone by a magnet is diffi- 
cult because flatwise contact is nearly impossible and contact witha 
corner or an edge decreases the lifting power of a magnet to a small 
fraction of its potential, and the object is likely to be stuck or covered 
up (JA 58, 59, 83, 91, 92). 
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The History of Attempts to Solve The Problem, 
Including Prior Art Patents and the Rejection 
by the Patent Office 


Wolfe testified that early fishing tools included magnets, that were 


let down inside of the drill pipe or casing, and "baskets" whose purpose 


was to remove a core of earth (JA 20). 


Snead said that the first fishing tools were homemade. He de- 
scribed a "'poorboy basket", which is a piece of pipe with fingers extend- 
ing from its end. When weight is placed on the pipe, the fingers bend 
inwardly in order to trap whatever they have encompassed (JA 53). Such 
tools were not successful, "but they were all we had to work with." Other 
tools prior to the Ballew tool required an expert to operate them (JA 53), 
and would get stuck in the well or would not remove all the objects (JA 55). 


Ballew described the "poorboy basket" in more detail (JA 79), and 
said that recovery was a hit-or-miss proposition, sometimes taking four 
or five days. He tried to make another type of pickup basket that operated 
by pump pressure, and said that everyone in the oil industry was trying to 
make an improved fishing tool (JA 80). 


The Patent Office relied upon six patents, namely: 


Athy 2,431,631 (JA (137-140) 
Bivings et al. 2,595, 632 (JA |141- 148) 
Brantly 2,159,249 (JA |149- 154) 
Kirby 2,539,435 (JA 155-158) 
Murphy et al. 2,493,992 (JA |159-166) 
Notley 2,169,922 (JA 157-170) 

The Board of Appeals sustained the rejection of claim 18 on Murphy 
et al. but would not sustain it on Athy, nor on Bivings et al. The rejection 
of claim 19 was sustained on Murphy et al., Athy, and Bivings et al. (JA 
131-133). At the trial the attorney for plaintiffs (appellants) withdrew 
claim 19 (JA 33). The Patent Office attorney stated that he would not 
rely upon the Bivings patent on the question of patentability of the re- 
maining claims but reserved the right to use it merely to|contradict the 
witnesses (JA 33). 
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Thus, in short, the issue would appear to be whether claim 18 
defines invention over the patent to Murphy et al. However, since all of 
the prior art patents are before the Court, each will be discussed. 


The patent to Murphy (JA 159-166) was discussed in some detail 
by the Board of Appeals. It said (JA 130, 131): 


"Murphy et al. discloses a fishing tool having an inner 
chamber adapted to be fastened to a drill string 13. The 
lower end of the casing has fingers 21 which allow move- 
ment into the chamber, but prevent movement out of the 
chamber. A cylindrical magnet 14 is adapted to be lowered 
through the drill string into the casing member whereby in 
its lower position the magnet will attract any metallic ob- 
jects and draw them into the casing. * * * Murphy et al. 
has been explained briefly above, but it is further noted 
that the mounting means 12 is threaded to a drill string 13 
and has an axial bore for the passage of fluid from the 
drill string. A casing 11 is mounted on the means 12 and 
surrounds and is spaced from a vertically disposed sub- 
stantially cylindrical magnet. The casing thereby provides 
a passage means longitudinally of the magnet between the 
magnet and the casing whereby the fluid from the axial 
bore in means 12 passes through the passage to the lower 
portion of the casing and into the well bore to wash ma- 
terial away from the metallic objects whereby the magnet 
may attract'the objects into the casing. * * * It is true 
that Murphy et al. assemble casing 11 onto the drill string 
and lower it into the drill hole and later lower the magnet 
into the casing, however, we believe that it is a matter of 
choice and no inventive skill is required to assemble the 
magnet in fixed relation in casing 11 and pass both down 
the drill hole together. An example of such a practice 
may be found in Athy, which clearly shows a magnet 
mounted in fixed relation in a fished casing and the 
assembly mounted on a drill string." 


The witnesses testified to the inadequacies of the Murphy et al. 
tool. Briefly, in Murphy, circulation must be stopped while the magnet 
is lowered, and circulation is discontinued during the use of the electro- 


magnet (JA 164, column 4, lines 45-51). With circulation stopped, the 


pipe may become impacted in the hole and it is not possible to wash off 
objects sought and loosen them from the surrounding debris. The size 


7 


of the magnet is limited by the internal diameter of the pipe, which 
seriously limits its lifting power. The foregoing facts are apparent 
from consideration of the patent itself, which the witnesses confirmed. 


Wolfe said that it would be dangerous to run the tool on a deep well 
because of danger of the pipe becoming stuck in the hole (JA 24, 25) and 
that without having circulation the mud may cover up the|object, which 
would prevent its becoming caught by the magnet (JA 26), He said that 
the tool had been used several years ago, was not satisfactory, and was 
not being used today (JA 26, 27). The necessarily small magnet in the 
Murphy patent (JA 25, 26) "is so small that it renders your tool useless 
in a deep well'(JA 25). 


Snead has seen the Murphy tool but had not used it. He confirmed 
the characteristics described above (JA 56, 57). 


Ballew had never seen the Murphy tool (JA 86). 


The Athy patent was described by the Board of Appeals as follows 
(JA 131, 132): 


"Athy discloses a casing 11 having a portion 6 adapted to be 
threaded to a drill string, a magnet comprising two ele- 
ments 11A mounted in the lower portion of the casing, a 
passage means 13 between the two magnet elements and 
leading from the drill string to the lower end of the casing, 
and plates 14 and 15 confining the magnets and passage 
means in the casing. There is no movement of the magnet 
relative to the casing. 


"The Examiner's position is that the split fluid passage 
is the equivalent of appellants’ passage around the magnet. 
Appellants contend that the Athy tool is too light and weak, 
his casing is necessarily of a weak material, and a/horse- 
shoe magnet is weaker than appellants’ cylindrical magnet. 
Athy lacked a casing surrounding and spaced from the 
magnet and forming a passage means between the magnet 
and the casing for the passage of fluid. We will not sustain 
the rejection of claim 18 on Athy." 


Appellants' view of Athy may be summarized: Its horseshoe type 
magnet is inherently much weaker for the space than a cylindrical 
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magnet. Liquid outlet holes 16 are near the center and tend to wash 
objects toward the outside, thus making pickup more ‘difficult; they 
would also tend to dislodge any objects picked up by the magnet and if 
such objects blocked an outlet hole circulation and removal of a dry pipe 
would be prevented. The physical structure is inherently weak and could 
not withstand the weight of a long length of drill pipe in a deep hole, 
particularly if it were dropped. These deficiencies were testified to by 
the witnesses (Wolfe, JA 27-29; Snead, JA 57-59; Ballew, JA 87). 


The Board of Appeals’ description of the patents to Brantly, Notley, 
Kirby and Bivings are found at JA 129, 132 and 133. 


Appellants’ position with respect to Brantly (JA 149-154) is that no 
magnet is disclosed. This is one of the core basket tools, in which the 
object is to cause the circular cutting teeth 11 to encompass a core of 
earth 25 within which the objects 24 are hoped to be found. Circulation 
down around the outer walls is provided. There is no magnet. Wolfe had 
used this tool, but said that in a hard formation it could not be used be- 
cause of the impossibility of cutting a core. Its use was discontinued 12 
to 15 years ago (JA 29, 30). Snead testified similarly (JA 59, 60), as did 
Ballew (JA 87, 88). 


The Notley tool (JA 167-170) has no magnet and attempts to remove 


materials by washing them up into its interior where they hang on the 
ledges 44. Wolfe (JA 30, 31) and Snead (JA 60, 61) described the tool. 
Ballew had not seen the tool of the patent (JA 88). Wolfe said that the 
tool is unable to pick up anything but small objects (JA 30), a fact appar- 
ent from consideration of the patent drawing, Fig. 1 (JA 167). 


Kirby merely discloses a magnet 13 let down on a cable 12. Thus, 


there is no means of having circulation during its use. 


Wolfe described the Kirby tool (JA 31, 32), as did Snead (JA 61). 
Ballew testified that his tool succeeded on a job in which the Kirby tool 
was tried unsuccessfully, the failure being caused by the fact that the 
Kirby tool would not go to the bottom due to lack of circulation (JA 88, 89). 
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Bivings discloses a tool let down by a cable 38, the tool having its 


own pump and a central passage hole 64, no means for circulation down 
the shaft being provided. Wolfe testified that he had run|such tools 
around 1950. It was not practical, because the "surgance"” caused the 
well to cave in (JA 33, 34). Snead testified similarly (JA 62, 63). Al- 
though Ballew had not seen a tool constructed like Bivings', he testified 
that the central location of the hole would make it difficult for the magnet 
to pick up an object and to retain it (JA 89, 90). 


Wolfe testified that none of the prior art tools was /in substantial 
use at present (JA 34, 35). 


Snead testified that the prior tools were unsuccessful because they 
took a lot of time to use and sometimes did not succeed in removing the 
objects (JA 63). 


The Problem Solved —— The Ballews' Invention 


The details of the patented Ballew tool are described in the patent 
at JA 173, 174. For convenience, the drawing and claim |18 appear in the 
addendum to this brief. 


With reference to Fig. 1 of the drawing, the tool has an upper por- 
tion 15 with a threaded end 16 by means of which it may be connected to 
the lower end of a string of drill pipe. Fig. 2 of the drawing is an en- 
larged sectional view showing the inside of the lower portion of the tool 
of Fig. 1. The member 15 has a bore 39 for communication with the 
drill pipe. At the lower end of the member 15 the cylindrical casing 10 
is carried. Mounted within the cylindrical casing 10 is the cylindrical 
magnet 24 which is indicated as electrically operated. There is an 
annular space or passageway around the magnet between|it and the cas- 
ing. The magnet is supported on a member 20 which is held centrally 
within the casing by the shoulder 16' which extends outwardly to engage 
the inner wall of the casing. 
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In order to|trip the electric switch 36, on the projection 38, the 
magnet slides downwardly within the casing and such movement brings 


the passageways 40, which are near the shoulder 16’, into registration 


with the passageways 41 inside the wall of the casing 10. Liquid can 
then flow down the pipe string into the bore of the member 15, out the 
passageways 40 and down the passageways 41. Any liquid which flows 
up into the space between the magnet and the casing may discharge 
through the openings 43. Fingers 32, which can move upwardly but not 
downwardly, constitute a basket for trapping any objects which are lifted 
by the magnet. Tooth 34 may be used if desired. 


In the use of the tool it was found that it could: be simplified by sub- 
stituting a permanent magnet for the electrically operated magnet and by 
a few other simplifications. The simplified inventive concept of claim 18 
includes a member 15 having a threaded upper end portion for connection 
to the drill string, the member having an axial bore 39; a vertically dis- 
posed substantially cylindrical magnet 24 mounted on a member adjacent 
to its lower extremity; casing means 10 mounted on'a member surround- 
ing a magnet and spaced therefrom and providing passage means longi- 
tudinally of the magnet between the casing and the magnet; the casing 
means having engagement with the shoulder 16' to hold the magnet cen- 
trally; the member having passages 40 to provide communication from 
the axial bore to the passage means, in order that fluid which comes 
down the drill string into the upper bore of the tool may be conducted 
through the passages 40 down past the annular space around the magnet 
to its lower extremity in order to loosen and free metallic particles from 
other material so that the magnet may attract such particles. 


The features to which reference is made in claim 18 are of vital 
importance in the successful operation of the fishing tool. Wolfe said, 
"I regard the most important differences, the stronger magnet, the 
stronger construction of the tool and the holes on the outside which let 
you wash over any tool and lets your fluid drain out of your pipe" (JA 21). 
Comparing it, he referred to the tool of the Athy patent, saying: 
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"Your holes are more in the center of this tool, and you are 
more apt to wash your metal parts or junk to the side than 
you are in the Ballew tool. 


"Q. Well, what if you do, what difference does that 
make? A. You wouldn't catch whatever you are fishing for. 


"Q. Why not? A. When it gets to the side of the hole 
you just don't catch it. It gets away from the strength of 
your magnet to pick it up. 


"Q. Does the fact of the location of the holes 16 in 
Figure 3, does that have any effect on the operation of the 
tool as it is being lifted out of the hole? A. Yes. Accord- 
ing to the depth of your well, you would have 75 to 100 
barrels of mud drain out of that drill pipe. 


"Q. You mean, now you are talking about ae that is 
contained in the pipe at the time that the pipe is lifted out 
of the hole? A. That's right, and in that washing process 
if it comes in contact with your fish or metal parts/that you 
are fishing with, they are apt to be washed off in there." 
(JA 27, 28) 


On being cross examined about the operation of the|Ballew tool, 


Wolfe's testimony was: 


"Q. In that case how do you get resurgence, this surge 
effect to move this into the center if the magnet could be 
nearly at the bottom? A. The holes are on the outside that 
you circulate through. 


"Q. To the exterior? A. Yes. The holes arejon the 
outside."' (JA 38) 


The provision for circulation around the outside of the magnet was 
referred to by Snead, the witness saying that he had never seen another 
magnetic fishing tool with a provision for bringing liquid down around 
the sides of a magnet (JA 54, 58, 65). 


Ballew described the foregoing principal features of his commer- 

cially successful tool at JA 83, 84. 
Wolfe testified to the features of the Ballew tool, saying: 

"It's a strongly constructed tool that you can run into a hole 


of any depth and regardless of the condition of the hole. It 
has a large cylindrical magnet which is one of the strongest 
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magnets we have in the trade today. It is attached to the 

drill pipe. It also has holes around the magnet so that you 

can go in, wash down if necessary over any tools that are 

lost, and when you are coming out of the hole you will 

probably have, according to the depth of the well, as much 

as 70 to 100 barrels of mud trapped in the drill pipe. That 

has to come out of the drill pipe as it is raised out of the 

hole. And the holes being on the outside, you stand a much 

greater chance of getting out of the hole whatever you are 

fishing for.| * * * I regard the most important differences, 

the stronger magnet, the stronger construction of the tool, 

and the holes on the outside which let you wash over the 

tool and let your fluid drain out of the pipe." (JA 20, 21) 

He said that the tool "has generally been accepted as the best tool 
in the magnets" (JA 21). He testified further about the ease and speed 
with which it may be used (JA 22). Those under his supervision have 
used it almost exclusively since it first came to his attention. The ex- 
ceptions have been in cases where the tool was not available for the 
particular size hole or for some reason could not be used (JA 22, 23). 
He said that "For picking up cores, any kind of metal object, which can 
be magnetized, the Ballew tool is the ultimate in fishing tools today" 


(JA 36, 37). 


Snead testified to the important features of the Ballew tool. He 
said that circulation around the outside "makes all the difference in the 
world," because "if you don't have your circulation around the outside, 
when you lift your pipe and the mud falls out of if you run into any tight 
hole up the hole you have to circulate your tools loose and your fish is 


on the bottom of this, why, you will pump your fish off." In other words, 


he explained that both when initially picking up the fish and while holding 
it during the raising of the pipe circulation around the outside of the pipe 


was necessary. (JA 58, 59) 


Snead said that the Ballew tool did not require'an expert to operate 
it, but "any driller can run it" (JA 53). He said that the outside circula- 
tion permitted the tool to remove accumulations of material which might 
bridge across the hole. "If you didn't get your magnet on it you just 
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couldn't pick it up"' (JA 54). He testified that he had used |the Ballew tool 
on a very large number of jobs and had discontinued using other tools 
since having the Ballew tool (JA 55). He said that it is generally used 
by others in the industry and is used almost exclusively for picking up 
iron (JA 55). 


Ballew testified that the tool has been successful since they made 
the first run in 1949. The services of a special operator are no longer 
required with the tool, since the drilling crews are acquainted with its 
operation. He said that the tool is the "mainstay" fishing |tool of all the 
fishing tool companies that he has visited in the central part of the United 
States (JA 84). The tool is being duplicated by other fishing tool manu- 
facturing companies (JA 85). Approximately $7,500 was spent on the 


first tool that he made (JA 86). Ballew named ten major oil companies 


that have used his fishing tool and was unable to think of any that have 
not accepted it (JA 94). The tool is produced in seven different outside 
diameter sizes for use in holes of various diameters (JA 95, 96). 


The Belated Raising of the Reissue Issue After 
Submission of the Evidence (Statutory Require- 
ment That the Reissue Patent Claim the Invention 
Disclosed in the Original Patent, 35 U.S.C. 251) 


Claim 18 was inserted in the application in an amendment filed 
February 25, 1957 (JA 111, 112). In the accompanying remarks refer- 
ence to the breadth of the claim was made, as follows: 


"Nothing in the prior art discloses the idea of a fishing tool 
which can be readily attached to the lower end of a string 
of pipe and which has a centrally mounted vertical sub- 
stantially cylindrical magnet with passages provided longi- 
tudinally along its sides connecting up with bores from the 
upper portion ot the tool so that simultaneous action of 
fluid flow and a magnet of this type mounted as defined 
may be employed." (JA 113) 


In the responsive action by the Patent Office dated March 8, 1957, 
the breadth of the claim was recognized in language as follows: 
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"These claims do not recite the magnet as movable with 
respect to the casing. * * * The fluid passages are interior 
of the magnets in Athy and Bivings et al. but it is held to be 
an obvious unpatentable variation to place the passages be- 


tween the magnets and the casings." CEmphests supplied 
(JA 116, 117 


In the Ballew appeal brief before the Board of Appeals filed 
May 19, 1957 (JA 117), emphasis was again directed to the breadth of 
claim 18, as follows: 


"Claims 18 and 19 are directed to the combination with 
the parts ini operative position, and are not limited to the 
parts being islideably disposed. There is no reason why ap- 
plicant should be limited to the use of an electromagnet nor 
to being slideably disposed, as the invention is broader than 
these limitations. Applicant was the first in the field to de- 
sign a magnetic fishing tool having a centrally positioned 
magnet and a spaced outer casing which could be attached 
directly to the lower end of the drill pipe and which pro- 
vides for the circulation of fluid downwardly through the 
drill pipe and fishing tool into the area of the well bore from 
which junk had to be retrieved." (JA 123) 


The Board of Appeals likewise recognized the breadth of claims 18 


ana 19. In rejecting these on the patent to Murphy et al. the Board stated: 


"The casing thereby provides a passage means longitudinally 
of the magnet between the magnet and the casing whereby 
the fluid from the axial bore in means 12 passes through the 
passage to the lower portion of the casing and into the well 
bore to wash material away from the metallic objects 
whereby the magnet may attract the objects into the casing. 
The Examiner contends that these claims do not call for a 
movable magnet, * * *. Athy lacks a casing surrounding 
and spaced from the magnet and forming a passage means 
between the magnet and the casing for the passage of fluid. 
We will not sustain the rejection of claim 18 on Athy.” 

(JA 131, 132) 


Complaint was filed January 27, 1958, and the answer on March 12, 
1958, the latter relying upon the rejection theretofore stated by the 


Patent Office tribunal (JA 7). In opening to the Court, plaintiffs’ attorney 
stated that, although a reissue application was involved, the issue was 
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not any different than in the case of an original patent (JA 8). In his 
opening reply, the Patent Office attorney said: 


"The Patent Office is completely in agreement on the matter 
that the fact that this is a reissue issue presents no prob- 
lem in this particular case. This case is just like any 
other case where an application is brought to this Court 
with some claims allowed and only some of the claims re- 
jected.” (JA 12) 


After discussing the details of the electrical tool, which the Patent 
Office attorney referred to as the "full tool" (JA 15), he acknowledged 
that claim 18 omitted various features of such full tool. He said: 

"And none of the claims before the Court claim that basket 

effect. * * * that claim * * * doesn't provide any provision 

for causing the flow of the fluid which has come down the 

pipe string to come to the center because on a simple 

structure as here indicated and, as I pointed out previously, 

the only place the water or fluid can go is up the sides." 

(JA 15) 

In his opening the Patent Office attorney indicated that he would 
attack the assertion of commercial success by attempting to bring out 
that it depended upon features not contained in the refused claims (JA 12, 
13). On cross examination he asked Wolfe whether he had seen a Ballew 
fishing tool without a basket (JA 37); about the magnet being movable 
within the tool itself (JA 38); and about the circulation of ithe fluid (JA 
38, 39). He inquired whether the commercial tool had an electromagnet 
(JA 43). Similarly, he cross-examined Snead about the type of magnet, 
about the lifters or basket elements 33, about the non-reciprocal mount- 
ing of the magnet and about the liquid passages (JA 67-71). He examined 
Ballew on the use of the fingers, the substitution of a permanent magnet 
and the simplification (JA 94-96). 


At the conclusion of Ballew's testimony the Patent Office attorney, 
for the first time, raised the issue, asserting that claim 18 is not within 
the disclosure of the original patent (JA 96-99). The attorney stated: 
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"T think it is quite evident from all the testimony that has 
been taken that this simplified tool as to which there has 
been much testimony here, and as claimed in claim 18, is 
not within the disclosure of the original patent. 


"The testimony, itself, indicates that this tool was 
progressively simplified and certainly the concept of pro- 
ducing the result of the tool disclosed in the application by 
a much simpler or simplified structure, is definitely not 
disclosed in the application." (JA 99). 


Motion to amend was made March 14, 1960 (JA 179). 


Fulfillment of the Reissue Requirement—Com- 
parison of the Reissue Claims and the Origina 
Patent Disclosure 


Reissue claims 7, 8, 9, 11, 18 and 19 are reproduced at JA 118 
to 120. Claim 19 has already been withdrawn. 


For the purposes of this appeal,as stated earlier, appellants are 
content to rest their case upon the disposition of claim 18, the broadest 
of the refused claims. This claim is reproduced in the addendum to this 
brief together with a copy of the drawing in the original application, with 
indicia added to assist the Court in its understanding. The claim is 
directed to mechanical structure rather than to electrical features and 
unnecessary elements. Among the elements omitted from claim 18 or 
for which substitution is made, are the electromagnet, a permanent 
magnet being substituted, the basket or fingers 32, the tooth 34, and the 
internal passages 41 within the wall itself of the casing, as well as dis- 
charge passages within the wall of the casing. At the conclusion of the 
trial the Court indicated that it would appear to be a common expedient 


to use either a permanent or an electromagnet (JA 105, 106), and that 


the use of a basket would appear to be a mere matter of choice (JA 106, 
107). 


Snead said that the use of lifters (meaning basket element 32) was 
an optional feature (JA 67, 68). Wolfe said that the tooth is optional 
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(JA 75). Ballew testified that the tool was a gradual simplification, 
portions being omitted that were found to be unnecessary (JA 83). He 
also testified that the use of teeth is optional (JA 86). After renting his 
first tool in 1949 he found that he did not need the fingers |for the second 
job (JA 95) and thus proceeded gradually to simplify the tool. 


Further comparison of the reissue claim 18 and the| disclosure of 
the patent appears in the ARGUMENT under the heading "The Refused 
Claims of the Reissue Application Are For The Same Invention As That 
Disclosed in the Original Patent," infra. 


STATUTES INVOLVED 


35 U.S.C. 102 (Sec. 1 of Patent Act of July 19, 1952 (Public Law 
593), 82d Congress, 2d sess., ch. 950; 66 Stat. 792) 


"A person shall be entitled to a patent unless — 
* * * 


"(b) the invention was patented or described inja 
printed publication in this or a foreign country or in| pub- 
lic use or on sale in this country, more than one year 
prior to the date of the application for patent in the United 
States, * * * 


* * x 


35 U.S.C. 103. 


"A patent may not be obtained though the invention is 
not identically disclosed or described as set forth in sec- 
tion 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter per- 
tains. Patentability shall not be negatived by the manner 
in which the invention was made. 


35 US.C. 112. 


"The specification shall contain a written description 
of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms 
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as to enable any person skilled in the art to which it per- 
tains, or with which it is most nearly connected, to make 
and use the same, and shall set forth the best mode con- 
templated by the inventor of carrying out his invention. 


"The specification shall conclude with one or more 
claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his 
invention." 


*x* * * 


35 US.C. 251. 


‘Whenever any patent is, through error without any 
deceptive intention, deemed wholly or partly inoperative 
or invalid, by reason of a defective specification or draw- 
ing, or by reason of the patentee claiming more or less 
than he had a right to claim in the patent, the Commis- 
sioner shall, on the surrender of such patent and the pay- 
ment of the fee required by law, reissue the patent for 
the invention disclosed in the original patent, and in ac- 
cordance with a new and amended application, for the un- 
expired part of the term of the original patent. No new 
matter shall be introduced into the application for reissue." 


*x* * * 


35 U S.C. 252. 
x ok * 


"No reissued patent shall abridge or affect the right 
of any person or his successors in business who made, 
purchased or used prior to the grant of a reissue anything 
patented by the reissued patent, to continue the use of, or 
to sell to others to be used or sold, the specific thing so 
made, purchased or used, unless the making, using or 
selling of such thing infringes a valid claim of the reissued 
patent which was in the original patent. The court before 
which such matter is in question may provide for the con- 
tinued manufacture, use or sale of the thing made, pur- 
chased or used as specified, or for the manufacture, use 
or sale of which substantial preparation was made before 
the grant of the reissue, and it may also provide for the 
continued practice of any process patented by the reissue, 
practiced, or for the practice of which substantial prepara- 
tion was made, prior to the grant of the reissue, to the 
extent and under such terms as the court deems equitable 
for the protection of investments made or business com- 
menced before the grant of the reissue." 
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STATEMENT OF POINTS 
The points upon which appellants rely in this appeal are: 


1. The granting of the original patent prima facie is evidence of 


invention. 


2. The Ballew invention was a basic innovation in construction 


and function: No similar structure or function is found in|the prior art. 


3. The Ballew fishing tool solved a serious problem which had 
existed for a long time, despite extended prior effort by many towards 
its solution; it has had considerable commercial success, replacing sub- 


stantially all prior tools of similar purpose: This is invention. 


4. The presumption of correctness of the District Court's deci- 
sion is weakened as it is based upon a ground not adverted to by the 
Patent Office Examiner or Board of Appeals, nor by the Patent Office 
Solicitor until plaintiffs (appellants) had completed their testimony, 
although the facts upon which the ground is based have been before the 
Patent Office from the filing of the application. 


5. The refused claims of the Reissue Application are for the 

same invention as that disclosed in the original patent: 
(a) The claims are readable upon the drawing of the 
patent. 


(b) The claims do not include any structure or any 
function not found in the patent. 


(c) The claims define the true scope of the invention 
of the patent. 
6. The Ballews' failure to recognize the true scope of their in- 
vention at the time of filing their original application and to present 
claims covering only those features essential to their invention, is 
ground for reissue under 35 US.C. 251. 
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SUMMARY OF ARGUMENT 


The Ballews conceived how to make the first practical fishing tool 
adapted to recover metal objects from deep wells. The tool is attach- 
able to conventional well pipe. It utilizes a cylindrical magnet, the most 
powerful type of magnet for its size that could be used in a well hole. 
The magnet is centrally positioned in a casing and has passages around 
its circumference so that liquid may continuously flow and be used most 
advantageously for removing debris from the sought object and the object 
loosened and urged toward the center for attraction by the magnet. The 
circumferential passages also reduce the likelihood of dislodging the 
object by the liquid after pickup. This combination was a tremendous 
advance over the use of small magnets let down inside pipes in which the 
use of liquid flow is precluded or the use of much weaker horseshoe type 
magnets with liquid jets directed unavoidably at the object and having the 
effect of preventing its pickup or dislodging it after pickup. 


The refused claims were presumptively approved by the Patent 
Office as directed toward the same invention as in the original patent. 


They are directed to the heart of the invention of the original application. 


The reissue statute, 35 U.S.C. 251, permits reissues with enlarged claims, 
without exception or qualification as to the extent of the enlargement. 


ARGUMENT 


The Granting of the Original Patent Prima Facie 
Is Evidence of Invention. 

The Patent Office has allowed six claims in the original patent, 
the drawings and/specification of which are identical with those of the 
present application. Invention has, therefore, been recognized in the 
concept defined in these claims. 


The difference between the allowed claims and those of the present 
application is that the allowed claims are directed more particularly to 
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electrical features, including an electromagnet, and elements neces- 
sitated as a result of the use of electromagnetism. The claims of the 
reissue are directed to mechanical features, rather than electrical, and 
are broader in that they omit reference to electrical fixtures but are 
narrowed in the defining of the mechanical. The underlying inventive 
concept has been recognized by the Patent Office; Sharp y. Coe, 75 US. 
App. D.C. 118, 125 F.2d 185, 189, in which the Court said: 
"* * * The action of the Commissioner on allowed claims 


can be taken into consideration in determining the 
patentability of rejected claims." 


The Ballew Invention Was a Basic Innovation in 
Construction and Function: No Similar Structure 
or Function Is Found in the Prior Art. 


The Ballews' concept, which may be embodied in a|tool like the 
miniature model, plaintiffs' Exhibit 4, was completely foreign to any- 
thing known to the prior art. Witnesses Snead and Wolfe|are oldtimers 
in the drilling of oil wells and have had a vast amount of experience. 
They were acquainted with many of the fishing tools described in the 
patents relied upon. Their description of them and the differences from 
the Ballews' tool are clear. The tool of the Murphy et all. patent con- 
sists of an electromagnet which is let down on a cable through the drill 
pipe. In the Murphy patent it is necessary to discontinue] the circulation 
of liquid when the pipe is let down, as stated in the patent, column 4, 
lines 45-50: 


"After the rotation of the drill string has been discontinued 
and fluid circulation stopped, the Kelly is disconnected 


from the drill string 13, and electromagnet 14 secured to 

a cable 31 is lowered into the drill string 13, cage (11 and 

trap means to the bottom of the well.” (Emphasis supplied) 

Nothing in the prior art suggests mounting a cylindrical magnet 
centrally of a casing with circumferential passages. Athy's use of a bi- 
furcated horseshoe magnet with passages between the two sides is vastly 


inferior and points up instead of solving the problem. 
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The Ballew Fishing Tool Solved a Serious Problem 
Which Had Existed for a Long Time, Despite 
Extended Prior Effort by Many Towards Its Solution; 
It Has Had Considerable Commercial Success, 
Replacing Substantially All Prior Tools of Similar 
Purpose: This Is Invention. 


The history of oil wells is 101 years old. The standard reference 
work, Knight's American Mechanical Dictionary, published 1881, Volume 
2, page 1558, states: 


"The first borings for oil were made at SESS Penn- 
sylvania, 1859, by E. L. Drake." 


Since that time the drilling of oil wells has become an industry of 


tremendous proportions both in this country and abroad. Fortunes are 
spent in such drilling and the stakes are extremely high. 


The necessity for efficient, speedy operation of fishing tools which 
are operated during shutdowns of drilling operations is evident. Various 
kinds of mechanical grasping tools and magnets have been tried for 
several decades. The record amply supports the existence of a long 
standing problem which was met by the Ballew fishing tool. The wit- 
nesses testified that approximately 80% of the wells require fishing; 
that many tools, including those of the prior art patents, have been tried 
but found wanting over a long period of years, and that the Ballew tool 
is now the standard of the industry. 


The embodiment of applicants’ tool, represented by the miniature 
model, plaintiffs'| Exhibit 4, can be simply attached to the lower end of a 
conventional string of drill pipe. Mounted in its lower end of the tool's 
cylindrical casing is a cylindrical magnet. The magnet does not quite 
fill the bore but is spaced from the casing to provide outer passages 
which permit liquid from the line to flow down and surround the magnet. 
When the tool is let down into the bottom of a well its sturdy construction 
permits rotation, with a toothed edge if desired, and with the entire 
weight of the drill string (which may be 200,000 pounds), resting on it; 
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when liquid is forced down through the drill string it flows inside a wall 
entirely around the magnet into the lower portion of the bore. This 


removes debris and tends to position the object centrally so that it may 


be contacted by the magnet. The tool permits the flow to be maintained 
at all times in order to prevent the pipe from becoming stuck in the hole. 


Despite the long years of search and experimentation with various 
fishing tools, despite the previous recognition of the necessity for pro- 
viding liquid circulation with a fishing tool in order to prevent the pipe 
from becoming stuck, and despite the recognition of the desirability of 
providing circulation to remove debris (attempted ineffectually in the 
Athy patent 2,431, 361, JA 137-140), the Ballews were the first to pro- 
vide a satisfactory tool having the necessary features combined in a 
workable manner. That the commercial success which the Ballews 
claim is attributable to a Ballew fishing tool having the features defined 
in claim 18 is clear (Wolfe, JA 74; Snead, JA 64, 65; Ballew, JA 83, 84). 


The record is clear that none of the fishing tools of|the prior art 
were constructed or capable of operating like the Ballew tool. Further- 
more, there is no suggestion in the prior art patents of changing the 
structure of the tools disclosed therein to provide a tool having the 
essential features of that of Ballew. 


The situation is entirely different from the case of Great Atlantic 
& Pacific Tea Company v. Supermarket Equipment Corporation, 340 U.S 
147 (1950), in which the Court held invalid a patent on an open-sided rack 
movable over a merchandise check-out counter on the reasoning that the 
rack and the counter were both well known and both performed their 
usual functions. In the case at bar, the Ballew tool provides a combina- 
tion of new elements arranged in a novel manner to achieve a useful 
result which was unobtainable theretofore. These include the locating of 
the liquid discharge holes close to the outer rim and surrounding a 
vertically positioned magnet of the most powerful and physically strongest 
type in order that (1) debris could be washed off of the fish to expose the 
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latter for contact by the magnet, (2) the fish be urged and maintained 
centrally of the hole to facilitate contact by the magnet, (3) the fish be 
attracted and held to a broad centrally located magnet for secure hold- 
ing and without blocking the discharge of liquid with the possibility of 
being dislodged if such liquid were directed against it, and (4) the tool 
have sufficient physical strength to withstand without breaking the heavy 
loads encountered. 


The case of L-O-F Glass Fiber Co. v. Watson, Commissioner of 
Patents,97 U.S. App. D.C. 69, 228 F.2 240, 107 USPQ 197 (1955), is one of 
the most recent in this circuit interpreting the A. & P. case. Inits 
decision the Court said: 


"If there were to be an addition to the sum of useful knowl- 
edge, there had to be creative talent, uncommon talent, 
yielding a structure not wanting in usable or surprising 
consequence or where ithe whole in some way exceeds the 
sum of its parts' * * *l Therein is the standard of inven- 
tion to be met." 


With reference to the prior art, the Court stated: 


"We are bound at first to look into the prior art to ascer- 
tain what may be the real merit of the invention and to 
decide whether or not it has substantially advanced the 
art. ‘If it has done so, then the Court is liberal in its 
consiruction of the patent to secure to the inventor the 
reward he deserves'.” 2 


The recent case of Consolidated Trimming Corporation v. Loudon, 
99 U.S. App. D.C, 213, 216, 239 F.2d 33, 36; 111 USPQ 233, 234 (1956), 


is inapposite. In'that case the Circuit Court noted that neither the Board 
of Appeals nor the District Court had made 
"any finding! that old elements which made up this device 


performed any additional or different function in the 
combination than they performed out of it.” 


E Citation to the A. & P. case. 


2 Citation to Eibel Co. v. Paper Co., 261 U.S. 45, 63 (1923); Smith v. Snow, 
294 U.S. 1, 14 (1935). ae 
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The Circuit Court found, unlike the case at bar, that the elements of the 
curtain hanger under consideration were old and in the claimed com- 
bination did not perform any new or different function. 


An additional reason for finding invention in the present case is 
the history of the several decades of search for a satisfactory fishing 
tool and the acceptance of the Ballew tool to the virtual exclusion of 
those which had gone before it. In the L-O-F Glass Fibers Co. case, 
supra, the Court relied on the following statement from Expanded Metal 
Co. v. Bradford, 214 U.S. 366, 381 (1909): 


———————_———’ 
"It may be safely said that if those skilled in the mechanical 
arts are working in a given field and have failed after 
repeated efforts to discover a certain new and useful im- 
provement, that he who first makes a discovery has|done 
more than make the obvious improvement which would 
suggest itself to a mechanic skilled in the art, and is en- 
titled to protection as an inventor." 


To the same effect is Levin v. Coe, Commissioner of Patents, 76 
U.S. App. D.C. 347, 132 F.2 289, 55 USPQ 224 (1942). 


The Presumption of Correctness of the District Court's Decision 
Is Weakened, As It is Based Upon a Ground Not Adverted to 

by the Patent Office Examiner or Board of Appeals, nor by the 
Patent Office Solicitor Until Plaintiffs (Appellants) Had 
Completed Their Testimony, Although the Facts Upon Which the 
Ground Is Based Have Been Before the Patent Office From the 

Filing of the Application. 


It is well settled that the issuance of a patent raises a presumption 
that the administrative function leading to its issuance has been properly 
executed. It has been held that the granting of a reissue patent raises a 
presumption that it is directed to the same invention as the original 
(O'Reilly v. Morse, 15 How. 62, 112, 14 L. Ed. 601). 


In the present case the Patent Office presumably considered 
whether the new claims were directed to the same invention as the 
original application and presumably saw no reason to hold that this 
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requirement was not met. Thus, if the rejection on the basis of prior 
art had been overcome, the reissue patent would have issued with the 
presumption that the new claims are directed to the same invention. 


In addition, this application was considered by the Board of Ap- 
peals, which has the authority to reject a previously rejected claim on 
any ground it finds, regardless of whether such basis was relied upon 
by the Examiner, Watson, Com'r Pats. v. Bruns, 99 App. D.C. 327, 239 
F.2d 948, 111 USPQ 325. This should increase the strength of the 


presumption. 


When the complaint herein was filed, the Solicitor's office had 
the responsibility’ of answering the same with all appropriate defenses. 
Here again there was no suggestion that the Patent Office would adopt 
its present position. 


Presumably, full preparation for the trial was made, but despite 
the assertion by the Ballews' counsel in opening argument that there 
was no issue other than that of invention over the prior art patent, 
there was no counter assertion by Patent Office counsel. On the con- 
trary, there was complete agreement (JA 8, 12). 


Patent Office counsel raised the issue for the first time after the 
completion of the testimony of witnesses on behalf of the Ballews. He 
said that it was only on the basis of facts from the testimony that it be- 
came apparent that the issue should be raised (JA 96, 103). This excuse 
is insupportable.' It is inconsistent with the Patent Office procedure of 
examining applications for patents based on a written record. It over- 
looks the premise that the claims define an inventive concept rather 
than a physical structure. The test urged herein by the Patent Office is 
whether a physical structure upon which the claims read is the same as 
that described in the patent. Obviously, differences may exist. The 


sole test should be whether the inventive concept defined by the claims 


is disclosed in the original patent. Stated differently, the claims should 
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be considered on the basis of what inventive concept they cover, instead 
of what structure would infringe them. 


Although the Patent Office used to require the submission of 
models with applications for patent, this practice was discontinued 
decades ago. Models may be requested, but rarely are. Rule 91 of 
the Patent Office Rules of Practice states: 

"91. Models not generally required as part of the ap- 
plication or patent. Models were once required in all cases 
admitting a model, as a part of the application, and these 
models became a part of the record of the patent. ch 
models are no longer generally required (the description of 
the invention and the specification, and the drawings, must 
be sufficiently full and complete, and capable of being 

understood, to disclose the invention without the aid of a 

model), and will not be admitted unless specifically called 

for." 

The shifting position of Patent Office counsel in this case is clear. 
In his remarks (JA 12-16, 39) he indicated that he would examine the 
testimony closely to determine whether the structure that was commer- 
cially successful was that on which a patent was sought. In other words, 
his purpose was to show that the refused claims did not cover the success- 
ful structure. After completion of the testimony his position shifted. He 
recognized that the refused claims did cover the successful structure 
(JA 99, 103, Finding of Fact 26, JA 185), but then contended that they 
were for a different invention from that of the original patent. Since 
the refused claims and the original patent have been before the Patent 
Office Examiners and tribunals from the beginning, it is manifest that 
the present position of Patent Office counsel is at variance with previous 
Patent Office actions. 


The presumption of correctness of the decision of the District Court 
should be greatly weakened since in part it finds no support whatever in 
the proceedings in the Patent Office and is inconsistent with the presump- 


tion arising from such proceedings. 
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The Refused Claims of the Reissue Application: Are 
For the Same Invention as That Disclosed in ce 
Original Patent. 


(a) The claims are readable upon the drawing of the patent. 
See addendum to this brief for reproduction of claim. 
Also reproduced at JA 112, 119-120). 

Applicants' claim 18 is readable on the disclosure of the patent as 
a whole as well as on the patent drawing. The opening language of the 
claim reads: 

"For use with a string of pipe in a well, fishing means 

adapted to circulate fluid from the string of pipe into a 

portion of the well to be fished, said fishing means com- 

prising a member having an upper end portion threaded 

for connection to the drill string and having an axial bore 

for the passage of fluid received from said string, * * *" 

This language defines the environment in which the tool is used, 
and a member with an upper end portion threaded for connection to the 
drill string, referring to the member 15 with the threaded portion 16, 
and which has an internal bore 39. 


The claim continues: 


"a vertically disposed substantially cylindrical magnet 
mounted on said member adjacent to its lower extremity 
and adapted to contact metallic particles in the well bore 
when the drill string is lowered into close proamny) to 
such particles, * * *' 


The quoted language defines a magnet (indicated by the numeral 24 
in the patent drawing). The magnet is mounted on the lower end of the 


member 15 so that when lowered into the bottom of the well it may 


attract metallic particles. 
The claim continues: 


"casing means mounted on said member and surrounding 
said magnet and spaced therefrom and providing passage 
means longitudinally of said magnet between said magnet 
and casing means, said casing means having means to 
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positively maintain the magnet substantially centrally of 
said casing, said member having means providing com- 
munication from said axial bore to said passage means, 


* * * Tf 

The casing means in the drawing is the shell 10 surrounding the 
magnet 24 and the upper member 15. There is a space between the 
magnet and the casing means through which fluid may flow, communica- 
tion from the bore 39 of the member 15 to such passage means being 
through the multiplicity of bores 40. The magnet is fixed) in its central 
position by the engagement of the shoulder 16' with the surrounding shell. 


The claim continues with a descriptive clause, namely: 


"whereby fluid received through said drill string may be 
conducted through said axial bore to the lower extremity 
of the magnet and to the portion of the well bore where 
such metallic particles are located in order to loosen and 
free such metallic particles from other materials and from 
the well bore so that said magnet will cause such metallic 
particles to adhere to the magnet and be lifted from the 
bore hole as said drill string is lifted." 


This latter portion of the claim states the operation, that fluid may 
pass down around the magnet in order to loosen and free metallic particles 


in order that the magnet may attract the same and they be lifted from the 
bore hole as the drill string is lifted. 


All of the elements of the claim are found in the patent drawing, 
as demonstrated. Thus, the claim is directed to an invention which is dis- 


closed in the original patent. 


The Patent Office contends interalia that because the drawing dis- 
closes an electrically operated magnet instead of a permanent magnet and 
that the motion of the magnet holder to operate the electric switch 36 
results in fluid flowing down passages 41 within the shell rather than the 
passage between the magnet and the inner wall of the shell, the inventions 
are different. However, it has been demonstrated that the claim is read- 
able upon the tool disclosed in the drawing and the only real difference is 
the use of an electromagnet in the drawing rather than a permanent mag- 


net. 
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Judge Matthews at the close of the trial appeared to agree that 
the differences alluded to by Patent Office counsel were of no conse- 
quence. At JA 105 the following occurred: 

"MR. DOWELL: Your Honor, the claim doesn't say 
anything about the magnet being energized. Iam sure that 


the Patent Office recognized that to use either a permanent 
or an electromagnet, it is a common expedient. 


“THE COURT: Well, I would think it would be, too." 


At page 106, Judge Matthews commented: 

"Well, I'would think that point would be patent on its 

face, that you wouldn't necessarily have to stick to one to 

form the energization of something." 

When Patent Office counsel urged that the basket was not a limita- 
tion of the refusediclaim, the Court commented, at JA 106: 

"Tt seems to me if this were strong enough to hold on 

to it without a basket, I don't see what difference it would 

make whether or not you put a basket on there." 

Upon further argument by Patent Office counsel that the purpose 
of the basket was to catch the object when the electric current was cut 
off, the Court again disagreed, saying: 

"Well, wouldn't anybody know that if you kept the 

power on, so to speak, that it would take it up?" (JA ) 

Claim 18 was presented to the Patent Office with an amendment 
dated February 25, 1956 (JA 111-113). 


At JA 113, the first complete paragraph, the breadth of the 
language of the claims was discussed. 


The Examiner in his reply, paper numbered 11 (JA 116, 117), 


fully recognized that the claims did not recite the magnets as movable 
with respect to the casing and that the claims defined the passages as 
between the magnets and the casing. 


In the Ballews' brief before the Patent Office Board of Appeals 
(designated for printing by the Solicitor) attention was directed to the 
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fact that claims 18 and 19 do not define the magnet and the casing as 
being slidably disposed with reference to each other and are not limited 
to an electromagnet (JA 123, third complete paragraph). 


The Examiner's answer, paper No. 114 (JA 125-127), did not raise 
any issue about different inventions being defined in claims 18 and 19. 
In the decision of the Board of Appeals (JA 127-134) at page 131, middle 
of the page, the Board recognized that claims 18 and 19 do not call for a 


movable magnet (i.e., movable with reference to its supporting casing). 


However, the Board did not suggest that the claims defined different 


inventions. 


(b) The claims do not include any structure or any| function 

not found in the patent. 

The concept defined by the claims, e.g. 18, does not include any 
elements in addition to those disclosed in the patent. Nor does the 
Patent Office appear to contend to the contrary. The Patent Office's 
position, as understood, is that the claimed operation of the fishing tool, 
not the structure itself, is not disclosed in the patent. Thus, the Patent 
Office contends that the last part of the claim, the "whereby" clause, 
states that the magnet will cause metallic particles to be lifted from the 
bore hole as the drill string is lifted. The Patent Office contends that 
this is foreign to the patent which discloses an electromagnet whose 
electric power is cut off as the magnet is lifted. This Patent Office view 
presupposes that the residual magnetism which remains after the elec- 
tric current is shut off is insufficient to lift the object from the hole. It 
also overlooks the simplicity of substituting one type of magnet for an- 
other. It also overlooks the fact that even with an electromagnet the 
object must be lifted in order to deposit it into the basket} 


Whether the object is lifted completely out of the well or a limited 
distance by the magnet, the basic function is present, one|being an exten- 
sion of the other. Further, since the statute permits broadening, no 
reason appears why a broadened function should not be permitted. 
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(c) The claims define the true scope of the invention 
of the patent. 

The need which brought about the present invention is described 
in the second paragraph of the patent in the following language (JA 175, 
column 1, lines 8 to 17): 

"Heretofore numerous attempts have been made to provide 

magnetic fishing tools but these have not enjoyed any 

great degree of success, largely due to the fact that no 

efficient means has been provided for removing foreign 

material such as rock cuttings, mud or the like in the 

bottom of the well, or for moving the metallic object(s) 

towards the center of the well where it might be convenient- 

ly engaged and picked up by the fishing tool." 

As Ballew testified (JA 95), his recent tool is merely a simplified 
version of the original tool. The broadening of the claims stems from 
the use of language claiming the heart of the inventive concept, regard- 


less of whether an electrically operated magnet or its equivalent, a 


permanent magnet, is included. The essential features of such novel 
concept are (a) a member attachable to the lower end of a string of drill 
pipe and (b) having a bore (c) communicating with (d) an annular passage 
surrounding (e) a centrally located (f) cylindrical magnet (g) fixed 
within (h) an outer shell or casing so that liquid could be passed down 
through the drill pipe and surround the magnet for washing debris off 

of sought objects and urging them centrally of the hole for easier pickup 
by the magnet. This is the heart of the invention, as testified by the 
witnesses, upon which the Ballews are entitled to protection. 


The most recent decision on the question by the Supreme Court 
appears to be U. S. Industrial Chemicals, Inc. v. Carbide and Carbon 
Chemical Corporation, 315 U.S. 668, 53 USPQ 6, (March 30, 1942), per- 
taining to a patent on the process of producing ethylene oxide. The 
Court held the reissue claim invalid because it omitted from the process 
the step of introducing water which was essential in the original patent. 
The Court, however, reiterated that the reissue claims may be broader 
than those of the original patent, citing Topliff v. Topliff, 145 U.S. 156. 
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The Court of Appeals for the Fourth Circuit in Richmond Engi- 
neering Company, Inc. v. Bowser, Inc., 264 F. 2d 595, 120 USPQ 508 
(1959) stated: 

"Under the terms of 33 (sic) U.S.C. 251, and under the deci- 
sions, it is clear that the claims of a reissue issued within 
two years of the original grant may be broader than the 
claims of an original patent so long as the new matter falls 
within the disclosures of the original patent." 

Inasmuch as the reissue Statute permits broader claims, it would 
appear that the omission of non-essentials is authorized by the Statute. 
The authorities support this view. In Monogram Manufacturing Company 
v. Glemby Company, Inc., 136 F.2d 961, 58 USPQ 443 (CA 2, 1943), the 
Court upheld a reissue patent on a hair curling device in which the re- 
issue claim omitted reference to a spring in the curler, the spring having 
been shown and described in the patent and included in the patent's origi- 
nal claims. In determining the question the Court considered not only 
the patent, itself, but the background of the prior art and held that the 
spring did not constitute an essential part of the curler. To the same 


effect is Sears, Roebuck & Co. v. Minnesota Mining & Manufacturing 
Company, 249 F. 2d 66, 115 USPQ 208 (CA 4, 1957). 


The Patent Office itself has apparently followed this view. In Ex 
parte McBerney and Nollau, 55 USPQ 235, decided by the Patent Office 
Board of Appeals on July 30, 1942, the Board said: 


"'* * * it is our view that the present claims represent, in 
fact, the real substance of the claims of the patent * * *." 
(Emphasis supplied 


In Southern Saw Service v. Pittsburgh-Erie Saw Corporation, 239 
F.2d 339, 111 USPQ 362 (CA 5, 1956) the Court said:* 


"The evidence here shows that the changes made in the re- 
issue patent were solely for the purpose of clarification, 


amplification, expression of a more general aspect lof the 


zt Substantially identical language is found in Hazeltine Research, Inc. v. Avco 
Mfg. Co., 227 F.2d 137, 107 USPQ 187 (CA 7, 1955). 
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invention, and for alternative expression or for correction 
of unclear language. Each of the elements of the invention 
referred to in the reissue claims was in fact disclosed by 
the original patent and the reissue patent did not involve 
any new idea or disclosure." (Emphasis supplied) 


In Weller Manufacturing Company v. Wen Products Inc., 231 F.2d 
795, 109 USPQ 73 (CA 7, 1956) the Court said: 


"Furthermore, we are of the opinion that applicant for re- 
issue may fully describe his original invention ‘and include 
in his new description and claims not only what was de- 
scribed before, but also what was suggested or implied in 
the original drawings, specifications and models. Inas- 
much as the justified finding of the Court was that the re- 
issue patent included only the inherent function and mode 
of operation! of the original patent, it follows that no new 
matter was introduced.” (Emphasis supplied) | 


The Ballews' Failure to Recognize the True Scope 
of Their Invention At The Time ot Filing Their 
Original Application and to Present Claims 
‘Covering Only Those Features Essential to Their 
Invention, Is Ground For Reissue Under 

35 U.S.C. 251. 

The Ballews'. original patent described a rather intricate mechanism, 
although the heart'of the invention described above is included. However, 
in presenting the original application the true scope of the invention was 
not realized and inadvertently claims drawn to the heart of the invention, 


shorn of non-essentials or optional elements, were not presented. 


It was for the purpose of relieving the harshness of such result that 


the reissue statute was enacted. Mr. Justice Brown, in Topliff v. Topliff, 
145 U.S. 146, 171 (1891), stated: 


"The object of the patent law is to secure to inventors a 
monopoly of| what they have actually invented or discovered, 
and it ought not to be defeated by a too strict and technical 
adherence to the letter of the statute, or by the application 
of artificial rules of interpretation." 
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The language of 35 U.S.C. 251 differs from the prior reissue 
statute, R.S. 4916, 35 U.S.C. 64. The Court of Customs and Patent Ap- 
peals has said that such differences are significant, In re Willingham, 
282 F.2d 383, 127 USPQ 211, 214. 


The same Court, in In re Rogoff, 261 F.2d 601, 120 USPQ 185, 
states that the provision of the statute "contains no exceptions or quali- 


fications as to time or extent of enlargement." 


The statute does not say that the patentee must have "intended" to 
cover in his original patent the precise subject matter of his reissue 
claim. It goes without saying that every inventor seeks maximum pro- 
tection and thus intends to cover his invention in its broadest aspects. 
The statute merely says that the reissue must be "for the invention dis- 
closed in the original patent," and that no new matter shall be introduced. 
The artificial rule of interpretation urged by the Patent Office is that the 
language of the original patent must point out the precise metes and ; 
bounds of the invention as sought in the reissue claims. This finds no 
support in the language of the statute. Such a technical and unreasonable 
rule defeats the purpose of the statute, because an inventor, if he recog- 
nizes the precise boundaries of his invention in his original patent, could 
scarcely say that he erred in failing to recognize the same. The statute 
was enacted to mitigate the harsh result of denying protection to an 
inventor simply because in his original patent he failed to recognize the 


precise boundaries of his invention. 


Inventions are not, per se, physical structures, but are mental 


concepts of which the structure illustrated in a patent is merely an illus- 
trative physical embodiment. Because of the limitations of our language, 
the inventive mental concept is protected by claims which appear to 
recite physical structure. Patents frequently contain more than one 
claim, a recognition that the inventive concept may exist in more than 
one physical form, and their language is sometimes interpreted to cover 
physical structure not identical with that described in the|patent. The 
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Reissue Statute, 35 U.S.C. Section 251, recognizes the metaphysical 
nature of the inventive concept and its embodiment in various physical 
forms by providing for the granting of claims which enlarge the scope 

of the original patent. This clearly means that limitations of the original 


patent claims may be omitted from the claims of the reissue patent. 


CONCLUSION 


We respectfully submit that all of the positive tests of invention 
are present in this case, that the reissue statute is met, and that the 
decision of the District Court should be reversed, authorizing the 
Commissioner of Patents to issue a patent on claim 18 of the application 
in suit. 

Respectfully submitted, 


A. YATES DOWELL 
A. YATES DOWELL, Jr. 


1345 Pennsylvania Avenue, N.W. 
Washington, D.C. 


Attorneys for Appellants 
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REISSUE CLAIM 18 COMPARED TO PATENT DRAWING 


18. For use with a string of drill pipe in a well, fishing means 
adapted to circulate fluid from the string of pipe into a portion of the 
well to be fished, 


said fishing means comprising 


a member having an upper end portion threaded for 
connection to the drill string 


and having an axial bore for the passage of fluid 
received from said string, 


a vertically disposed substantially cylindrical magnet 
mounted on said member adjacent to its lower extremity 
and adapted to attract metallic particles in the well bore 
when the drill string is lowered into close proximity to 
such particles, 


casing means mounted on said member and surrounding 
said magnet and spaced therefrom and 


providing passage means longitudinally of said magnet 
between said magnet and casing means, 


said casing means having means to positively maintain 
the magnet substantially centrally of said casing, 


said member having means providing communication 
from said axial bore to said passage means, 


whereby fluid received through said drill string may be 
conducted through said axial bore to the lower extremity 
of the magnet and to the portion of the well bore where 
such metallic particles are located in order to loosen 
and free such metallic particles from other materials 
and from the well bore so that said magnet will cause 
such metallic particles to adhere to the magnet and be 
lifted'from the bore hole as said drill string is lifted. 
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In the opinion of the appellee, the questions pre- 
sented on this appeal are: 


(1) ‘Was there a rational basis for the District 
Court’s Findings of Fact Nos. 10 and 11 that no error, 
inadvertence, accident, or mistake was involved in 
omitting appellants’ reissue application claims 7, 8, 9, 
11, and 18 from the original patent? 

(2) ‘Was there a rational basis for the District 
Court’s Findings of Fact Nos. 9, 10, and 11 that claims 
7, 8, 9, 11, and 18 omit essential elements of the inven- 
tion of the original patent and/or are not for the same 
invention as that intended to be secured by the original 
patent ? 

(3) ‘Was there a rational basis for the District 
Court’s Findings of Fact Nos. 12 and 13 that claim 18 
includes limitations which involve new matter in the 
reissue application? 

(4) \Was there error in any of Conclusions of Law 
Nos. 1 through 6 which indicate that, in view of Find- 
ings of Fact Nos. 10 through 13, appellants’ claims 7, 
8, 9, 11, and 18 could not properly be allowed in a 
reissue application? 

(5) Was there a rational basis for the District 
Court’s Findings of Fact Nos. 20 through 24 that 
claims! 7, 8, 9, 11, and 18 define no patentable inven- 
tion over the prior art? 
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Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


ApprEaL No. 16,033 


HaroLtD W. BatLew and JuLiIus R. BALiew, 
APPELLANTS, 


v. 


Rosert C. WATSON, COMMISSIONER OF PaTENTs, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR APPELLEE 


INTRODUCTION 

This is an appeal from the judgment (J.A. 188) 
of the United States District Court for the District 
of Columbia dismissing the complaint (J.A. 2) in an 
action brought under 35 U.S.C. 145. 

In that action, appellants Harold W. Ballew and 
Julius R. Ballew, as the applicants in a patent reissue 
application (P. Ex. 1, J.A. 108) under 35 U.S.C. 251, 
entitled ‘“‘Magnetic Fishing Tool,’ Serial No. 541,874, 
filed October 20, 1955 (J.A. 109), originally sought to 
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have the Court authorize the issuance to them of a 
reissue patent containing claims 7, 8, 9, 11, 18 and 19 
(J.A. 118). 

The application is for reissue of appellants’ patent 
No. 2,657,752 (J.A. 173), applied for March 31, 1949, 
and granted November 3, 1953. The patent contains 
six claims (J.A. 177) which are identical with allowed 
claims 1 through 6 (P. Ex. 1, pages 6 through 8; J.A. 
111, line 12) of the instant reissue application. 

The Patent Office examiner refused allowance of 
claims 7, 8, 9, 11, 18, and 19 (J.A. 109, 117, and 126) 
for reasons including unpatentability over prior art. 

The Patent Office Board of Appeals affirmed the 
examiner’s refusal of all of those claims (J.A. 128, 
133) only on the ground of unpatentability over prior 
art, but did not sustain all of the specific rejections 
over prior art stated by the examiner. 

At the trial appellants withdrew claim 19 (J.A. 33, 
J.A. 180, Finding of Fact No. 2, J.A. 187, Conclusions 
of Law Nos. 10 and 11; appellants’ brief, page 2, lower 
half-page). 

The District Court concurred with the Patent Office 
tribunals in their refusal of claims 7, 8, 9, 11, and 18 
as unpatentable over prior art (J.A. 180, J.A. 185, 
Findings of Fact Nos. 22 through 24, and J.A. 187, 
Conclusions of Law Nos. 7 and.11). The District Court 
further allowed amendment of the appellee’s answer 
(J.A.| 180, 187, 179) and, on the issue raised by that 
amendment, determined that the conditions for reissue 
under 35 U.S.C. 251 had not been met for any one of 
claims 7, 8, 9, 11, and 18 (J.A. 183, Findings of Fact 
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Nos. 10 through 13 and J.A. 186, Conclusions of Law 
Nos. 1 through 6 and 11). 


APPELLANTS’ REISSUE APPLICATION 

The specification (P. Ex. 1, pages 2 through 6) and 
the drawings (P. Ex. 1, page 17) of appellants’ re- 
issue application are identical with those of appellants’ 
patent No. 2,657,752 (J.A. 173) which is sought to be 
reissued. 
The patent and the reissue application disclose a 
tool for fishing undesirable metallie objects out of oil 
well holes. 


In the disclosed tool, rod 15 (J.A. 175) is provided 
with threads 16 (J.A. 173, Figs. 1 and 2) by which 
attachment to a string of drill pipe may be made. A 
casing 11, 12, 13, 14 surrounds member 15 and is slid- 
able thereon. Member 15 has an axial bore 39 (Fig. 


2) and passages 40 extending from the bore through 
projections 16’. Stops 18 and 19 limit the slidable 
movement of the casing. When the rod 15 is in its 
lowest position relative to the casing (which position 
is the only operative position for fishing), projections 
16’ contact the shoulder 19 and the lower ends of pas- 
sages 40 connect directly and only with passages 41 
in the casing wall. An electromagnet 24 and battery 
22 (automatically operated by switch 35 and elements 
36 and 38) are provided at the lower end of member 
15. The electromagnet is spaced from the inner wall 
of the casing 12 to provide a passage for upwardly 
travelling fluid for which holes 43 (Figs. 1 and 2) 
provide an exit. At the bottom of the tool, flexible 
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fingers 32 constitute a basket. A tooth 34 at the bot- 
tom of the tool aids in centering the object to be fished 
when the tool is in lowered position and is rotated. 
In use the disclosed tool is attached to a drill string 
and lowered to the bottom of the hole to be fished. 
When the casing touches the bottom of the hole, the 
rod 15 continues to descend until the projection 16’ 
contacts the shoulder 19. In this position the electro- 
magnet projects through the basket 32. The tool is 
rotated and fluid or mud circulated down through the 
string of drill pipe, bore 39, passages 40, 41, 42 into 
the hole and then upwardly through the annular space 
between the electromagnet and the inner casing wall 
and out through holes 43. This circulation of fluid 
washes sediment off the fished object and tends to 
move it toward the center of the hole. The electro- 
magnet is energized by elements 35 through 38 when 
rod 19 descends. The electromagnet attracts the ob- 
ject to be fished and when the drill pipe string is 
raised, lifts the object above the fingers 32 and, upon 
deenergization resulting from coaction of members 36 
and 38, drops it on the fingers 32 which hold the fished 
object as the string of pipe is lifted out of the hole. 


THE PRIOR ART 
Findings of Fact Nos. 14 through 19 (J.A. 184) con- 
cisely summarize the prior patents relied on by the 
Patent Office and the District Court in refusing claims. 
See also the description of these patents in the decision 
of the Board of Appeals (J.A. 129 through 132). 
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THE ALLOWED AND PATENTED CLAIMS 


As indicated previously, allowed claims 1 through 
6 of the reissue application are identical with claims 
1 through 6 of appellants’ patent (J.A. 177). 

In the following quotation of representative claims 
6, 4, and 3 (in order of decreasing breadth), the salient 
limitations are italicized. 

6. A magnetic fishing tool for recovering metal- 
lie objects from the bottom of a well or the like, 
comprising a hollow body, a shaft reciprocable 
within said body and extending from the upper 
end thereof, an electromagnet secured to the lower 
end of said shaft within said body, a source of 
current for said magnet, a basket mounted within 
said body adjacent the lower end thereof below 
said magnet, means to permit entry of objects into 
said basket and to prevent inadvertent removal 
thereof, means operable by downward movement 
of said magnet relative to said body to connect 
said source of current to said magnet to energize 
the same and attract metallic objects in the well 
and upon upward movement relative to said body 
to withdraw said objects into said basket for re- 
moval to the surface. 


4, A magnetic fishing tool for recovering metalli¢ 
objects from the bottom of a well or the like com} 
prising a cylindrical hollow body, a shaft slidably 
and non-rotatably mounted in said body and ex+ 
tending from the upper end thereof, an electro+ 
magnet secured to the lower end of said shaft 
within said body, a source of current for said 
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magnet, a basket mounted within said body ad- 
jacent the lower end thereof, movable fingers ex- 
tending radially inwardly from the wall of said 
basket and substantially closing one end thereof, 
means operable by downward movement of said 
magnet relative to said body to connect said source 
of current to said magnet to energize the same 
thus lifting said objects through said fingers into 
said basket, said means also being operable by 
upward movement of said magnet relative to said 
body to disconnect said source of current from 
said magnet to deenergize the same thus releas- 
ing said objects to deposit the same in said basket 
to be retained by said fingers until reaching the 
surface. 

3. A magnetic fishing tool for recovering metal- 
lic objects from the bottom of a well or the like 
comprising a cylindrical hollow body, a shaft slid- 
ably and non-rotatably mounted in said body and 
extending from the upper end thereof, an electro- 
magnet secured to the lower end of said shaft 
within said body, a switch secured in fixed rela- 
tion to said magnet, electric connections between 
said magnet, said switch and a source of current, 
a basket mounted within said body adjacent the 
lower end thereof, resilient fingers extending radi- 
ally inwardly from the wall of said basket and 
substantially closing one end thereof, inlet pas- 
sages extending through said shaft and the side 
wall of said body to the lower edge thereof whereby 
fluid may be passed therethrough and ejected 
downward from said body to remove material from 
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the bottom of the well in which said objects may 
be buried, outlet passages in said body whereby 
said fluid and material may pass upwardly within 
said body around said magnet and out through 
said outlet passages, means within said body Pe 
actuating said switch upon downward movement 
thereof relative to said: body to energize said mag- 
net thus lifting said objects through said fingers 
into said basket said means also serving upon 
upward movement of said switch relative to said 
body to actuate the same to deenergize said magnet 
thus releasing said objects to deposit the same iin 
said basket to be retained therein by said fingers 
until reaching the surface. 


Patented claims 4 through 6 are drawn in varying 
breadth to a device with a specific means for lifting 


the object fished. 

Patented claims 1 through 3 recite the substance of 
claims 4 through 6 in combination with a specific means 
for washing away material in which the fished object 
may be buried. 

All of these six patented claims (note broadest claim 
6) recite the slidable or reciprocable relation of the 
shaft (15) * and the casing or hollow body (11, 12, 13, 
14); the electromagnet (24); a source of current pr 
battery (22) for the electromagnet; the basket with 
fingers or means (32) to permit entry of objects sits 
said basket and to prevent inadvertent removal thereof ; 
and means (36, 38) operable by downward movement 


1 These numerals are the identifying numerals of the structure 
disclosed in the specification (J.A. 175). 
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of the magnet relative to the body to connect the 
source of current to the magnet to energize it for 
withdrawing the objects into the basket for removal 
to the surface. 

Patented claims 1 through 3 (the latter being the 
broadest of this group) also recite inlet passages ex- 
tending (40) through said shaft and (41) through the 
side wall of the body, and outlet passages (including 
43) in said body whereby the fluid may pass upwardly 
within the body around the magnet and out through 
the outlet passages. 

Patented claims 1 and 2 also recite the tooth (34). 
Patented claim 5 recites the threaded attachment (29) 
of the basket to the casing. 


THE REJECTED CLAIMS 

The rejected claims 7, 8, 9, 11, 18, and 19 appear at 
pages 118 through 120 of the Joint Appendix. 

Rejected claim 19 was withdrawn at the trial (J.A. 
33, upper third page, appellants’ brief, page 2, mid- 
page). 

Limitations recited in all the patented claims are 
omitted in the rejected claims as indicated immediately 
hereinafter. Claims 7, 8, 9, 11, and 18 are not limited 
to an electromagnet; are not limited to a source of cur- 
rent or battery 22; are not limited to a basket includ- 
ing fingers or means 32 to permit entry of objects into 
the basket and to prevent inadvertent removal thereof ; 
and are not limited to a means 36, 38 operable by down- 
ward movement of the magnet relative to the body 
to connect the source of current to the magnet to ener- 
gize it for withdrawing the objects into the basket for. 
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removal to the surface; and claims 11 and 18 further 
are not limited to the slidable or reciprocable relation 
of the shaft (15) and the casing or hollow body (11, 
12, 13, 14). 

Thus claims 7, 8, and 9 omit all but one of the dis- 
tinctive limitations common to all the patented claims 
and claims 11 and 18 omit all the distinctive limita- 
tions common to all the patented claims. Moreover, 
claims 11 and 18 omit every distinctive limitation of 
the broadest patented claim 6. 


SUMMARY OF ARGUMENT 


1. Although appellants in the Patent Office alleged 
commercial success of their ‘‘device’’ and their ‘‘in- 
vention,’’ they did not disclose to the Patent Office 
that their commercial success was in a tool materially 
different from that disclosed in their reissue appli- 


cation and in their patent which is sought to be re- 
issued. On the record before the Patent Office there 
was no clear basis for refusal of claims on the ground 
of impropriety of reissue or noncompliance with 35 
U.S.C. 251. Accordingly, the Patent Office tribunals 
did not base their refusal of claims on that ground. 

2. At the trial appellants adduced testimony which 
establishes that they had no significant commercial 
success with the tool disclosed in their reissue applica- 
tion and in their patent, and that they had commercial 
success with a tool which is different in structure and 
function from that disclosed in their reissue applica- 


2 The allowance of claims 1 through 6 obviously has no relevance 
to the refusal of the claims on appeal. But see pages 20 and 21 of 
appellants’ brief. 
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tion and in their patent.. This testimony indicates 
clearly the significance of various otherwise obscure 
limitations in the refused claims. Thus this testimony 
makes out a clear case of impropriety of reissue because 
of claiming of an invention different from that which 
appellants intended to claim in their patent, because of 
lack of error in the sense of 35 U.S.C. 251, and because 
of claimed new matter. All the claims on appeal were 
properly refused by the District Court for noncom- 
pliance with 35 U.S.C. 251. See Findings of Fact Nos. 
10 through 13 and Conclusions of Law Nos. 1 through 6. 

3. The Patent Office refused all the claims on appeal 
for lack of patentable invention over the prior art. 35 
U.S.C. 103. The District Court agreed. See Findings 
of Fact Nos. 20 through 24 and Conclusion of Law 
No. 7. The claims on appeal are unpatentable because 
they recite combinations of old elements each function- 


ing only as in the prior art and without any additional 
function attributable to the fact of combination. Ap- 
pellants’ commercial success is irrelevant since it is 
attributable to characteristics of a tool which are not 
defined in the refused claims. See Findings of Fact 
Nos. 25 through 30 and Conclusions of Law Nos. 8 and 9. 


ARGUMENT 
Evidence of Commercial Success 


Appellants’ witnesses at the trial testified to no sig- 
nificant commercial success of a tool embodying the 
specific disclosure of the specifications and drawings 
of the patent and the reissue application and of the 
patented claims 1 through 6 (see J.A. 95). 

The evidence of commercial success relates to a tool 
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which according to the witness Mr. Julius R. Ballew, 
one of the appellants, is a ‘‘simplification of the tool’’ 
(J.A. 83, lines 6 and 7) of the patent disclosure, which 
he came to use after he filed his original application 
(J.A. 95, lines 13 and 14). That tool has a permanent 
magnet instead of an electromagnet and a battery (J/A. 
54, lower third-page; J.A. 67, lower third of page; J.A. 
75, upper fifth of page; J.A. 96, upper fifth of page) ; 
the magnet is not reciprocable in the casing (J.A. 38, 
lines 10 and 11; J.A. 41, midpage; J.A. 68, midpage) ; 
there is no basket with lifter fingers 32, 33 of the patent 
(J.A. 37 last four lines; J.A. 48, first three lines; J/A. 
68, upper third of page; J.A. 75, lines 9 and 18) ; there 
are no passages 41 in the outside wall as in the patent 
(J.A. 70, upper half-page; J.A. 71, last twelve lines) ; 
the fluid flows down in an annular space about the mag- 
net (J.A. 70, midpage; J.A. 72, first paragraph) ; there 
is no upward flow inside the tool (J.A. 38, lower half- 
page; J.A. 71, lower third-page) ; and there are no holes 
43 as in the patent for exit of fluid moving upward 
within the tool (J.A. 73, midpage; J.A. 75, lower quar- 
ter of page). See Finding of Fact No. 26. 

Without the basket with fingers 32, the fished objects 
must be lifted the full length of the hole by the perma- 
nent magnet. 

Appellants are successfully using a materially differ- 
ent tool from that described in their specification and 
claimed in their patent claims. That tool is also being 
built by appellants’ competitors (J.A. 85, upper third- 
page). Moreover, that ‘‘simplification of the tool’? is 
“due to suggestions of men that’’ Mr. Ballew “would 
be working for with the tool’’ (J.A. 83, lines 6 and 7). 
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In other words, the simplified development appears 
not to be a conception of appellants. See Finding of 
Fact No. 27. 

This evidence was not before the examiner or the 
Board of Appeals in the Patent Office. 

This evidence raises the question whether appellants 
are improperly attempting to cover by reissue a devel- 
opment not disclosed in their patent and which it was 
not their intention to claim when they filed and prose- 
cuted to patent their original application. See 35 
U.S.C. 251. 


The Propriety of Reissue Question 


The ‘‘error’’ of the new patent statute of 1952, 35 
U.S.C. 251, is the same as ‘‘inadvertence, accident, or 
mistake”’ in the old statute. In re Byers, 43 CCPA 
803, 805, 230 F.2d 451 (1956) ; Moist Cold Refrigerator 
Co. v. Low Johnson Co., 217 F.2d 39, 44 (9th Cir. 1954) ; 
Riley v. Broadway-Hale Stores, 217 F.2d 530, 531 (9th 
Cir. 1954). Therefore, a reissue is improper if there 
‘was no inadvertence, accident, or mistake in the omis- 
sion of claims 7, 8, 9, 11, and 18 from appellants’ patent. 

Moreover, a reissue is improper if it is not drawn 
to the same invention as is disclosed in the original 
patent and was therein intended to be secured or 
claimed. In the leading ease of Parker and Whipple 
Co. v. Yale Clock Co., 123 U.S. 87, 99 (1887), the Su- 
preme Court stated: 


** * there is no warrant for the view, that, ex vt 
termini, what was suggested or indicated in the 


‘ee This case was not overruled by In re Willingham, 47 CCPA ——, 
282 F.2d 383, cited at page 35 of appellants’ brief. 
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original specification, drawing, or patent. office 
model is to be considered as part of the invention 
intended to have been covered by the original pat- 
ent, unless the court can see, from a comparison 
of the two patents, that the invention which the 
original patent was intended to cover fairly em- 
braced the things suggested or indicated in the 
original specification, drawings or patent office 
model, and unless the specification indicated that 
those things were embraced in the invention in- 
tended to have been secured by the original patent. 
(Emphasis added.) 


It is not here contended that in a reissue, the original 
patent claims cannot be broadened within two years 
of the grant of the original patent. 35 U.S.C. 251 
specifically provides for broadening. 


At page 34 of their brief, appellants cite and quote 
Topliff v. Topliff, 145 U.S. 156 (1891). Therein the 
Supreme Court also stated (pages 165, 166) : 


* * * Whether this be an enlargement of the orig- 
inal claim or not, it is for substantially the same 
invention, * * *, 


* * * There is no doubt, as was said by this court 
in Powder Company v. Powder Works, 98 U.8. 
126, 137, 138, that a reissue can only be granted 
for the same invention which formed the subject 
of the original patent, of which it is a reissue, 
since, as was said by the court in that case, the 
express words of the act are ‘‘a new patent for the 
same invention.”? ‘‘The specification may be 
amended so as to make it more clear and distinct; 
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the claim may be modified so as to make it more 
conformable to the exact rights of the patentee, 
but the invention must be the same. ... This 
prohibition is general, relating to all patents; and 
by ‘new matter’ we suppose to be meant new sub- 
stantive matter, such as would have the effect of 
changing the invention, or of introducing what 
might be the subject of another application for a 
patent. The danger to be provided against was 
the temptation to amend a patent so as to cover 
improvements which might have come into use, or 
might have been invented by others, after its 
issue.”? (Emphasis added). 


This case clearly holds that the broadening of patent 
claims by reissue must be limited in scope to the same 
anvention as in the original patent. 


See also U. S. Industrial Chemicals, Inc. v. Carbide 
and Carbon Chemicals Corp., 315 U.S. 668 (1942). 

New matter may not be introduced in a reissue ap- 
plication. See 35 U.S.C. 251, supra. 

In appellants’ patent No. 2,657,752 (D. Ex. 2), it 
js stated at column 1, lines 8 through 33: 


Heretofore numerous attempts have been made 
to provide magnetic fishing tools but they have 
not enjoyed any great degree of success, largely 
due to the fact that no efficient means has been 
provided for removing foreign materiai such as 
rock cuttings, mud or the like in the bottom of 
the well, or for moving the metallic objects to- 
ward the center of the well where it might be con- 
veniently engaged and picked up by the ‘fishing 
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tool. Further, many of these prior art tools have 
attempted to retain the retrieved objects by mag- 
netic force alone until removed to the surface with 
the result that the objects were frequently dis- 
lodged therefrom in the elevating operation neces- 
sitating repeating the operation until successful 
removal was accomplished. 

It is accordingly an object of this invention to 
provide a self-contained magnetic fishing tool 
which may be attached to the conventional. drill 
string in which there. is provided a relatively 
powerful electromagnet and self-contained power 
supply therefor which is automatically turned off 
and on during the operation of the tool and further 
in which means is provided for receiving and hold- 
ing the metallic object after engagement therewith 
by the electromagnet. (Emphasis added.) 


Moreover, at column 5, lines 4 through 11 of the 
patent, it is stated: 


It will be seen that by the above described in- 
vention there has been provided a relatively sim- 
ple magnet fishing tool which only depends on 
magnetic force to lift the metallic objects from 
the bottom of the well into a retaining basket, 
after which these objects are retained therein with- 
out necessity for maintaining the magnet ener- 
gized until the surface is reached. (Emphasis 
added.) 


From this it is clear that the patent teaches that 
one of the reasons for lack of success of the prior art 
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tools was that they attempted to retain the retrieved 
objects by magnetic force alone and that this defect 
4%. overcome by the patentees’ provision of the basket 
and fingers 32 for receiving and holding the metallic 
objects after they are lifted therethrough by the mag- 
net.. On these facts, there was ‘no inadvertence or error 
in omitting in the patent, claims such as 7, 8, and 9 
which do not include the basket and claims 11 and 18 
which include neither the basket nor the slidable mount- 
jing of the magnet which enables lifting of the metal 
object through and above the basket. No inadvertence 
or error is involved in omitting to present claims which 
cover what the patent indicates to be undesirable. 

- On similar facts, the court stated in In re Bostwick, 
26 CCPA 1117, 1121, 102 F.2d 886, 889, col. 1 (1939): 


*** Upon this point the board stated: ‘‘The origi- 
nal specification clearly indicates the invention of 
the Bostwick patent claims as superior to the ar- 
rangement of separate springs in the rollers and 
itis our opinion that under these circumstances 
it was not inadvertence to omit from the Bost- 
wick patent, claims which cover this invention 
indicated therein as undesirable. However, Bost- 
wick contends that the Heston patent claims are 
of the same scope as the Bostwick claims. In our 
opinion, the Heston claims are broad enough to 
‘ include,.the matter which Bostwick refers to as 
undesirable in his specification as well as the in- 
_ vention claimed by Bostwick. * * *’? 


In appellant’s patent and reissue application we 
find the following: ‘‘It may be here observed that 
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while I have sometimes employed a modified ar- 
rangement in which independent springs, applied 
to the respective drums after the fashion of spring 
shade rollers, are opposed to the peripheral pull 
of the liner or fabric and. oppose each ‘other’ 
action, for maintaining a rewinding tension a 
the liner storage drum, such an arrangement re- 
quires a greater pull on the fabric in completing 
than in starting its outfeed, because the unwind 
ing of the liner and fabric from the lower roller 
has then relaxed the spring tension on the upper 
drum and brought that upon the lower drum to- 
ward its maximum. The herein-described arrange- 
ment is superior in that it equalizes the two spring 
tensions.”’ ; 

We think the foregoing, pointing out as it does 
the disadvantage of the use of independent springs 
as compared with the invention claimed in the 
patent, indicates that claims of the scope here in- 
volved were not inadvertently omitted from appel- 
lant’s patent. (Emphasis added.) 


In Huber v. Nelson Mfg. Co., 148 U. S. 270, 291, 292 
(1893), the Supreme Court stated: 
If the idea of constructing an apparatus with- 

out the flushing-chamber had occurred to Boyle, 

he would have set forth such a construction in 
one of the figures of his drawings, because the 
omission of the flushing-chamber would have pro- 
moted both cheapness and simplicity. The draw- 
ings, however, contradict the possibility of mak- 
ing the structure without a flushing-chamber. The 
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entire text of the original specification shows noth- 
ing but the invention of a structure containing 
both a tank and a flushing-chamber. That chamber 
is referred to in the text of the original specifica- 
tion thirty-one times. 

| We think that, on all the facts of this case, no 
one of the claims of the reissue can be construed 
as valid in leaving out the flushing-chamber as 
an element of the combination, inasmuch as every 
claim of the original patent contained tt. * * * 

+4 & 

There is nothing in the original patent which 
suggests any such combination as is claimed in 
claims 1, 2 and 4 of the reissue, or which suggests 
the possibility that Boyle’s invention could be op- 
érated by a combination which omitted the flush- 
ing chamber as an element thereof. Every one 
of the elements which is made a part of the sev- 
eral combinations claimed in the original patent 
is thereby made material to such combinations. 
(Emphasis added.) 


The Huber case quotation can be paraphrased with 
the facts of the instant case as follows. If the idea 


of constructing their apparatus without a basket, or 
without both the basket and the reciprocability of the 
magnet, had occurred. to appellants as part of their 
patented invention, presumably they would have dis- 
closed it in their application because it is a cheaper 
and simpler construction. As pointed out above, col- 
umn 1 of appellants’ patent contradicts the possibility 
of making the structure without the lifting fingers and 
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basket or the reciprocability of the magnet. Moreover, 
as pointed out. previously, every claim of the original 
patent contains the basket and lifting fingers and the 
reciprocability of the magnet. There is clearly noth- 
ing in the original patent which suggests that appel- 
lants’ tool could be successfully used without the basket 
fingers or the reciprocability of the magnet. 

Moreover, the evidence does not establish that appel- 
lants have in fact achieved a successful tool without 
either the basket or the reciprocability of the magnet 
by using any fixed ‘‘magnet”’ or ‘‘cylindrica] magnet’”’ 
regardless of its strength (see the limitation as to i 
magnet in claims 7, 8, 9, 11, and 18). The evidence 
indicates that in the successful tool the basket and the 
magnet reciprocability could be eliminated or rendered 
unessential only because a permanent magnet was in- 
troduced which is much stronger than that indicated 
in the patent (J.A. 20, last four lines; J.A. 54, last 
twelve lines). This is, of course, a concept entirely 
different from that of the patent. 

In any event, all extrinsic evidence as to what |is 
unessential in the patented invention is immaterial. 

In U. S. Industrial Chemicals, Inc. v. Carbide and 
Carbon Chemical Corporation, 315 U.S. 668, 677, 678 
(1942),* the Supreme Court stated: 


We think it plain that the reissue omitted a step 
in the process which was described and claimed as 
essential in the original patent. The court below 
was persuaded by expert testimony that, from) a 

_ chemist’s point of view, the prescribed step (the 


* Also cited in appellants’ brief at page 32. 
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““* “introduction of water) was immaterial; in other 


‘words, chemists testified that, by carrying out the 
procedure, omitting the introduction of water, they 
obtained the results described in the patent. Nat- 
urally enough, this fact led them to state, as chem- 
ists, that the introduction of the water was im- 
material. Apparently this testimony induced both 
of the courts below to conclude that Lefort, when 
he applied for his original patent, knew that the 
introduction of water was unnecessary. The in- 
quiry at once arises, if this were so, why did he 
not say so. If he had discovered a process, which 
the claims of the reissue are certainly broad enough 
to cover,—that of mixing dry oxygen and ethylene 
in the presence of a catalyst at the prescribed 
temperature to produce ethylene oxide,—it is not 
understood why, throughout his specifications and 
claims, he spoke of exposing ethylene to the simul- 
taneous action of oxygen and water or steam. 
We think the court below fell into error in adopt- 
ing the scientific conclusion of expert witnesses 
that the result would be the same whether water 
“were introduced into the reaction chamber or not, 
as proof that Lefort’s invention was not what he 
stated it to be in his original patent but rather 
the invention of a process of bringing ethylene 
and oxygen into contact in the presence of a cata- 
lyst. ; 
Although it is the duty of a court to determine 
for itself, by examination of the original and the 
reissue, whether they are for the same invention, 
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it. is permissible, and often necessary, to receive 
expert evidence to ascertain the meaning of a tech- 
nical or scientific term or term of art so that the 
court may be aided in understanding not what 
the instruments mean but what they actually say. 
It is inadmissible to enlarge the scope of the on- 
ginal patent by recourse to expert testimony to 
the effect that a process described and claimed 
in the reissue, different from that described and 
claimed in the original patent, is, because ral. 


efficacious, in substance that claimed originally. 
If such testimony could tip the scales on the issue 


of the validity of a reissue, it would always be pos- 
sible to substitute any new combination of steps 
or elements or devices for the one originally de- 
scribed and claimed by proving that the omission 
of any one or more steps would not alter the a 


sult. 

This court has uniformly held that the aN 
ston from a reissue patent of one of the steps or 
elements prescribed in the original, thus broaden- 
ing the claims to cover a new and different com- 
bination, renders the reissue void, even though the 
result attained is the same as that brought about 
by following the process claimed in the original 
patent. (Emphasis added and footnotes omitted). 


This case clearly holds (1) that it is the disclosure 
of the original patent which is controlling as to what 
is essential in the invention of the patent, and (2) 
that on that issue the testimony of experts contradict- 
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ing‘ or attempting to make different the ore patent 
Gisclorare;s is of no consequence.* 

It is therefore submitted that it is clear that claims 
7; 8, 9, 11, and 18 are not for the same invention in- 
tended to be secured by the original patent and that 
their omission in that patent was not due to error in- 
volving inadvertence, accident, or mistake. It is fur- 
ther submitted that Finding of Fact No. 10 and Con- 
clusions of Law Nos. 1, 2, 5, and 6 involve no clear 
error and are clearly correct. 

‘Claims 7, 8, and 9 require further scrutiny. 

These claims do not specify that the flow of fluid 
downwardly is through a ‘‘passage means within the 
wall of the casing”’ (as in claim 11), or through ‘‘inlet 
passages extending through * * * the side wall of said 
body’’ (as in claims 1 through 3 of the patent and the 
instant application). Claims 7, 8, and 9 set forth more 
broadly ‘‘passage means in said casing extending longi- 
tudinally thereof to provide for flow of liquid down- 
wardly”’ (emphasis added). This limitation is so broad 
as to be readable on the passage 60, 64 of Bivings (J.A. 
148, Fig: 3) in which fluid flows down through the 
center of the magnet and casing. But such flow of 
fluid out of the bottom center or near center of the 
magnet and casing has been indicated to be undesirable 
by appellants’ witnesses (J.A. 27, last seven lines; J.A. 


. 5 Additional authorities are quoted in appellee’s brief before the 
District Court at pages 19 through 22. Those authorities include: 
Gill v.\Wells, 89 US. 1, 24, 25 (1874) ; Russell v. odes, 93 US. 460, 
464 (1877); Johnson v. Railroad Co., 105 US. 539, 547 (1882); 
Riley v. Broadway-Hale Stores, Inc., 14 F. Supp. 884, 888 (S.D. 
Cal. 1953), aff'd 217 F.2d 530, 532 (9th ‘Cir. 1954); In re Mayo, 
29 CCPA 1192, 1194, 1195, 129 F.2d 700, 702 (1942). 
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54, lines 9 through 13; J.A. 58, line 7 through 17; 
J.A. 59, line 3). 
Accordingly, it is submitted that it is clear that for 
this further reason claims 7, 8, and 9 are not for the 
same invention intended to be secured by the original 
patent and that their omission in that patent was not 
due to error involving inadvertence, accident, or mis- 
take. It is further submitted that Finding of Fact No. 
11 and Conclusions of Law Nos. 1, 2, 5, and 6 involve 
no clear error and are clearly correct. 
Claim 18 also requires further scrutiny. 


That claim recites: 


* * * casing means mounted on said member and 
surrounding said magnet and spaced therefrom 
and providing passage means longitudinally of 
said magnet between said magnet and casing means, 


* * *, said member having means providing com- 
munication from said axial bore to said passage 
means whereby fluid received through said aan 
string may be conducted through said axial bore to 
the lower extremity of the magnet * * * in order to 
loosen and free such metallic particles from other 
materials * * *. (Emphasis added.) 


The above quoted portion of claim 18 clearly sets 
forth that the fluid from the axial bore 39 passes 
through holes.40, through grooves 17, downwardly into 
the annular space between the magnet 24 and the in- 
terior wall of the casing. (See comment of counsel for 
appellants, J.A. 104, midpage.) 

However, the patent specification (J.A. 176, column 
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4, lines 1 through 18) and the identical instant applica- 
tion specification (P. Ex. 1, page 5) state: - 


Bore 39, passages 40, 41 and 42 permit mud or 
other fluid to be pumped downwardly through the 
drill string and to be ejected with some force from 
the lower edge of the basket carrying section 11. 
*|* * The circulated mud or other fluid is dis- 
charged from the bottom of the well around the 
outside of the body 10 and upwardly through the 
basket 30 and the space between the electromagnet 
24, battery container 21 and the inner wall of inter- 
mediate section 12. The circulated fluid is dis- 
charged from this space through upwardly extend- 
ing radially disposed passages 43 in the wall of 
intermediate section 12 adjacent the upper end 
thereof. (Emphasis added.) 


Each of the patent claims 1 through 3 (identical with 
allowed claims 1 through 3 in the reissue application) 
contains the limitation: 


* * * inlet passages extending through said shaft 
and the side wall of said body to the lower edge 
thereof whereby fluid may be passed therethrough 
and ejected downwardly from said body to remove 
material from the bottom of said well in which 
said objects may be buried, outlet passages in said 
body whereby said fluid and material may pass 
upward within said body around said magnet and 
battery container and out through said outlet 
passages. “(Emphasis added.) 
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Claim 11 of the instant application sets forth the 
limitation: 


* * * passage means extending through the wall 
of said casing adjacent the upper end thereof and 
providing discharge means for fluid moving up- 
wardy through said annular space. (Emphasis 
added.) 


This manner of circulating fluid is in effect where 
the shaft 15 and magnet 25 are in their lowest or fish- 
ing position with respect to the casing and with pro- 
jections 16’ in contact with shoulder 19. At such time 
passages 40 communicate downwardly only with pas- 
sages 41 in the casing wall and have no communication 
with the annular space between the magnet 24 and the 
inside wall of the casing. There is no suggestion in 
the patent that any casual circulation of fluid down- 
ward when the magnet is in raised position (as in Fig. 
2 of the patent, J.A. 173) has any utility for the fishing 
function. 

In its above-quoted limitation as to downward flow 
of fluid in the annular space between the magnet and 
inner casing wall, whereby uncovering of metallic par- 
ticles is achieved, claim 18 is drawn to a different in- 


6 At page 39 of appellants’ brief, there are reproduced the patent 
drawings with descriptions thereon which are not found on the 
originals (J.A. 173). Insofar as the descriptions added to the 
drawing indicate downward flow of fluid in the space between the 
magnet and the casing wall when the tool is in fishing position, they 
are an inaccurate representation of the patent disclosure. Compare 
appellants’ brief, page 10, first paragraph and appellants’ brief be- 
fore the Board of Appeals (J.A. 122, first paragraph). 
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vention than that of patent claims 1 through 3 (which 
recite| upward flow in the space around the magnet), 
is also contradictory to claim 11 of the instant applica- 
tion with respect to the direction of flow in the annular 
space, and involves new matter clearly not disclosed in 
the patent. 

Accordingly it is submitted that on this ground alone, 
claim 18 cannot be properly allowed in this reissue 
application. See 35 U.S.C. 251. It is further sub- 
mitted that Finding of Fact No. 12 and Conclusions 
of Law Nos. 3 and 4 involve no clear error and are 
clearly correct. 

The following cases are pertinent to the issue of new 
matter. 

In In re Crowell, 23 CCPA 725, 731, 79 F.2d 746, 751 
(1935), an oil well case, the Court stated: 


Counsel for appellant argue that the alleged new 
matter contained in the quoted excerpt amounts 
only to a statement of matters long known to the 
art; that such matter was inserted in the reissue 
application ‘‘on the theory that the original de- 
scription was defective or insufficient as not fully 
showing the uses of the invention’’; that if the 
alleged new matter is entirely eliminated, the orig- 
inal specification upon which the reissue applica- 
tion is based amply supports appealed claim 6, if 
it be read in the light of the prior art; and that, 
therefore, the tribunals of the Patent Office erred 
in holding that claim 6 contains new matter. 

We are unable to concur in the views expressed 
by counsel for appellant. It is clear, we think, that 
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the matter contained in the quoted excerpts does 
not relate merely to the uses of an invention al+ 
ready described, but, on the contrary, is, in fact, 
new matter, and discloses for the first time the 
combination of steps contained in appealed claim 
6. We must hold, therefore, that the tribunals of 
the Patent Office reached the right conclusion! 
(Emphasis added.) 


In In re Murray, 22 CCPA 1196, 1199, 1200, 77 F.2d 
651, 654, 655 (1935), the Court stated: 


A reissue must be limited to the same invention, 
and new matter may not be introduced into a re- 
issue specification. In re Cogswell, 48 F.2d 402, 
18 CCPA (Patents) 1136; In re Murray, 64 F.2d 
788, 20 COPA (Patents) 1046; Topliff v. Topliff 
et al., 145 U.S. 156, 170, 12 S. Ct. 825, 36 L. Ed. 658. 


It is quite evident from an inspection of the 
patent and its claims that the board did not err in 
its finding that the appellant had introduced new 
matter into his reissue application. * * * 

** *& 

All this is new and not disclosed by the patent. 
The new function which the appellant has de- 
scribed for these wall structures, namely, the re- 
taining of ash from the combustion, has no basis 
tm the original patent or application therefor. 

We are unable to discern wherein there is any 
showing made in this record that the disclosure 
and claiming of the subject-matter now attempted 
to be incorporated in the reissue was omitted from 
the original application by inadvertence, accident, 
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or mistake. It may be true that the full force, 
significance, and scope of the patent may not’ have 
been apparent to the patentee or his representa- 

. tives or solicitors until a recent date, but it can 
hardly be said that the reissue statute was intended 
to permit the reissuance of a patent to include 
matters evidently not intended to be incorporated. 
in the original application, which, perhaps, have 
been suggested by improvements in the art which 
have occurred since the date of issuance of the 
original patent. In other words, the reissue stat- 
ute, in our opinion, was not enacted for the purpose 
of correcting errors of judgment or supplying in- 
ventive concepts which have originated since the 
original patent was issued and applied for. (Em- 
phasis added.) 


Claim 18 is not a proper reissue claim because of 
other new matter. This claim sets forth no basket, 
no lifting fingers, and no reciprocability of the magnet. 
(As previously noted, it is therefore drawn to a differ- 
ent invention from that intended to be secured in the 
patent). However, the claim includes the following 
clause: 


* * * whereby * * * will cause such metallic 
particles to adhere to the magnet and be lifted from 
the bore hole as said drill string is lifted. 


This ‘‘whereby”’ clause expressly attributes to the 
magnet the lifting of the object from the bore hole. 
Aside from that fact, the ‘‘whereby”’ clause attributes 
its functions to the elements previously positively re- 
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cited in the claim. Those elements do-not includé a 
basket with the lifting fingers 32. Consequently, for 
that reason alone, the “‘whereby’’ clause: necessarily 
attributes to the magnet the lifting of the ohiect out 
of the bore hole. 

The concept of lifting the fished articles ah of the 
bore hole (i.e., from the bottom, up, and out through 
the top) exclusively by a magnet is not disclosed any- 
where in the patent. Consequently the above-quoted 
portion of the “‘whereby” clause, setting-forth lift- 
ing the object from the bore hole by the magnet, is 
new matter in noncompliance with 35 U.S.C. 251. It 
is submitted that Finding of Fact No. 13 and Condlu- 
sions of Law Nos. 3 and 4 involve no clear error and 
are clearly correct. 


Appellants’ Authorities on Reissue 

At pages 33 and 34 of their brief, appellants cite 
various decisions none of which support their conten- 
tions. 
In Monogram Mfg. Co. v. Glemby Company, Inc., 
136 F.2d 961, 963 (2nd Cir. 1943), the court specifi- 
cally stated: 


**™* the test must be what was fairly disclosed 
as essential in the original. * * * 


In Sears, Roebuck & Co. v. Minn. Mining & Mfg. 
Co., 249 F.2d 66 (4th Cir. 1957), the court in its main 
decision, 243 F.2d 136, found that “the use of the 
liquid plasticizer was essential’? and held that the re- 
issue claims would be void if “interpreted as exclud- 
ing the use of a liquid plasticizer.”’ 
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In Southern Saw Service v. Pittsburgh-Erie Saw 
Corporation, 239 F.2d 339, 344 (5th Cir. 1956), the 
court stated that the reissue claims ‘‘did not enlarge 
the invention by changing, adding, or deleting its 
elements.”’ 

In Hazeltine Research, Inc. v. Avco Mfg. Co., 227 
F.2d 137, 143 (7th Cir. 1955), the court stated that 
the reissue ‘‘did not involve any new idea or disclo- 
sure.’’ 


In Weller Mfg. Co. v. Wen Products, Inc., 231 F.2d 
795, 800 (7th Cir. 1956), the court stated that inas- 
much as ‘‘the reissue patent included only the inherent 
function and mode of operation of the original patent, 
it follows that no new matter was introduced.” 

There is no suggestion in any of the decisions cited 
in appellants’ brief that it is proper in a reissue to 


allow claims which involve new matter, or which delete 
from ‘the patent claims elements oriemely disclosed 
as essential. 

Changes of Position 


At pages 26 and 27 of appellants’ brief, it is em- 
phasized that appellee shifted his position during the 
trial on the matter of propriety of reissue.’ There is 
no question that appellee so shifted his position, but 
he did so justifiably and without in any way imped- 
ing the fair trial of appellants’ case, as will herein- 
after be shown. 

Appellants stated in their brief before the Board 
of Appeals (J.A. 122, J.A. 125, midpage) : 


| The magnet is mounted on a member 20 within 
the casing 10 and in its operative position the 


31 


shoulder 16’ of member 20 engages the shoulder 
19 on the inner side of the casing 10 and positions 
the magnet with its lower end adjacent the lower 
end of the easing 10. In this position the passage- 
ways 40 adjacent to the shoulder 16 communicate 
directly with the passageways 41 in the casing 10 
in order that the fluid from the drill string may 
be carried down through the member 15 and the 
passages 40-41 to the space underneath the tool. 
Openings 43 from the space between the magnet 
and the casing permit fluid to pass outwardly 
through the casing. 

Teeth 34 may be used as desired at the lower 
end of casing 10. When such teeth are used, it 
is the practice to rest thereon the entire weight 
of the drill string, which may be in the neighbor- 
hood of 200,000 pounds, and to rotate the tool in 
order to clear away material which may lie over 
the broken bit or other material which it is de- 
sired to remove. 


Applicant’s device has come into substantial use 
and is highly successful as indicated by the affi- 
davits connected to applicant’s paper of March 5, 
1957. 


* * * * * * * 


Reference is made to the affidavits attached to 
applicant’s paper dated March 5, 1957: These 
affidavits are by persons familiar with conditions 
in this industry and state that applicant’s inven- 
tion is meritorious and that applicant was the first 
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in| the field. We believe that these statements are 
worthy of consideration. (Emphasis added.) 


Each of the identically worded, almost entirely mim- 
eographed affidavits (J.A. 114 through 116) states: 


* * * T have used or seen used a fishing tool having 
a central vertical two-pole magnet surrounded by 
a casing spaced from the magnet which would 
and does allow liquids to circulate in the space be- 
tween the casing and the magnet.” This type of 
tool is being used and has been used in recent 
years on all fishing jobs involving the picking up 
of small pieces of junk usually drilling cones be- 
coming dislodged from the drill bit. This type 
of fishing tool has practically eliminated the use 
of! other junk fishing tools and employing the use 
of magnetic or non-magnetic features. 

The undersigned has used or has seen used the 
fishing tool of Mr. J. R. Ballew’s on many occa- 
sions and I know from my own experience that 
it 'is the most satisfactory junk fishing tool in use 
in the oilfields at this time. 


The'above-quoted matter is that part of the applica- 
tion file which is most pertinent to the following dis- 
cussion. 

From the above-quoted matter, it is clear that ap- 
pellants did not contend or state before the Board of 
Appeals that they based their claim of invention on 
anything other than the specific embodiment of the 
tool disclosed in the original patent and in the identical 


’ Downward circulation is not asserted in this language. 
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specification and drawings of the instant reissue ap- 
plication. Appellants in the above-quoted matter 
clearly did not disclose to the Board of Appeals that 
their commercial success was attributable, not to the 
specific tool disclosed in the original patent, but to|a 
materially different tool using a different combination 
of elements some of which function in a different man- 
ner, 

It is particularly noted that appellants stated to 
the Board (J.A. 122) that the fluid passes through 
passageways 40 which in the operative position com- 
municate directly with passageways 41 in the casing 
and that the fluid passes down through passages 40 and 
41 and outwardly through openings 43 from the space 
between the magnet and the casing.* 

The statement in the above-quoted matter that ‘‘ap- 
plicant’s device’’ has come into substantial use and 5 
highly successful, considered with the preceding mat- 
ter, would leave the inference that the only embodi- 
ment disclosed in the patent is the tool in substantial 
and successful use. 

Moreover, the above-quoted statements and the re- 
mainder of appellants’ brief before the Board in no 
way tend to direct attention to and do tend to divert 
attention from any significance, with respect to 35 
U.S.C. 251 of the differences between the new reissue 
claims and the original patent claims. 

On the basis of the record in the Patent Office, coun- 
sel for appellee reasonably could and in good faith 
did expect that appellants would prove commercial 


® Compare appellants’ different position before the District Court 
(J.A. 104), and in appellants’ brief before this Court, page 29. 
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success for the specific tool disclosed in the original 
patent and in the reissue application and recited in 
the original patent claims (identical with the allowed 
claims in the reissue application) and that they would 
fail to prove’ commercial success atributable to the 
substance of the claims refused by the Patent Office. 
The trial record clearly indicates that counsel for ap- 
pellee at the beginning of his cross-examination of the 
first witness (J.A. 37 at least through J.A. 43) seri- 
ously doubted the correctness of the testimony indi- 
cating commercial success in a tool materially different 
from that disclosed in the original patent. It was 
only as the testimony proceeded that his doubts were 
overcome and he recognized the unassailability of the 
testimony of appellants’ witnesses establishing the new 
facts (1) that commercial success was attributable to 
a tool materially different from that disclosed in the 
original patent and (2) that that different tool was 
being manufactured and used by appellants’ competi- 
tors.. These new facts clearly pointed to the true sig- 
nificance of some of the language of the refused 
claims and to appellants’ obective in their reissue ap- 
plication, namely that, instead of applying for an 
additional patent on a new and different tool, they are 
improperly attempting by reissue to protect that new 
tool. [See the statement of the Supreme Court as to 
such attempts in James v. Campbell, 104 U.S. 356, 
370 (1881).] If appellants neglected to file a new 
patent application for their new tool within one year 


. *As indeed they did. See appellee’s demonstration elsewhere 
that the commercially successful tool (which is not disclosed in the 
instant. application) involves essential features not recited in. the 
refused claims. 
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of its first public use, as is required by 35 U.S.C. 102(b), 
they obviously should not be permitted to cireumvent 
that section of the statute by obtaining an improper 
reissue. 

Appellants thus having taken before the District 
Court a position materially different from that before 
the Patent Office, they have no basis for complaint of 
any kind in appellee’s counsel’s responsiveness to their 
establishment of clearly new facts. 

Before appellants adduced their testimony in this 
case, the true significance of some of the language of 
the refused claims was not clear. Accordingly, the 
examiner, the Board of Appeals, and counsel for ap- 
pellee at the beginning of the trial did not have before 
them a clear case of noncompliance with the require- 
ments of the reissue statute, 35 U.S.C. 251. It is prop- 
erly the policy of the Patent Office not to refuse and 
not to attack claims on grounds not clearly supported 
by the evidence before it. 

It follows that the failure of the Patent Office tri- 
bunals to question the propriety of reissue means no 
more than that they saw in the record before them no 
clear basis for refusal of claims on that ground. It 
does not mean that they found the inverse, namely that 
appellants’ refused claims were presented in full com4 
pliance with the reissue statute. (But compare appel- 
lants’ arguments, brief, pages 25 through 27.) 

In the District Court, appellee clearly had the bur- 
den of proof on this new issue.. This burden he sus- 
tained to the District Court’s satisfaction by using 
appellants’ evidence to show the real significance of 
the refused claims. Appellants now have the burden 
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of demonstrating clear error in the District Court’s 
findings on this issue. Rule 52, Federal Rules of Civil 
Procedure. 

There remain the questions whether appellee could 
properly raise this new issue and whether appellants 
had a fair trial on the issue. 

Relevant to both questions are this Court’s decisions 
in Preformed Line Products Co. v. Watson, 103 U.S. 
App.| D.C. 286, 257 F.2d 664, cert. denied 358 U.S. 945; 
final disposition at 280 F.2d 643, cert. denied U.S. 

, December 5, 1960. These decisions indicate that 
a new ground of unpatentability can properly be raised 
in the District Court, but that the plaintiff in the Dis- 
trict Court must have a fair trial on the new issue. 

When the appellants had adduced the’ testimony 
which appellee has relied on to show impropriety of 
reissue, counsel for appellee immediately put appel- 
lants and the District Court on notice (J.A. 96 et seq.) 
that he was raising the defense of impropriety of reis- 
sue, cited the Preformed Line Products case (J.A. 
98), and indicated that his purpose was to give appel- 
lJants' the opportunity to take further testimony and 
otherwise have a fair trial on this issue. When ques- 
tioned by the District Court, counsel for appellee could 
not suggest (and now cannot suggest) what further 
evidence appellants could take. Appellants made no 
move to take further evidence. Accordingly, the new 
issue was properly raised and fairly tried. Under Rule 
15(b) of the Federal Rules of Civil Procedure, appel- 
lee’s motion to amend the answer (J.A. 179) was prop- 
erly granted (J.A. 180). 
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The Issues of Unpatentability Over Prior Art 


A. Burden of Proof 


The issues of unpatentability over prior art were 
raised in the Patent Office (J.A. 128, 183). On those 
issues in this action under 35 U.S.C. 145, appellants 
have the burden of proving that in view of all th 
evidence before the Court, clear error or lack of ra. 
tional basis is involved in the findings of the Paten 
Office and the District Court that the claims befor 
this Court on the merits do not define patentable in 
vention over the prior art. Abbott et al. v. Coe, 71 App. 
D. C. 195, 109 F.2d 449; Esso Standard Oil Co. v. Su 
Ou Co., et al., 97 U. S. App. D. C. 154, 229 F.2d 37; 
Bechtold v. Watson, 102 U. S. App. D. C. 353, 258 
F.2d 875, footnote 2. 


B. The Specific Issues 


Claim 19 was withdrawn at the trial (J.A. 33; Ap- 
pellants’ brief, page 2, midpage; Finding of Fact No. 
2; Conclusion of Law No. 10). On this appeal there 
is no issue as to claim 19. 

Claims 7, 8, 9, and 11 were found unpatentable 
over the Brantly or Notley patents in view of the 
Kirby or Murphy et al. patents. The examiner’s rea- 
sons (J.A. 109), those of the Board of Appeals (J.Al. 
129), and Findings of Fact Nos. 20, 22, 23, and 24 
(J.A. 185) speak for themselves and, therefore, are 
not requoted or paraphrased here. 

Claim 18 was found unpatentable over the Murphy 
et al. patent in view of the Athy patent. The exam+ 
iner’s reasons (J.A. 126), those of the Board of Ap- 
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peals (J.A. 131), and Findings of Fact Nos. 21 through 
24 (J.A. 185) are self-explanatory. 


Appellants’ Evidence in Relation to the Issues of Patentable 
Invention 

Appellants’ witnesses testified that appellants have 
put into successful commercial use a tool which solved 
a problem which long defied the attempts of others to 
solve it. But that specific tool is not disclosed in ap- 
pellants’ application and is not defined in the refused 
claims as required by 35 U.S.C. 112, paragraph 2. The 
witnesses Wolfe and Snead testified that the most im- 
portant features of appellants’ commercially successful 
tool are: 


(1) a strong cylindrical permanent magnet (J.A. 
20, last four lines; J.A. 54, last twelve lines; J.A. 66, 
last seven lines; J.A. 67, lines 1 through 6, 23, 24; J.A. 
75, upper quarter page; J.A. 96, lines 1 through 7) ; 

(2) strength of construction (J.A. 20, last six lines; 
J.A. 21, lines 8 through 11; J.A. 27, midpage; appel- 
lants’ brief, page 24, lines 5 through 7; 

(3) peripheral downflow of mud or fluid around the 
sides of the magnet in the tool (J.A. 65, lines 11 through 
14; J.A. 54; J.A. 38, midpage; J.A. 27, last seven lines; 
J.A. 21, upper third-page). 


None of claims 7, 8, 9, 11, and 18 recites a “‘magnet 
of the most powerful and physically strongest type.’’ 
(See appellants’ brief, page 23, last two lines.) Ob- 
viously, whether a ‘‘cylindrical magnet’’ as set forth 
in these claims is to be either a weak magnet or a 
strong magnet depends on other structural: character- 
istics of the magnet which are not recited in these 
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claims. For example, the testimony establishes that 
appellants’ unusually strong magnet in commercial 
use is a permanent magnet (J.A. 20, last four lines, 
J.A. 66, last seven lines, and other testimony noted 
above) of five or six inch diameter (J.A. 91, second 
answer and midpage). The reissue application neither 
discloses nor claims in any manner an unusually strong 
magnet which is a permanent magnet. There is noth- 
ing in the refused claims to distinguish that magnet 
from that, for example, of Kirby. 

Furthermore, none of the refused claims is limited 
so as to be readable only on tools having physical strue- 
ture of unusual strength. 

None of claims 7, 8, or 9 specifies the important 
peripheral downflow of mud around the sides of the 
magnet. \ 

Accordingly, the proved commercial success of the 
tool in use, and hence the solution of a long-standing 
problem, is not attributable to the substance of those 
claims and is, therefore, not relevant to the question 
of their patentability. Marconi Wireless Telegr 
Co. of America v. United States, 320 U. S. 1, 36; D 
mam v. Stor-Aid, Inc., 141 F.2d 580, 583 (2nd 
1944) ; Foxboro v. Taylor Instrument Co., 157 F: 
226, 233 (2nd Cir. 1947) ; Kromer v. Riegel, 227 F 
741, 743 (7th Cir. 1956). Moreover, commercial suc- 
cess is immaterial where absence of patentable inven- 
tion is clear. Union Metal Co. v. Ooms, 81 U. S. App. 
D. C. 76, 154 F.2d 857 (1946). 

Moreover, no significant commercial success is proved 
for tools having reciprocal movement of the magnet|as 
set forth in claims 7, 8, and 9. Also, no significant 
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commercial success is proved for tools having upward 
flow of mud around the magnet and inside the casing 
as set forth in claims 7 and 11. 

It is further noted that insofar as claims 7, 8, and 
9 are not limited to the peripheral fluid downflow 
around the outside of the magnet (which novel feature 
is disclosed as to the holes 41 of appellants’ patent), 
they omit an essential feature of the invention and 
thus fail to comply with 35 U.S.C. 112. 

With respect to the tool of the Murphy patent 
(J.A. 159), it was testified that it would be possible to 
circulate fluid through the drill string while the magnet 
was being lowered and used to fish (J.A. 44, lines 14 
and 15; J.A. 50, last eight lines). That testimony is 
consistent with appellants’ disclosures in their patent 
No. 2,657,752 (J.A. 175, column 2, lines 49 through 53) 
and in the instant application, namely that an electric 
cable could be used instead of a battery in their tool 
which functions with simultaneous circulation and mag- 
netic fishing.” This evidence is an indication of what 
the Murphy patent would suggest to one skilled in 
the art. 

In view of the discussion of the Athy patent on page 
7 of appellants’ brief, it is noted that in the Board’s 
decision (J.A. 131, lower third-page) the Athy patent 
is relied on not for its disclosure of a specific magnet 
structure, but for the concept of mounting any magnet 
in fixed relation to the tool. 

On page 8 of appellants’ trial brief before the Dis- 
trict Court, it was contended that none of the prior 


10 Compare appellants’ argument in their brief, page 21, last 
eleven lines. 
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patents discloses a reciprocably mounted magnet in|a 
tool. Attention is accordingly directed to the fact that 
none of claims 7, 8, 9, 11, and 18 sets forth a “‘recipro- 
cably mounted’’ magnet. Claims 7 and 8 set forth only 
a “‘slideably disposed” magnet and claim 9 a magnet 
“disposed * * * for reciprocal movement.’’ This ter- 
minology does not include the word ‘‘mounted.”’ Kirby 
(J.A. 155) clearly discloses a magnet disposed for slid- 
able or reciprocal movement between two positions in 
casing 22. See also Murphy as to these broad terms. 

Appellants point to much testimony that their tool 
im use is better than the tool of any one reference 
patent. Such evidence per se is, of course, immaterial 
to the issue whether or not any two or more of these 
reference patents would suggest the substance of the 
refused. claims to one skilled in the art. 

Appellants contend (brief, page 23, last five lines) 


but fail to prove that the Ballew tool in use is a com- 
bination of new elements. But the only material point 
is that appellants have failed to demonstrate that any 
new structural elements are cited in their refused 
claims." 


The witnesses Wolfe and Snead are expert drillers 
of oil wells. Neither of these witnesses is an expert 
designer of oil well fishing equipment. The designing, 
manufacturing, renting, and servicing of oil well fish- 
ing equipment is an independent art and business (J.A. 
49, third answer; J.A. 84, lower third-page; J.A. 89, 
midpage). Testimony of Wolfe (such as J.A. 29, mid- 


11 Appellants also contend (brief, page 35, last eight lines) that 
inventions are not, per se, physical structures but are mental con- 
cepts. Such is clearly not the law. Symington v. National Mal 
leable Castings Co., 250 U.S. 383, 386 (1919). 
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page) and Snead (such as J.A. 65, last six lines; J.A. 
66, upper half-page) is not testimony by persons skilled 
in the art of oil well fishing tool designing as to what 
is suggested by the prior art to one skilled in that art. 
See 35 U.S.C. 103. 

Attention is directed to the examiner’s reliance 
(J.A. 109, lower quarter-page) on In re Welter, 28 
CCPA; 1160, 120 F. 2d 353, and the well-established 
negative objective test of invention therein applied, 
namely that there is no patentable invention in combin- 
ing features of the prior art in a manner such that the 
combination produces no more than the sum of their 
functions in the prior art. See also the Board’s decision 
(J.A. 130, last nine lines). For other applications of 
this test, see Hailes v. Van Warmer, 87 U.S. 353, 368 
(1874); Reckendorfer v. Faber, 92 U.S. 347, 357 
(1876) ; In re Wagner, 32 CCPA 1088, 1092, 149, F. 2d 
939, 941 (1945), In re Luxenberger, 34 CCPA 756, 762, 
158 F.2d 392, 396 (1946) ; In re Smith, 34 CCPA 1007, 
1012, 161 F. 2d 274, 278 (1947); Great Atlantic and 
Pacific Tea Co. v. Supermarket Corp., 340 U.S. 147 
(1950) ; Jacuzzi Bros. v. Berkeley Pump Co., 191 F. 2d 
632, 637 (9th Cir. 1951). 

In the A & P case, supra, the strong directives to the 
courts are novel. It has been held that a patent for a 
combination of old elements cannot properly be held 
valid without a positive finding that the old elements 
perform ‘‘an additional or different function’’ in the 
combination, than they perform out of it. Kwikset 
Locks, Inc. v. Hillgren, 210 F. 2d 483, 486 (9th Cir. 
1954). This case was cited with approval in Con- 
solidated Trimming Corp. v. Loudon, 99 U.S. App. 
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D.C. 213, 216, 239 F. 2d 33, 36 (1956). This latter cage 
states the controlling law in this circuit for a combina- 
tion of old elements. In this case the Court of App 
severely criticized the Board of Appeals for allowi 
a claim without a demonstration or finding that the 
old elements of the claim perform an “additional or 
different function in the combination than they per- 
form out of it.’’ It follows, of course, that the Court 
of Appeals requires the same finding from the District 
Court for proper authorization to patent an applica- 
tion claim drawn to a combination of old elements. 
Such finding was not made. 
In this case the Patent Office and the District Court 
have refused claims 7, 8, 9, 11, and 18. Unless appel- 
lants can positively and clearly point out the ‘‘addi- 
tional function’’ required by the Consolidated Trim- 
ming case, it is submitted that this Court should affirm 
the District Court’s Findings of Fact Nos. 20 through 
24 and Conclusion of Law No.7 (J.A. 185, 187). 
Appellants have adduced no evidence that any of 
their claims 7, 8, 9, 11, and 18 define in their specific 
language a combination in which the respective ia 
elements, as recited, have any function other than those 
of the magnets of Murphy or Kirby, the specific fluid 
circulating systems in the casings of Brantly, Notley, 
or Murphy, or the fixed magnet-mounting of Athy, 
respectively. 
Accordingly, it is submitted that there is no basis 
for reversing the findings of no patentable invention 
in appellants’ application claims 7, 8, 9, 11, and 18. 
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MISCELLANEOUS 
At page 31, lower third-page, appellants state with 
respect to their patent disclosure: 


This Patent Office view presupposes that the 
residual magnetism which remains after the elec- 
tric current is shut off is insufficient to lift the 
object from the hole. 


Appellants’ patent (J.A. 176, column 4, lines 72 
et seq.) states: 
*'* * to deenergize the electromagnet 24, thus 
releasing any metallic objects attached thereto, 
which objects will drop into the basket 30 * * *. 


This is a clear disclosure that the electromagnet 
drops the object as soon as the current is shut off and 
that consequently there is no residual magnetism which 


retains the object after the current is shut off. There 
is no evidence which contradicts the patent. Appel- 
lants’ contention has no substance. 
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CONCLUSION 

It is submitted that claims, 7, 8, 9, 11,18, and 19 were 
properly refused by the Patent Office tribunals and 
by the District Court. Accordingly, it is further sub- 
mitted that the judgment appealed from was correct 
and should be affirmed. 


Respectfully submitted, 


CLARENCE W. Moors, 
Solicitor, United States Patent Office, 
Attorney for Appellee. 
GEoRGE C. RoEMING, 
Of Counsel. 


January, 1961. 
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APPENDIX 
Pertinent Portions of Patent StTaTUTE 
35 U.S.C. 102. 
A person shall be entitled to a patent unless—* * * 


(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of the application for patent in 
the United States, * * *. 


"ke % 


35 U.S.C. 103. 


A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between 
the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would 
have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was 
made. 


35 U.S.C. 111. 


Application for patent shall be made by the inventor, 
except as otherwise provided in this title, in writing 
to the Commissioner. * * * 


35 U.S.C. 112. 


The specification shall contain a written description 
of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and 
exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly 
connected, to make and use the same, and shall set forth 
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the best mode contemplated by the inventor of carry-- 
ing out his invention. 

The specification shall conclude with one or more 
claims particularly pointing out and distinctly claim- 
ing the subject matter which the applicant regards as 
his invention. 

An element in a claim for a combination may be ex 
pressed as a means or step for performing a specified 
function without the recital of structure, material, or 
acts in support thereof, and such claim shall be con- 
strued to cover the corresponding structure, material} 
or acts described in the specification and equivalents 
thereof. 


35 U.S.C. 251. 


Whenever any patent is, through error without any 
deceptive intention, deemed wholly or partly inopera+ 
tive or invalid, by reason of a defective specification 
or drawing, or by reason of the patentee claiming more 


or less than he had a right to claim in the patent, th 
Commissioner shall, on the surrender of such paten 
and the payment of the fee required by law, reissue 
the patent for the invention disclosed in the original 
patent, and in accordance with a new and amended 
application, for the unexpired part of the term of the 
original patent: No new matter shall be introduced 


into the application for reissue. 
ee 


35 U.S.C. 252. 


“nee 


No reissued patent shall abridge or affect the right 
of any person or his successors in business who made, 
purchased or used prior to the grant of a reissue any-; 
thing patented by the reissued patent, to continue the 
use of, or to sell to others to be used or sold, the 
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specific thing so made, purchased or used, unless the 
making, using or selling of such thing infringes a valid 
claim of the reissued patent which was in the original 
patent. The court before which such matter is in ques- 
tion may provide for the continued manufacture, use 
or sale of the thing made, purchased or used as 
specified, or for the manufacture, use or sale of which 
substantial preparation was made before the grant of 
the reissue, and it may also provide for the continued 
practice of any process patented by the reissue, prac- 
ticed, or for the practice of which substantial prepara- 
tion was made, prior to the grant of the reissue, to the 
extent and under such terms as the court deems equita- 
ble for the protection of investments made or business 
commenced before the grant of the reissue. | 


HV. S. GOVERNMENT PRINTING OFFICE: 1961 e011 73 


REPLY BRIEF FOR APPELLANTS 


Anited States Court of Appeals 


United Nrar . 
live States Court at Aannealg 


HAROLD W. BALLEW 
and 
JULIUS R. BALLEW, 


Appellants, 


ROBERT C. WATSON, 
COMMISSIONER OF PATENTS, 


Appellee. 


APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


A. YATES DOWELL 
A. YATES DOWELL, JR. 


1345 Pennsylvania Ave., N.W. 
Washington 4, D. C. 


Attorneys for Appellants 


THE PROPRIETY OF APPELLEE'S ARGUMENTS 
RELATING TO THE REISSUE 


APPELLEE MISSES THE POINT REGARDING 
REISSUE . 


THE CLEAR ERROR IN THE DISTRICT COURT'S 
FINDING OF LACK OF PATENTABLE 
INVENTION . 


CONCLUSION 


ADDENDUM 


R.S. sec. 4916; May 24, 1928, ch. 730, 
45 Stat. 732 ¢ : 


CASES CITED 


Armstrong v. Levy, 58 App. D.C. ame 1929 CD 113, 
29 F. 2nd 953 (1928) é 


* Cooper v. Downing, 45 App. D.C. 345, 1916 CD 227 (1916) 


Fishburn et al. v. Vincent, 88 F. 2nd 711, 
33 USPQ 156 (CCPA 1937) 


* In re Oppenauer, 143 F. 2nd 974, 62 BERS 297, 
(CCPA 1944) as 


In re Smyth, 189 F. 2nd 982, 90 USPQ 106, 
(CCPA 1951). : 


U. S. Industrial Chemicals, Inc. v. Carbide and Carbon 
Chemical Corp., 355 U.S. 668 (1942) 


STATUTES CITED 
35 U.S.C. 112 
* 35 U.S.C. 251 


R.S. sec. 4916; May 24, 1928, ch. 730, 45 Stat. 732 


* Cases or authorities chiefly relied upon are marked with asterisks. 


UNITED STATES COURT OF APPEALS 
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No. 16,033 


HAROLD W. BALLEW 
and 
' JULIUS R. BALLEW, 


Appella 


ROBERT C. WATSON, 
COMMISSIONER OF PATENTS, 


Appellee. 


APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


REPLY BRIEF FOR APPELLANTS 


Appellee's brief does not in any respect undermine the soundness 
of appellants’ position, as set forth in its main brief. Many of appellee's 
contentions were anticipated in appellants’ brief and do not require ex- 
tended comment here. Nothing in appellee's brief suffices to lower the 
Ballews' oil well tool below the level of patentable invention, nor to sub- 
stantiate appellee's charge that there is no basis for the refused claims 


in the patent. 
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The sole issues are invention over the prior art and the disclosure 
of the refused claims in the patent. 


The issue of invention was the sole basis of rejection by the Patent 
Office tribunals. 


Appellee's argument against invention (DB* 37-43) is substantially 
based on its contention (DB 9-12; 32-34; 38-40) that appellants’ commer- 
cial success was with a tool which appellants are not entitled to claim in 
the present application. Appellee thus devotes its primary attention to 
the propriety of the reissue and largely bases its case against invention 
on the assumption that its position with respect to the reissue is correct. 


Appellee agrees (DB 9, 35) that on the record before the Patent 
Office there was no clear (sic) basis for refusal of claims on the grounds 
of impropriety of reissue or noncompliance with 35 U.S.C. 251. 


THE PROPRIETY OF APPELLEE'S ARGUMENTS 
RELATING TO THE REISSUE 


Appellee acknowledges his shift of position on the matter of 
propriety of reissue (DB 30), and on his theory of the case (DB 33-34). 
He attempts to justify such shifts on the theory that the testimony "pointed 
to the true significance” of some of the language of the refused claims 
* * *' (DB 34) In an effort to bolster, he unjustifiably criticizes 
appellants’ presentation? to the Board of Appeals, even suggesting 
(DB 33) that appellants diverted the Board's attention from the facts. 
Here again, as before, appellee begs the reissue question. The mere 
fact that, in describing the tool of the drawing, reference was made to 


1 The abbreviations "PB" and "DB" are used to refer to plaintiffs appellants' 
main brief and defendant-appellee's main brief, respectively. 


2 if the meaning had not been clear to the Patent Office Examiners and the 
Board of Appeals, it would have been their duty to reject the claims on this 
ground, since the statute, 35 U.S.C. 112 (PB 17, 18), requires that the claims 
be definite. 


= On page 35 appellee mistakenly asserts that appellant took a different position 
before the District Court. However, as pointed out, appellant emphasized the 
breadth of the refused claims to the Examiner and the Board. 
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details not described in the new claims is immaterial. It is standard 
Patent Office practice to describe details of the patent drawings ina 
brief before the Board of Appeals. Rather than attempt to divert, as 
now asserted by the appellee, appellants pointed out the breadth of 
such claims to the Board of Appeals (PB, bottom of 31, and top of 32). 


Appellee's admission (DB 9, 35) that the Patent Office record 
provided no basis for raising the reissue issue should settle the matter. 


In essence, such admission says that the language of|the refused 
claims can reasonably be interpreted as directed to the disclosure of 
the patent, otherwise the Patent Office Examiner and Board of Appeals 
would have raised the question on the record before them. 


Appellee's attempt to rely upon testimony to support/its view not 
only falls short, but is contrary to law and unfair. 


Appellants could not have offered testimony to establish that the 
refused claims read upon the application, in view of the well settled rule 
that testimony is not admissible to explain what an application discloses. 


Cooper v. Downing, 45 App. D.C. 345, 1916 C.D. 227 (1916) states: 


"The Commissioner of Patents properly refused |to 
hear evidence as to what was intended by Downing's original 
application and disclosure, holding that it is the duty/of the 
tribunals of the Patent Office, composed of men presumed 
to be sufficiently expert in understanding technical terms 
and the state of the art, to determine for themselves) what 
an application discloses." 
See also Armstrong v. Levy, 58 App. D.C, 293, 1929 C.D. 113, 
29 F.2nd 953 (1928), Fishburn et al. v. Vincent, 88 F.2nd 711, 33 USPQ 
156 (CCPA, 1937), In re Oppenauer, 143 F.2nd 974, 62 USPQ 297, (CCPA, 


1944), and In re Smyth, 189 F.2nd 982, 90 USPQ 106 (CCPA 1951). 


In In re Oppenauer the Court upheld the refusal of the Board of 
Appeals to consider an affidavit purporting to show that the disclosure 
of an application was sufficient basis for broad claims. 
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In the present case, if appellants had attempted to offer testimony 
for the purpose of showing that the patent disclosure is sufficient basis 
for the refused claims, appellee presumably would have objected*# on the 
basis of the foregoing decisions. Since appellants, under the law, could 
not have offered such testimony it would be manifestly unjust to permit 
the appellee (apparently the originator of the rule), to use the testimony 
for the contrary purpose. 


APPELLEE MISSES THE POINT REGARDING REISSUE 


Aside from the impropriety of appellee's argument, it is without 
foundation in fact. Appellee's recital of so-called "salient limitations" 
does not meet the issue nor explain why the same were not so regarded 
by the Patent Office tribunals, nor why appellee waited until all of appel- 
lants' three witnesses had testified before announcing his new theory of 
the case. 


Appellee's argument is that the refused claims define a device 
which is asserted to be entirely unlike that of the patent. Instead, we 
submit, the issue should be whether the refused claims may reasonably 
be read on the disclosure of the patent.> Appellee has not answered the 
thrust of appellants' contention that the refused claims define the heart 
of the invention. 


= The appellee's brief supports this presumption; see DB 19, last paragraph 
to 22, citing and quoting with emphasis U.S. Industrial Chemicals, Inc. v. Carbide 
and Carbon Chemical Corp., 355 U.S. 668 (1942). There has been no contention 
by the appellee that the refused claims include any technical or scientific terms 
whose meaning was not clear to the Patent Office tribunals. Apparently appellee 
now contends the contra. 


= Appellee contends (DB 41 footnote) that inventions are not mental concepts. 
Simply because of the necessity for reducing an invention to practice in order to 
establish its existence does not alter the fact that the invention itself is a mental 
concept. The Patent Office practice since time immemorial has been to award 
priority in a contest between interferants to the party who proves earliest mental 
conception coupled with reasonable diligence in reducing the invention to practice. 
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The mere omission of elements should not be proscribed in a 
reissue claim. The new patent act 35 U.S.C. 251 (PB 18)| specifically 
provides for a reissue where the patentee has claimed "less than he had 
a right to claim in a patent". Such provision was not specifically found 
in the previous RS 4916 (reproduced in Addendum) but was a product of 
judicial decisions. Certainly if a patentee has claimed hiss invention less 
broadly than was his right, then implicit is the direction that he should 
be entitled to claims with fewer limitations or of broader] scope than 
originally. Hence, the mere fact that the refused claims omit limitations 
found in the original claims should be of no moment. 


THE CLEAR ERROR IN THE DISTRICT COURT'S 
FINDING OF LACK OF PATENTABLE INVENTION 
Appellee's brief (DB 10 et seq, 37 et seq) devotes a| great deal 
of space to the contention that the proof of commercial success cannot 
benefit appellants because the successful tool is (1) not that of the patent, 


nor (2) of the refused claims. Appellants contend the contrary, namely, 
that the tool is that of the patent because it is covered by [the refused 
claims and such claims are within the disclosure of the patent. 


The issue whether the claims are within the disclosure of the 
patent depends upon resolution of the reissue issue, separately discussed 
elsewhere in this Reply Brief and in both main briefs. 


In raising the second issue, appellee doubtless overlooked the 
District Court's Finding of Fact 26, JA 185, consented to by appellee, 
reading "Plaintiffs have had considerable commercial success with a 
tool as defined in Claim 18 of Plaintiffs' application. * * *" 


Appellee's contentions (DB 38) contrary to Finding of Fact 26 are 
based upon semantics rather than substance. Claim 18, for example, 
defines features which the witnesses testified are required in the com- 
mercially successful tool. For example, the claim calls for a substan- 


tially cylindrical magnet mounted on the member adjacent to its lower 
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extremity. This construction in itself provides a strong magnet since a 


cylindrical magnet is the type which is inherently strong. The other 
features are likewise found in the tool as described in appellants’ main 
brief, pages 10-12, 23. 


Aside from the commercial success, the lack of any reasonable 
basis for rejecting) the claims over the references is pointed out in 
appellants’ main brief. 


CONCLUSION 


The decision below should be reversed. 
Respectfully submitted, 


A. YATES DOWELL, 
A. YATES DOWELL, JR. 


1345 Pennsylvania Ave., N.W. 
Washington 4, D. C. 


Attorneys for Appellants 


ADDENDUM 


R.S. 4916 


Whenever any patent is wholly or partly inoperative jor invalid, by 
reason of a defective or insufficient specification, or by reason of the 
patentee claiming as his own invention or discovery more |than he had 


a right to claim as new, if the error has arisen by arenes acci- 


dent, or mistake, and without any fraudulent or deceptive intention, the 
commissioner shall, on the surrender of such patent and the payment 
of the duty required by law, cause a patent for the same invention, and 
in accordance with the corrected specification, to be reissued to the 
patentee or to his assigns or legal representatives, for the unexpired 
part of the term of the original patent. Such surrender shall take effect 
upon the issue of the reissued patent, but in so far as the claims of the 
original and reissued patents are identical, such surrender shall not 
affect any action then pending nor abate any cause of action then exist- 
ing, and the reissued patent to the extent that its claims are identical 
with the original patent shall constitute a continuation thereof and have 
effect continuously from the date of the original patent. The commis- 
sioner may, in his discretion, cause several patents to be jissued for 
distinct and separate parts of the thing patented, upon demand of the 
applicant, and upon payment of the required fee for a reissue for each 
of such reissued letters patent. The specifications and claims in every 
such case shall be subject to revision and restriction in the same man- 
ner as original applications are. Every patent so reissued together 
with the corrected specifications, shall have the same effect and opera- 
tion in law, on the trial of all actions for causes thereafter arising, as 
if the same had been originally filed in such corrected form; but no new 
matter shall be introduced into the specification, nor in case of a machine 
patent shall the model or drawings be amended, except each by the other; 
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but when there is neither model nor drawing, amendments may be made 
upon proof satisfactory to the commissioner that such new matter or 
amendment was a part of the original invention, and was omitted from 
the specification by inadvertence, accident, or mistake, as aforesaid. 
(R. S. sec. 4916; May 24, 1928, ch. 730, 45 Stat. 732.) 


